
Trade Marks 2014
The International Comparative Legal Guide to:

AAA Law
Abreu Advogados 
Advokatfirmaet Ræder DA
Agency TRIA ROBIT
Allen & Overy LLP 
Anderson Mori & Tomotsune
Andreas M Sofocleous & Co LLC
Antequera Parilli & Rodríguez
Baspinar & Partners Law Firm 
Bereskin & Parr LLP
Beuchat, Barros & Pfenniger 
Boga & Associates
De Gaulle Fleurance & Associés 
DM Kisch Inc.
Edwards Wildman Palmer LLP 
ELZABURU 
Gusmão & Labrunie Intellectual Property 
Hengeler Mueller 
Law Offices of Patrinos & Kilimiris 
Lee International IP & Law Group
Lendvai Partners

OʼConor Power 
Odvetniki Šelih & partnerji, o.p., d.o.o.
OLIVARES
Ospelt & Partner Attorneys at Law Ltd.
Pepeljugoski Consulting L.L.C.
Pepeljugoski Law Office
Pham & Associates
Quevedo & Ponce 
Sołtysiński Kawecki & Szlęzak
Studio Legale Tsclex 
Subramaniam & Associates (SNA)
SyCip Salazar Hernandez & Gatmaitan Law Offices
Tay & Partners 
ThomannFischer 
TIPLO Attorneys-at-Law
Vanrell Propiedad Intelectual – Abogados
Vasil Kisil & Partners
Wilkinson & Grist 
Wilkinson & Grist (Beijing) Intellectual
Property Agency Limited
Wrays

Published by Global Legal Group, with contributions from:

A practical cross-border insight into trade mark work

3rd Edition



www.ICLG.co.uk

Disclaimer
This publication is for general information purposes only. It does not purport to provide comprehensive full legal or other advice.
Global Legal Group Ltd. and the contributors accept no responsibility for losses that may arise from reliance upon information contained in this publication.
This publication is intended to give an indication of legal issues upon which you may need advice.  Full legal advice should be taken from a qualified 
professional when dealing with specific situations.

Further copies of this book and others in the series can be ordered from the publisher.  Please call +44 20 7367 0720

Consulting Editor
Paul Walsh, Bristows 

Account Managers
Edmond Atta, Beth Bassett,
Antony Dine, Susan Glinska,
Dror Levy, Maria Lopez,
Florjan Osmani, Paul
Regan, Gordon Sambrooks,
Oliver Smith, Rory Smith

Sales Support Manager
Toni Wyatt

Sub Editors
Nicholas Catlin
Amy Hirst

Editors
Beatriz Arroyo
Gemma Bridge

Senior Editor
Suzie Kidd

Global Head of Sales
Simon Lemos

Group Consulting Editor
Alan Falach

Group Publisher
Richard Firth

Published by
Global Legal Group Ltd.
59 Tanner Street
London SE1 3PL, UK
Tel:  +44 20 7367 0720
Fax: +44 20 7407 5255
Email: info@glgroup.co.uk
URL: www.glgroup.co.uk

GLG Cover Design
F&F Studio Design

GLG Cover Image Source
iStockphoto

Printed by
Information Press Ltd
April 2014

Copyright © 2014
Global Legal Group Ltd. 
All rights reserved
No photocopying

ISBN 978-1-908070-97-5
ISSN 2045-9661

Strategic Partners

The International Comparative Legal Guide to: Trade Marks 2014
General Chapter:
1 TBA – John Olsen, Edwards Wildman Palmer LLP _

Country Question and Answer Chapters:
2 Albania Boga & Associates: Renata Leka & Ened Topi _

3 Argentina OʼConor Power: Santiago R. O’Conor & Silvina Di Vincenzo _

4 Australia Wrays: David Stewart

5 Brazil Gusmão & Labrunie Intellectual Property: Laetitia d’Hanens 

& Fernando Eid Philipp _

6 Canada Bereskin & Parr LLP: Daniel R. Bereskin, Q.C. & Cynthia Rowden _

7 Chile Beuchat, Barros & Pfenniger: Andrés Melossi _

8 China Wilkinson & Grist (Beijing) Intellectual Property Agency Limited: 

Howard Tsang & Jean Wang _

9 Cyprus Andreas M Sofocleous & Co LLC: Despo Socratous _

10 Eucador Quevedo & Ponce: Alejandro Ponce Martínez & Roque Albuja Izurieta

11 European Union Allen & Overy LLP: Geert Glas & Jens Matthes _

12 France De Gaulle Fleurance & Associés: Frank Valentin & Marina Gau _

13 Germany Hengeler Mueller: Dr. Wolfgang Kellenter & Dr. Andrea Schlaffge _

14 Greece Law Offices of Patrinos & Kilimiris: Maria Kilimiris 

& Manolis Metaxakis _

15 Hong Kong Wilkinson & Grist: Andrea Fong & Annie Tsoi _

16 Hungary Lendvai Partners: András Lendvai _

17 India Subramaniam & Associates (SNA): Hari Subramaniam 

& Aditi Subramaniam _

18 Italy Studio Legale Tsclex: Gianpaolo Todisco & Mark Bosshard _

19 Japan Anderson Mori & Tomotsune: Yasufumi Shiroyama & Ai Nagaoka _

20 Korea Lee International IP & Law Group: Mi-Cheong Lee & Michael McDaniel _

21 Kosovo Pepeljugoski Consulting L.L.C.: Professor Dr. Valentin Pepeljugoski _

22 Latvia Agency TRIA ROBIT: Vladimir Anohin & Alona Sivcova _

23 Liechtenstein Ospelt & Partner Attorneys at Law Ltd.: Dr. Alexander Ospelt 

& Vladimir Good _

24 Lithuania AAA Law: Aušra Pakėnienė & Tomas Stanulionis _

25 Macedonia Pepeljugoski Law Office: Professor Dr. Valentin Pepeljugoski 

& Ana Pepeljugoska _

26 Malaysia Tay & Partners: Bee Yi Lim & Wee Liang Lim _

27 Mexico OLIVARES: Alonso Camargo & Daniel Sanchez _

28 Norway Advokatfirmaet Ræder DA: Vebjørn Søndersrød & Trygve Martin Gravdahl _

29 Philippines SyCip Salazar Hernandez & Gatmaitan Law Offices: 

Vida M. Panganiban-Alindogan & Enrique T. Manuel _

30 Poland Sołtysiński Kawecki & Szlęzak: Dr. Ewa Skrzydlo-Tefelska 

& Karol Gajek _

31 Portugal Abreu Advogados: João Veiga Gomes & João Gonçalves Assunção _

32 Slovenia Odvetniki Šelih & partnerji, o.p., d.o.o.: Luka Grasselli & Sanda Šabić _

33 South Africa DM Kisch Inc.: Andrew Papadopoulos & Derek Momberg _

34 Spain ELZABURU: Fernando Ilardia & Luis Baz _

35 Switzerland ThomannFischer: Daniel Plüss _



The International Comparative Legal Guide to: Trade Marks 2014
Country Question and Answer Chapters:
36 Taiwan TIPLO Attorneys-at-Law: J. K. Lin & H. G. Chen _

37 Turkey Baspinar & Partners Law Firm: Gökmen Başpınar & Kaan Gök _

38 United Kingdom Edwards Wildman Palmer LLP: John Olsen & Riecha Sharma

39 Ukraine Vasil Kisil & Partners: Oleksandr Mamunya & Andrey Nikolayenko _

40 USA Edwards Wildman Palmer LLP: Lawrence R. Robins _

41 Uruguay Vanrell Propiedad Intelectual – Abogados: Juan Eduardo Vanrell _

42 Venezuela Antequera Parilli & Rodríguez: María Alejandra Castillo _

43 Vietnam Pham & Associates: Pham Vu Khanh Toan _



WWW.ICLG.CO.UKICLG TO: TRADE MARKS 2014

Chapter

TIPLO Attorneys-at-Law 

Taiwan

1 Relevant Authorities and Legislation

1.1 What is the relevant Taiwanese trade mark authority? 

The relevant trade mark authority is the Taiwan Intellectual

Property Office (TIPO).

1.2 What is the relevant Taiwanese trade mark legislation?

The Taiwan Trademark Act was first enacted and promulgated on

May 6, 1930.

The current Trademark Act was amended and promulgated on June

29, 2011, and became effective on July 1, 2012. 

2 Application for a Trade Mark

2.1 What can be registered as a trade mark?

Any word, device, symbol, colour, three-dimensional shape,

motion, hologram, sound, smell, touch or taste with distinctiveness

or a combination thereof can be registered as a trade mark.

2.2 What cannot be registered as a trade mark?

There is no sign that would be refused registration in Taiwan so

long as it is distinctive enough.

2.3 What information is needed to register a trade mark?

The following information is needed:

A Power of Attorney.

Specification of goods/services sought for registration.

Filing date and application number of the corresponding

priority application (if priority is claimed pursuant to the

corresponding WTO member country's trade mark

application).

A certified copy of the corresponding priority application (if

priority is claimed pursuant to the corresponding WTO

member country's trade mark application).

The date of the first display of the goods or services and the

name of the exhibition (if priority is claimed pursuant to the

exhibition).

Exhibition priority document (if priority is claimed pursuant

to the exhibition).

Five (5) prints (not less than 5cm and not exceeding 8cm in

length and width) of the mark.

2.4 What is the general procedure for trade mark registration?

The trade mark registration procedure and estimated time are

provided below:

The applicant files the application.

It takes about nine (9) months to receive an official decision.

The registration fees must be paid within two (2) months

from the day after the approval decision has been received.

It takes about one (1) month to receive the registration

certificate after the payment of the registration fees.

2.5 How can a trade mark be adequately graphically
represented?

The applicant must submit a trade mark specimen.  If the trade

mark cannot be clearly and completely presented, a trade mark

description, or even a trade mark sample, should be provided in

order to exactly define its scope of right and to facilitate a third

party in recognising the registered trade mark and its scope of

right.

2.6 How are goods and services described?

The goods and services are classified according to the Nice

Classification system.  Most of the class headings will be

considered as too broad/indefinite in meaning to be acceptable for

registration purposes; it is necessary to specify the goods or

services.  It is not permissible to claim “all goods in class…”.

2.7 What territories (including dependents, colonies, etc.) are
or can be covered by a Taiwanese trade mark?

A trade mark registered in Taiwan can only be protected in Taiwan.

2.8 Who can own a Taiwanese trade mark?

Any legal or natural person can own a Taiwanese trade mark.

H. G. Chen

J. K. Lin
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2.9 Can a trade mark acquire distinctive character through
use?

A trade mark can acquire distinctive characters through use.

Generally speaking, it needs at least three (3) years of use and

advertising in Taiwan to acquire distinctive character.

2.10 How long on average does registration take?

It takes at least one (1) year from filing until registration of a trade

mark if there is no objection from the examiner.

2.11 What is the average cost of obtaining a Taiwanese trade
mark?

Effective as from February 1, 2011, the Official Fees for filing a

trade mark application in Taiwan have been amended.  In addition

to attorney fees, the official fees (NT$) for one (1) application in

one (1) class are quoted as below:

Filing Fees

Goods:

NT$3,000.00 if the designated goods are under 20 items; and

NT$200.00 for each additional good if over 20 items.

Services: 

NT$3,000.00; and

NT$500.00 for each additional service if there are over 5 items in a

class; 35 in retail services of special goods.

Registration Fees

NT$2,500.00. 

2.12 Is there more than one route to obtaining a registration in
Taiwan?

Except for filing applications in Taiwan, there is no other route to

obtaining a registration in Taiwan.

2.13 Is a Power of Attorney needed?

A Power of Attorney (simply signed by an authorised person) is

needed.  Neither notarisation nor legalisation is required.

2.14 How is priority claimed?

The following documents and information are needed to claim

priority pursuant to the corresponding WTO member country's

trade mark application:

Filing date and application number of the corresponding

priority application: must be stated at the time of filing the

Taiwanese application.

A certified copy of the corresponding priority application:

must be submitted within three (3) months after the

Taiwanese application is filed; an extension of time to file the

certified copy is not allowed.

The following documents and information are needed to claim

priority pursuant to the exhibition:

The date of the first display of the goods or services and the

name of the exhibition: must be stated at the time of filing the

Taiwanese application.

Exhibition priority document: must be submitted within

three (3) months after the Taiwanese application is filed; an

extension of time to file the priority document is not allowed.

2.15 Does Taiwan recognise Collective or Certification marks?

Taiwan recognises Collective and Certification marks.

A collective trade mark is a sign that serves to indicate goods or

services of a member in an association, society or any other group

which is a juridical person and to distinguish goods or services of

such member from those of others who are not members.

A certification mark is a sign that serves to certify a particular

quality, accuracy, material, mode of manufacture, place of origin or

other matters of another person’s goods or services by the proprietor

of the certification mark and distinguish the goods or services from

those that are not certified.  Only a juridical person, a group or a

government agency which is competent to certify another person’s

goods or services shall be eligible to be an applicant of an

application for registration of a certification mark.

3 Absolute Grounds for Refusal

3.1 What are the absolute grounds for refusal of registration?

The principal absolute grounds for refusal of registration are

provided below:

A trade mark that is non-distinctive.

A trade mark for a good or service which is exclusively

necessary for the goods or services to be functional.

A trade mark which is identical with or similar to the national

flag, national emblem, national seal, military flags, military

insignia, official seals, or medals of the ROC, or the state

flags of foreign countries, or the armorial bearings, national

seals or other state emblems of foreign countries

communicated by any member of the WTO under Paragraph

3 of Article 6ter of the Paris Convention.

A trade mark which is identical with the portrait or name of

Dr. Sun Yat-Sen or of the head of the state.

A trade mark which is identical with or similar to the mark of

a government agency of the ROC or an official exhibition

held thereby, or the medal or certificate awarded thereby.

A trade mark which is identical with or similar to the

armorial bearings, flags, other emblems, abbreviations, and

names, of international intergovernmental organisations or

well-known domestic or foreign institutions undertaking

business for public interests, and hence being likely to

mislead the public.

A trade mark which is identical with or similar to official

signs and hallmarks indicating control and warranty adopted

by the domestic or foreign countries, and being designated to

the identical or similar goods or services.

A trade mark which is contrary to public policy or to

accepted principles of morality.

A trade mark which is likely to mislead the public as to the

nature, quality, or place of origin of the goods or services.

A trade mark which is identical with or similar to a

geographical indication for wines or spirits in the ROC or a

foreign country, and is designated to goods that are identical

with or similar to wines or spirits, where that foreign country

concludes with the ROC an agreement, or accedes to an

international treaty, to which the ROC also accedes, or has

reciprocal recognition with the ROC of protection of

geographical indications for wines or spirits.

A trade mark which is identical with or similar to another

person’s registered trade mark or earlier filed trade mark and
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to be applied for goods or services identical with or similar

to those for which the registered trade mark is protected or

the earlier filed trade mark is designated, and hence there

exists a likelihood of confusion on relevant consumers,

unless the consent of the proprietor of the said registered

trade mark or earlier filed trade mark to the application has

been given and is not obviously improper.

A trade mark which is identical with or similar to another

person’s well-known trade mark or mark, and hence there

exists a likelihood of confusion on the relevant public or a

likelihood of dilution of the distinctiveness or reputation of

the said well-known trade mark or mark, unless the

proprietor of the said well-known trade mark or mark

consents to the application.

A trade mark which is identical with or similar to another

person’s earlier used trade mark and to be applied for goods

or services identical with or similar to those for which the

earlier used trade mark is applied, where the applicant with

the intent to imitate the earlier used trade mark, being aware

of the existence of the earlier used trade mark due to

contractual, regional, or business connections, or any other

relationship with the proprietor of the earlier used trade

mark, files the application for registration, unless the

proprietor of the said earlier used trade mark consents to the

application.

A trade mark which contains another person’s portrait or

well-known name, stage name, pseudonym, or alternative

name, unless the said person consents to the application.

A trade mark which contains the name of a well-known

juridical person, business or any group, and hence there

exists a likelihood of confusion on the relevant public, unless

the said juridical person, business or group consents to the

application.

A trade mark which is an infringement of another person’s

copyright, patent right, or any other right, where a final

judgment of the court has been rendered, unless the said

person consents to the application.

3.2 What are the ways to overcome an absolute grounds
objection?

An absolute grounds refusal can be overcome through argument,

acquired distinctiveness through use, and/or obtaining a letter of

consent.

3.3 What is the right of appeal from a decision of refusal of
registration from the Intellectual Property Office?

A decision can be appealed in its entirety.

3.4 What is the route of appeal?

In disagreement with the TIPO’s decision, an initial appeal

may be filed with the Ministry of Economic Affairs (MOEA)

within 30 days, counting from the next day after the TIPO’s

decision has been received.

In disagreement with the MOEA’s decision, an

administrative suit may be instituted with the Intellectual

Property Court (IPC) within two (2) months, counting from

the next day after the MOEA’s decision has been received.

In disagreement with the IPC’s judgment, an ultimate appeal

may be instituted with the Supreme Administrative Court

within 20 days, counting from the next day after the IPC’s

judgment has been received.

4 Relative Grounds for Refusal 

4.1 What are the relative grounds for refusal of registration?

The principal relative grounds for refusal of registration are

provided below:

A trade mark that is non-distinctive.

A trade mark which is exclusively necessary for the goods or

services to be functional.

A trade mark which is likely to mislead the public as to the

nature, quality, or place of origin of the goods or services.

A trade mark which is identical with or similar to a

geographical indication for wines or spirits in the ROC or a

foreign country, and is designated to goods that are identical

with or similar to wines or spirits, where that foreign country

concludes with the ROC an agreement, or accedes to an

international treaty, to which the ROC also accedes, or has

reciprocal recognition with the ROC of protection of

geographical indications for wines or spirits.

A trade mark which is identical with or similar to another

person’s registered trade mark or earlier filed trade mark

and to be applied for goods or services identical with or

similar to those for which the registered trade mark is

protected or the earlier filed trade mark is designated, and

hence there exists a likelihood of confusion on relevant

consumers.

A trade mark which is identical with or similar to another

person’s well-known trade mark or mark, and hence there

exists a likelihood of confusion on the relevant public or a

likelihood of dilution of the distinctiveness or reputation of

the said well-known trade mark or mark.

A trade mark which is identical with or similar to another

person’s earlier used trade mark and to be applied for goods

or services identical with or similar to those for which the

earlier used trade mark is applied, where the applicant with

the intent to imitate the earlier used trade mark, being aware

of the existence of the earlier used trade mark due to

contractual, regional, or business connections, or any other

relationship with the proprietor of the earlier used trade

mark, files the application for registration.

4.2 Are there ways to overcome a relative grounds objection?

A relative grounds objection can be overcome by argument,

agreement, limiting the specification, applying for a limitation on

the mark of some kind, a letter of consent, and/or invalidating the

earlier mark.

4.3 What is the right of appeal from a decision of refusal of
registration from the Intellectual Property Office?

A decision can be appealed in its entirety.

4.4 What is the route of appeal?

In disagreement with the TIPO’s decision, an initial appeal

may be filed with the MOEA within 30 days, counting

from the next day after the TIPO’s decision has been

received.

In disagreement with the MOEA’s decision, an

administrative suit may be instituted with the Intellectual

Property Court (IPC) within two (2) months, counting

from the next day after the MOEA’s decision has been

received.
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In disagreement with the IPC’s judgment, an ultimate appeal

may be instituted with the Supreme Administrative Court

within 20 days, counting from the next day after the IPC’s

judgment has been received.

5 Opposition

5.1 On what grounds can a trade mark be opposed?

The principal grounds for opposition are given as below:

A trade mark that is non-distinctive.

A trade mark which is exclusively necessary for the goods or

services to be functional.

A trade mark which is likely to mislead the public as to the

nature, quality, or place of origin of the goods or services.

A trade mark which is identical with or similar to a

geographical indication for wines or spirits in the ROC or a

foreign country, and is designated to goods that are identical

with or similar to wines or spirits, where that foreign country

concludes with the ROC an agreement, or accedes to an

international treaty, to which the ROC also accedes, or has

reciprocal recognition with the ROC of protection of

geographical indications for wines or spirits.

A trade mark which is identical with or similar to another

person’s registered trade mark or earlier filed trade mark and

to be applied for goods or services identical with or similar

to those for which the registered trade mark is protected or

the earlier filed trade mark is designated, and hence there

exists a likelihood of confusion on relevant consumers.

A trade mark which is identical with or similar to another

person’s well-known trade mark or mark, and hence there

exists a likelihood of confusion on the relevant public or a

likelihood of dilution of the distinctiveness or reputation of

the said well-known trade mark or mark.

A trade mark which is identical with or similar to another

person’s earlier used trade mark and to be applied for goods

or services identical with or similar to those for which the

earlier used trade mark is applied, where the applicant with

the intent to imitate the earlier used trade mark, being aware

of the existence of the earlier used trade mark due to

contractual, regional, or business connections, or any other

relationship with the proprietor of the earlier used trade

mark, files the application for registration.

5.2 Who can oppose the registration of a Taiwanese trade
mark?

Anyone can oppose the registration of a Taiwanese trade mark.

5.3 What is the procedure for opposition?

The opposer files opposition.

The TIPO notifies the trade mark registrant to submit a

defence within a certain time limit (normally 30 days).

The trade mark registrant submits a defence.

The TIPO notifies the opposer to submit supplementary

opposition reasons within a certain time limit (normally 30

days).

The TIPO issues a decision. 

The opposition is finalised if no appeal is filed.

6 Registration

6.1 What happens when a trade mark is granted registration?

The registration fees must be paid within two months from the day

after the approval decision has been received.  The trade mark will

be registered and published after payment of the registration fees,

and a registration certificate will then be issued.

6.2 From which date following application do an applicant’s
trade mark rights commence?

Trade mark rights in Taiwan commence from the date of

registration.

6.3 What is the term of a trade mark?

The term of a trade mark is ten (10) years.

6.4 How is a trade mark renewed?

Renewal will be granted upon filing of a renewal application and

payment of the official fees.

In addition to attorney fees, the official fees for one (1) application

for the renewal of one (1) registration are NT$4,000.00.

The renewal application shall be made within six (6) months before

the expiration of its period.  However, twice the official fees shall

be paid if the renewal application is filed within six (6) months after

the expiration of the period.

7 Registrable Transactions

7.1 Can an individual register the assignment of a trade
mark?

An assignment of a trade mark shall be recorded with the TIPO.

For recordal of assignment, the following documents are needed:

a Power of Attorney of the Assignee: to be simply signed by

an authorised person; and

a Deed of Assignment signed by the parties (a copy of the

assignment is acceptable).

7.2 Are there different types of assignment?

A partial assignment is possible for certain goods or services and a

trade mark can be assigned with or without the goodwill.

7.3 Can an individual register the licensing of a trade mark?

A licence of a trade mark shall be recorded with the TIPO.

A licence agreement is no longer required for filing a licence

application if the application is filed by the registrant.  

A copy of the licence agreement signed by the parties is acceptable

if the licence application is filed by the licensee.

7.4 Are there different types of licence?

A registered trade mark may be licensed by the proprietor,

exclusively or non-exclusively, for all or some of the designated
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goods or services for which it is registered and for a particular

locality.

7.5 Can a trade mark licensee sue for infringement?

Only an exclusive licensee is entitled, within the scope of the

licence, to bring infringement proceedings in his/her own name

unless otherwise prescribed in a licensing contract.

7.6 Are quality control clauses necessary in a licence?

Quality control clauses are not necessary in a licence.

7.7 Can an individual register a security interest under a trade
mark?

A creation, change, or extinguishment of a security interest made by

a trade mark right holder shall be recorded by the TIPO.

A description of the security interest signed by the parties is

acceptable.

7.8 Are there different types of security interest?

There are no different types of security interest.

8 Revocation

8.1 What are the grounds for revocation of a trade mark?

The principal grounds for revocation are provided below:

Where the trade mark is altered by the proprietor in different

forms in which it was registered or supplemented with

additional notes whereby the trade mark is identical with or

similar to another person’s registered trade mark in relation

to goods or services which are identical with or similar to

those for which another person’s registered trade mark is

designated, and hence there exists a likelihood of confusion

on relevant consumers.

Where the trade mark has not yet been put to use or such use

has been suspended for a continuous period of not less than

three years without proper reasons for non-use.

Where the trade mark has become the generic mark or term,

or common shape for the designated goods or services.

8.2 What is the procedure for revocation of a trade mark?

The petitioner files revocation petition.

The TIPO notifies the trade mark registrant to submit a

defence within a certain time limit (normally 30 days).

The trade mark registrant submits a defence.

The TIPO notifies the petitioner to submit supplementary

revocation reasons within a certain time limit (normally 30

days).

The TIPO issues a decision.

The revocation is finalised if no appeal is filed.

8.3 Who can commence revocation proceedings?

Anyone can commence revocation proceedings.

8.4 What grounds of defence can be raised to a revocation
action?

The use of a trade mark connotes the utilisation for marketing

purposes of a trade mark on goods, services or relevant articles

thereof, or the utilisation through the means of two-dimensional

graphics, audio and visual digitisations, electronic media, or other

mediums to sufficiently make relevant consumers recognise it as

a trade mark.  Fact proving the use of a trade mark presented by

the trade mark right holder shall comply with the general practice

of trade. 

Use in a form not as registered can be considered genuine use if its

identity remains the same according to general social concept.

8.5 What is the route of appeal from a decision of revocation?

In disagreement with the TIPO’s decision, an initial appeal

may be filed with the MOEA within 30 days, counting from

the next day after the TIPO’s decision has been received.

In disagreement with the MOEA’s decision, an

administrative suit may be instituted with the Intellectual

Property Court (IPC) within two (2) months, counting from

the next day after the MOEA’s decision has been received.

In disagreement with the IPC’s judgment, an ultimate appeal

may be instituted with the Supreme Administrative Court

within 20 days, counting from the next day after the IPC’s

judgment has been received.

9 Invalidity

9.1 What are the grounds for invalidity of a trade mark?

The principal grounds for invalidation are provided below:

A trade mark that is non-distinctive.

A trade mark which is exclusively necessary for the goods or

services to be functional.

A trade mark which is likely to mislead the public as to the

nature, quality, or place of origin of the goods or services.

A trade mark which is identical with or similar to a

geographical indication for wines or spirits in the ROC or a

foreign country, and is designated to goods that are identical

with or similar to wines or spirits, where that foreign country

concludes with the ROC an agreement, or accedes to an

international treaty, to which the ROC also accedes, or has

reciprocal recognition with the ROC of protection of

geographical indications for wines or spirits.

A trade mark which is identical with or similar to another

person’s registered trade mark or earlier filed trade mark and

to be applied for goods or services identical with or similar

to those for which the registered trade mark is protected or

the earlier filed trade mark is designated, and hence there

exists a likelihood of confusion on relevant consumers.

A trade mark which is identical with or similar to another

person’s well-known trade mark or mark, and hence there

exists a likelihood of confusion on the relevant public or a

likelihood of dilution of the distinctiveness or reputation of

the said well-known trade mark or mark.

A trade mark which is identical with or similar to another

person’s earlier used trade mark and to be applied for goods

or services identical with or similar to those for which the

earlier used trade mark is applied, where the applicant with

the intent to imitate the earlier used trade mark, being aware

of the existence of the earlier used trade mark due to

contractual, regional, or business connections, or any other
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relationship with the proprietor of the earlier used trade

mark, files the application for registration.

9.2 What is the procedure for invalidation of a trade mark?

The petitioner files an invalidation petition.

The TIPO notifies the trade mark registrant to submit a

defence within a certain time limit (normally 30 days).

The trade mark registrant submits a defence.

The TIPO notifies the petitioner to submit supplementary

invalidation reasons within a certain time limit (normally 30

days).

The TIPO issues a decision.

The invalidation is finalised if no appeal is filed.

9.3 Who can commence invalidation proceedings?

Only an interested party can commence invalidation proceedings.

9.4 What grounds of defence can be raised to an invalidation
action?

The main grounds of defence may include:

Non-similarity between two parties’ trade marks.

No likelihood of confusion in the case.

The cited mark is not well-known in Taiwan in the case that

the invalidation action is based on the well-known status of

the cited mark.

The disputed mark is not filed in bad faith.

The disputed mark is inherently distinctive or has acquired

distinctiveness through use.

9.5 What is the route of appeal from a decision of invalidity?

In disagreement with the TIPO’s decision, an initial appeal

may be filed with the MOEA within 30 days, counting from

the next day after the TIPO’s decision has been received.

In disagreement with the MOEA’s decision, an

administrative suit may be instituted with the Intellectual

Property Court (IPC) within two (2) months, counting from

the next day after the MOEA’s decision has been received.

In disagreement with the IPC’s judgment, an ultimate appeal

may be instituted with the Supreme Administrative Court

within 20 days, counting from the next day after the IPC’s

judgment has been received.

10 Trade Mark Enforcement

10.1 How and before what tribunals can a trade mark be
enforced against an infringer?

The Taiwan Intellectual Property Court (the Taiwan IP Court) has

jurisdiction over all IP-related actions in Taiwan.  In the occurrence

of trade mark infringement, a trade mark right holder may initiate a

civil action against a suspected trade mark infringer with the Taiwan

IP Court to seek infringement removal and damages.  Alternatively,

the trade mark right holder may file a criminal complaint alleging

trade mark infringement against the suspected infringer with the

district prosecutor’s office that has jurisdiction in the place where

the suspected infringer has his/her domicile or where he/she

commits the alleged trade mark infringement.  After the prosecutor

indicts the suspected infringer and the district court passes a

judgment on the trade mark infringement case, the prosecutor, the

complainant (by requesting the prosecutor), or the suspected

infringer who is not satisfied with the judgment may appeal the case

to the criminal tribunal of the Taiwan IP Court in the second

instance, and the trade mark right holder may initiate an incidental

civil action during the trial proceedings after the prosecutor’s

indictment.  Under the Intellectual Property Case Adjudication Act,

the judge will hear and decide on the criminal action and the

incidental civil action at the same time.  

10.2 What are the pre-trial procedural stages and how long
does it generally take for proceedings to reach trial from
commencement?

In Taiwan, instead of the pre-trial discovery regime adopted in the

US and Europe, the preparatory proceedings should go first, before

the parties in a civil action with respect to a trade mark infringement

present their arguments on substantive issues in the oral argument

sessions after the civil action moves to the proceedings at the

district court.  The preparatory proceedings usually take around a

time frame of 3-5 months, during which period the judge would first

examine if the required procedural formalities are met and the

parties should submit their respective arguments or move for

investigation on evidence.  The judge would compile and list the

disputed issues on the case.  

In a criminal action in regard to a trade mark infringement, the court

would issue a notice requesting the court appearance of the

defendant and the prosecutor (or complainant) for preparatory

proceedings and the judge would compile the important issues on

the substantive issues and evidence presented by the parties,

provide opinions with respect to the admissibility of evidence

presented by the parties, and decide to deny/accept motion(s) for

investigation on evidence.  Likewise, the preparatory proceedings

for a criminal action would take around 3-5 months.  

10.3 Are (i) preliminary and (ii) final injunctions available and if
so on what basis in each case?

Yes, preliminary injunctions and final injunctions are available in

Taiwan.  

(a) A preliminary injunction is granted if the claimant can show

that an injunction is necessary to prevent material harm or

imminent danger or other similar circumstances.  The factors

generally considered by the court to determine whether a

preliminary injunction is warranted include (i) likelihood of

success on the merits of the case (both invalidity and

infringement would be considered), (ii) if the claimant would

suffer irreparable harm absent an injunction, (iii) balance of

interests between both parties, and (iv) impact on the public

interest.

(b) Final injunctions are typically granted if the claimant is

successful at trial in establishing that (i) the trade mark is

infringed (trade mark similarity and likelihood of confusion),

and (ii) the defendant is currently engaging in infringing

activities or is likely to engage in infringing activities in the

future.

10.4 Can a party be compelled to provide disclosure of
relevant documents or materials to its adversary and if so
how?

Yes, a party in a civil action may move the court to order the

opposing party to produce documentary evidence in the opposing
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party’s possession.  The motion must specify the relationship

between such documentary evidence and the disputed fact to be

proved, as well as the legal ground for the opposing party’s duty to

produce such documents or materials.  Under the Code of Civil

Procedure, a party has the duty to disclose (a) documents that such

party has made reference to in the course of the proceedings, (b)

documents which the other party may require the delivery or

inspection pursuant to applicable laws, (c) documents which were

made for the interest of the other party, (d) commercial accounting

books, and (e) documents which were made in respect of matters

relating to the action (the party may refuse to produce such

documents on the grounds of privacy or trade secrets).  

10.5 Are submissions or evidence presented in writing or orally
and is there any potential for cross-examination of
witnesses?

In a criminal action for trade mark infringement, in principle,

arguments or written statements made out of court by any person

other than the defendant of an action cannot be taken as evidence,

unless they are made by such a person being cross-examined in

court.  Any person who testifies by providing arguments or written

statements before the judge should be ordered to make an affidavit

and any false statements given by such a person will be considered

perjury as defined by the Taiwan Criminal Code.  

In a civil action for trade mark infringement, either party may

introduce a desired witness(es) or produce evidence in written form

and also move for the judge to conduct a necessary examination of

the witness(es) or conduct such examination himself/herself after

informing the judge.  

10.6 Can infringement proceedings be stayed pending
resolution of validity in another court or the Intellectual
Property Office?

No, Article 16 of the Taiwan Intellectual Property Case

Adjudication Act requires that the court may not suspend or stay the

proceedings pending resolution of validity in TIPO or the

Administrative Court.

10.7 After what period is a claim for trade mark infringement
time-barred?

The civil claim for trade mark infringement is time-barred after a two-

year period from the time when the patent owner becomes aware of

the infringement and the infringer, or a ten-year period from the time

when the infringement takes place, whichever expires earlier.

10.8 Are there criminal liabilities for trade mark infringement?

Yes, there are criminal liabilities for trade mark infringement in

Taiwan.  

Any person who commits any of the following acts, in the course of

trade and without the consent of the proprietor of a registered trade

mark or collective trade mark, shall be liable to imprisonment for a

period not exceeding three years and/or a fine not exceeding

NT$200,000:

(1) using a trade mark which is identical with the registered trade

mark or collective trade mark in relation to goods or services

which are identical with those for which it is registered;

(2) using a trade mark which is identical with the registered trade

mark or collective trade mark and used in relation to goods

or services similar to those for which the registered trade

mark or collective trade mark is designated, and hence there

exists a likelihood of confusion on relevant consumers; or

(3) using a trade mark which is similar to the registered trade

mark or collective trade mark and used in relation to goods

or services identical with or similar to those for which the

registered trade mark or collective trade mark is designated,

and hence there exists a likelihood of confusion on relevant

consumers.  (Article 95 of the Trademark Act.)

Any person who knowingly sells or, due to an intent to sell,

possesses, displays, exports, or imports infringing goods shall be

liable to imprisonment for a period not exceeding one year and/or a

fine not exceeding NT$50,000; same penalties shall also apply to

acts performed through electronic media or on the internet.  (Article

97 of the Trademark Act.)

10.9 If so, who can pursue a criminal prosecution?

The trade mark owner and/or the exclusive licensee who registers

the licence with the TIPO can bring a criminal action against the

infringer(s).

10.10 What, if any, are the provisions for unauthorised threats
of trade mark infringement?

Any trade mark right holder who inappropriately issues warning

letters to any other persons alleging that his/her competitors have

infringed his/her trade mark right should constitute improper use of

a trade mark right.  Any violator of the Taiwan Fair Trade Act by the

act of improperly using his/her trade mark right and thus impeding

fair competition shall be punished by imprisonment for no more

than 2 years, detention, or in lieu thereof or in addition thereto, a

fine of no more than NT$50,000,000, where the violator is ordered

by the central competent authority to cease or rectify his/her

conduct within a prescribed time period and fails to do what is

ordered within the said time period.  

11 Defences to Infringement

11.1 What grounds of defence can be raised by way of non-
infringement to a claim of trade mark infringement?

A suspected trade mark infringer may allege non-infringement by

raising the following grounds as defence: (1) the allegedly infringed

mark should be cancelled or revoked; (2) the allegedly infringing

mark is not identical or similar to the allegedly infringed mark and

is unlikely to cause confusion; (3) the allegedly infringing mark is

not used as a trade mark; or (4) the allegedly infringing mark is not

used for marketing purposes.  

11.2 What grounds of defence can be raised in addition to
non-infringement?

In addition to a non-infringement allegation, the suspected infringer

may assert that: (a) he/she properly uses the mark in dispute and

should be free from the capacity of the allegedly infringed trade mark

right in the following circumstances where: (i) he/she indicates

his/her own name, or the term, shape, quality, nature, characteristic,

intended purpose, place of origin, or any other description in relation

to his/her own goods or services, in accordance with honest practices

in industrial or commercial matters but does not use the mark in

dispute as a trade mark; (ii) he/she uses the mark in dispute where it
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is necessary for the goods or services to be functional; (iii) he/she

uses, on bona fide intent and prior to the filing date of the registered

trade mark, an identical or similar mark on goods or services identical

with or similar to those for which the registered trade mark is

protected, provided that the use is only on the original goods or

services and the proprietor of the registered trade mark is entitled to

request the party who uses the trade mark to add an appropriate and

distinguishing indication; or (iv) goods have been put on the domestic

or foreign market under a registered trade mark by the proprietor or

with the proprietor’s consent, and the proprietor is not entitled to

claim trade mark rights on such goods, unless such claim is to prevent

the condition of the goods having been changed or impaired after

they have been put on the market or unless there exist other legitimate

reasons; (b) no damages should be awarded because the suspected

infringer lacks the subjective intention or negligence on which an

award of damages must be based; or (c) the plaintiff’s claim was

time-barred (see the answer to question 10.7).

12 Relief

12.1 What remedies are available for trade mark infringement?

In Taiwan’s IP protection regime, filing a criminal complaint

asserting trade mark infringement is one of the available remedies

for a trade mark right holder.  Seized counterfeit items will be

confiscated and destroyed after the judge confirms and sustains, by

a decision, the occurrence of the alleged trade mark infringement.

A civil action serves as another remedy, by which a trade mark right

holder may seek injunction, removal of infringement,

compensation, and destruction of seized counterfeits.  

12.2 Are costs recoverable from the losing party and if so what
proportion of the actual expense can be recovered?

For initiating a civil action regarding trade mark infringement, the

plaintiff should first pay litigation expenses to the court, and the

losing party should bear the litigation expenses upon conclusion of

the case.  In other words, the winning party may request the losing

party to bear litigation expenses.  Where the parties each win the case

in part, the court may, in its discretion, order the parties to bear the

litigation expenses in a certain proportion or a particular party alone

to bear them, or order both parties to bear their litigation expenses

that have been incurred to them respectively.  In addition, the parties

each should bear their attorney’s fee incurred to them respectively,

unless the court determines that the losing party should bear the

attorney’s fee incurred in the third instance proceedings.  

13 Appeal

13.1 What is the right of appeal from a first instance judgment
and is it only on a point of law?

In the criminal aspect of the trade mark infringement action, the

complainant may seek an appeal as well by filing a motion with the

prosecutor’s office for the prosecutor to take an appeal if he/she

finds the judgment unjustifiable.  The second instance judgment

will be, however, the final judgment with binding effects on the

trade mark infringement action.  That is to say, neither the

prosecutor nor the defendant will be allowed to bring the criminal

case to a third instance trial.  

In the civil action, either party may appeal the district court

judgment to the High Court should they find the judgment

unjustifiable.  The matter may be brought to the Supreme Court, the

court of third instance, if the value of claim meets the NT$1.65

million threshold.  An appeal taken to the Supreme Court must be

based on point of law.

13.2 In what circumstances can new evidence be added at the
appeal stage?

The parties in a trade mark infringement action may present

arguments, materials and/or introduce (new) evidence in due course

during the relevant proceedings or the court may deny those

presented by reason of obstruction of proceedings.  Furthermore, as

the third instance court is to examine judicial and only judicial

issues, neither party is to present a new argument or introduce

evidence of any kind during the third instance proceedings.

14 Border Control Measures

14.1 What is the mechanism for seizing or preventing the
importation of infringing goods or services and if so how
quickly are such measures resolved?

The trade mark right holder or its authorised agent may file the

request for recording its trade mark(s) with the Customs Authority

with the material on the key points to identify a counterfeit.  The

Customs Authority will withhold the shipment of suspected

counterfeits declared for export or import based on the relevant

recordation data.  The Customs Authority shall give a notice to the

right holder of the said trade mark and the importer/exporter, and

specify a period for the right holder to come to the Customs

Authority to identify the existence/non-existence of an

infringement and furnish proof of the infringement and also for the

importer/exporter to furnish proof of non-infringement.  If the result

of the authenticity examination performed by the trade mark holder

(or its authorised agent) shows the sample examined is counterfeit

and the importer/ exporter is unable to produce the authorisation

letter or any evidence of non-infringement, the shipment will be

detained.  After the Customs Authority has detained the suspected

articles or suspended release of such articles, it shall inform the

right holder, upon the right holder’s request, of the names and

addresses of the importer/exporter, the consignor/consignee, and

the quantity of the suspected articles, in which case, the trade mark

holder may initiate a trade mark infringement action against the

importer/exporter  with a claim for damages.

It should be noted that the Customs Authority’s request for an

authenticity examination must be answered in a working day from

receiving a notice from the Customs Authority and the assessment

report confirming the shipment to be counterfeit issued by the right

holder or its authorised agent should be provided to the Customs

Authority within 3 working days.  Once the right holder confirms

the shipment as counterfeit to the Customs Authority, the shipment

will be detained immediately.

15 Other Related Rights

15.1 To what extent are unregistered trade mark rights
enforceable in Taiwan?

Unregistered trade marks that are commonly known to relevant

enterprises or consumers are eligible for right protection under

the Taiwan Fair Trade Act in case they are used in the same or
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similar manner so as to cause confusion with the goods of

another.  Advertisements published in Taiwan and figures with

respect to sales volume and market share, etc. for the past 2-3

years shall be presented for seeking Fair Trade Act protection.  

15.2 To what extent does a company name offer protection
from use by a third party?

No company may use a company name identical with that of

another company.  Where two companies’ company names

contain any word that may specify their different business

categories, such company names shall not be considered identical

with each other.  A company name can be used exclusively by its

owner once it has been approved by and registered at the

competent authority.  Anyone can initiate a civil action with the

court or file a complaint with the Fair Trade Commission against

the use of his/her company name by a third party in the same or

similar manner without his/her prior consent to seek remedy and

protection by asserting the third party’s violation of the Fair

Trade Act.  

15.3 Are there any other rights that confer IP protection, for
instance book title and film title rights?

Registered trade marks are eligible for protection under the Trademark

Act.  In addition, Fair Trade Act protection is also conferred on

unregistered trade marks, containers, packaging, or appearance of

goods or any other symbol that represent the goods of any person.  An

enterprise should be held in violation of the Taiwan Fair Trade Act for

having any deceptive or obviously unfair conduct that is able to affect

trading order by taking a free ride on any other person’s goodwill, such

as the act of using the appearance of goods that is identical or similar

to that of another recognised by relevant enterprises or consumers and

thus causing confusion, or by the act of plagiarising any other person’s

book title that is able to affect trading order.  

16 Domain Names

16.1 Who can own a domain name?

Anyone can own a domain name after completing the due course of

registration.  

16.2 How is a domain name registered?

A registrant may apply with the Registrar, such as TWNIC, for

registering the domain name he/she selects and for paying the

annuity.  

16.3 What protection does a domain name afford per se?

No-one can repeat the registration of any registered domain names.  

Where any registrant’s domain name is identical or similar to any

other person’s registered trade mark(s) and the registrant has no

rights or legitimate interests in respect of the said domain name

and has registered the said domain name in bad faith, such a

person may act as a complainant to file a complaint with the

dispute-resolution provider.  The registration of the registrant’s

said domain name will be cancelled or transferred to the

complainant after the dispute-resolution provider decides in

favour of the complainant.  

17 Current Developments

17.1 What have been the significant developments in relation
to trade marks in the last year?

A proprietor of a registered trade mark is entitled to demand a

person who infringes his/her trade mark right to stop such

infringement (the 1st paragraph of Article 69 of the Taiwan

Trademark Act) and to pay damages (the 3rd paragraph of Article

69 of the Taiwan Trademark Act).  Practically, in an action

initiated by a trade mark proprietor with the Taiwan IP Court to

claim for infringement removal and damages payment, the two

claims should be considered related to each other in a

primary/secondary relationship, and therefore, the value of the

two claims should not be combined (in which circumstance the

court cost should be calculated and determined based on the

value of the claim with the highest value as provided by the 2nd

paragraph of Article 77-2 of the Taiwan Code of Civil Procedure

and as held in the Taiwan Supreme Court’s ruling under docket

(97) Tai-Kang-Zi No. 792 [2008]).  The foregoing practice has

changed since March 19, 2013, when the Taiwan Supreme

Court’s civil court reached a No. 2 resolution in the 3rd civil

court meeting that the claim value in an action asserting multiple

claims should be the total value of all claims combined and the

new resolution was also practised in the Taiwan Supreme Court’s

civil ruling under docket (102) Tai-Kang-Zi No. 317 [2013]

(summary of the civil ruling provided below).  That is to say, a

trade mark proprietor who initiates an action for seeking

infringement removal and damages payment will have a heavier

burden to pay the court cost which is calculated and determined

based on the total value of all claims combined.

17.2 Are there any significant developments expected in the
next year?

According to the subparagraph 11, 1st paragraph of Article 30 of the

Trademark Act, a mark is unregistrable if it is identical with or

similar to a well-known mark and hence there exists a likelihood of

confusion to the relevant public or a likelihood of dilution of the

distinctiveness or reputation of the well-known mark.  Shall the

extent of fame of a well-known mark provided in the first sentence

of the said provision be separately defined from that of one

provided in the last sentence of the same provision? 

The Supreme Administrative Court holds in its 101-Pan-Zi No.

47 and No. 48 decisions of January 12, 2012, that well-known

marks, given their fame and exposure, are easily preyed upon by

unauthorised users and infringers and so they need special

protection from dilution or diminution of their distinctiveness.

As long as a mark is duly determined as a well-known mark,

there is no need to establish the extent of its fame.  This same

holding is repeated in the IP Court’s decision of October 18,

2013, on case 102-Xing-Shang-Gong-(1)-Zi No. 2, where the IP

Court holds that with the legal term well-known mark meaning

one and the same in the same provision, defining it differently

from one sentence to the other of the same provision contravenes

the jurisprudential principle of systemic legal interpretation.  

Notwithstanding, the IP Court holds differently in the most recent

decision on case 102-Xing-Shang-Gong-(1)-Zi No. 3 (entered

January 2, 2014).  In said decision, finding existence of the

likelihood of causing confusion to the public is not a prerequisite of

protection from dilution, which means the protection granted under

the last sentence of the Trademark Act provision in issue is wider in

scope than that under the first sentence, the IP Court holds that a
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well-known mark seeking protection from dilution must have

higher fame than those for finding of likelihood of causing

confusion and this construction is reasoned based on the legislative

purpose of said provision.

The above said most recent IP Court decision is not yet final with

binding effects.  The Supreme Administrative Court shall have

the final say on the interpretation of the said Trademark Act

provision. 

17.3 Are there any general practice or enforcement trends that
have become apparent in Taiwan over the last year or
so?

Criminal liabilities to be imposed on infringers in accordance with

the Taiwan Trademark Act will produce more impeding and

intimidating effects.  Therefore, in common practice, filing a

criminal complaint asserting the infringer’s trade mark

infringement is usually the trade mark right holder’s first step to

take.  Thereafter, the trade mark right holder will provide assistance

in police raid action for having the suspected counterfeits seized.

Further, the trade mark right holder may choose to bring an

incidental civil action after the prosecutor indicts the infringer and

the matter is brought to the district court for trial on the criminal

aspects of the matter, for seeking infringement removal and

damages.  Under the Intellectual Property Case Adjudication Act,

the judge will hear and decide on the criminal action and the

incidental civil action at the same time. 

Moreover, where the Customs Authority finds any

imported/exported shipment that is likely to involve infringing

goods, it would notify the trade mark right holder and

importer/exporter and the trade mark right holder should, within a

given time, produce any evidence proving the existence of the

infringement, by which the Customs Authority will suspend the

release of such shipment in accordance with the laws and refer the

matter to the district prosecutor’s office that has jurisdiction for

investigation.  According to the amended Trademark Act, the trade

mark right holder may request the Customs Authority to provide the

information with respect to the importer/exporter of such shipment

and quantity of the suspected goods.  Such information will facilitate

the trade mark right holder to exercise his/her trade mark right.  
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