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Example work 1

Name and brief
description of
case/portfolio:
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A company challenged anonymously the validity of a patent on a
voice control method and device, which patent is owned by our
client, an E-commerce group based in the PRC. Taiwan IPO
dismissed the invalidation action request, which dismissal
became conclusive and final with no dispute from the anonymous
challenger and our client’s patent stands still.

IP advisers from
your firm
involved:

PR R/ SR ET

PSCZE /SR

PRiGZE A

J. K. Lin, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
CHEN You-Tse, Certified Patent Attorney

Other IP firms

N/A

involved:
Date(s) 2019.07 : ygtesaas
2019.09 * 2 = HEREETH(—)
2022.01 * 23 A\fes e (—)
2022.03 : fE EHEEHERE ()
2022.05 : EHEFIFRER AL FIE
Timeline: --
Jul. 2019: Challenger filed the request for invalidation action.
Sep. 2019: Client answered with a written statement filed,
Statement (l).
Jan. 2022: Challenger supplemented reasons (I) for its request
for invalidation action.
Mar. 2022: Client presented written statement (Il) in response.
May 2022: Taiwan IPO decided and denied the invalidation
action request.
Why was it L SPEAIGHIN— CAECAHATLE | ST
mportant? NG SR Ptk R FE N S Rl i




TP

Armmoya at Iﬂu.,

TR EBE AT ER

HERESE » PHI G BN 2 28NS A S - MEEEN:
2. REZEaH R —sEEHILIA ﬁﬂﬁ&i%mBMEE*%%
AT REAE IR L E BB A TRE S s — Al
FYIEIR - S REAEREDR RS R (E I & FE YIRS - AR SRR flash
TTHERE NI -

3. MAREMAD  HRHAFEFHEMREEACHER 122
SHEPTIEER - DRI AT RS (5rE b 5 IR 58 SRR 5 [ P a BE 1Y
Refrrtel > HLE S P AR IR I - SCEARE AR
SRR IR ORIEZ 5 - B RRAE EEHEIABH
FEEIT S ~ BaE A E e E A e R suE - H S IE1R 55 KA
1-22 5Re R B IERT Z 2 H Y » UK E B B E IR R A S
ZFHEREAEE > MAESTRE -

4. U5 > HF IS S A MR At R 15
s ERFIARME - IR - AP RILALE Rl Ua 0 5 EH 2+ BRI R 5 56
FEEATRETHRARIDIRY - AF Ry VR B R -
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1. The patent in issue is an invention on a voice control method
and device. The challenger has targeted each of the claims of
the patent which has been challenged nowhere else in the world.
It is therefore believed that the relevant market in Taiwan is
extremely important to the challenger.

2. The voice control method claimed of our client’s patent
features a crucial three-step procedure the execution of which
enables the voice assistant to accurately, rapidly complete the
task at the user's command while operating as the general portal
for the user to conduct voice interaction thereby delivering better
results over prior arts

3. Inthis case, as obviously the technical feature of the patent
challenged has been disclosed by the combination of prior arts 1
and 2 cited, we recommended and successfully assisted our
client in amending the claim challenged during the proceeding.
With the amendment, the patent not only bypasses the technical
feature disclosed by the prior arts but also has its distinctive
technical feature highlighted as a whole. The Taiwan IPO
granted the amendment sought for holding that (a) the
amendment as proposed stretches nothing in excess of the scope
of the disclosure made in the specification, the claim and/or the
drawings, (b) the post-amendment claims 1 through 22 can serve
still the original purpose the invention is intended to serve, and (c)
the scope of the patent as was at the time of its publication is
neither substantially broadened nor changed as a result of the
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amendment proposed.

4. Also, building on the fact that the inventive step test of a

computer software patent is distinctively characterized as
opposed to the same test of arts of other technical fields, we
emphasized the unexpected performance of the patent
challenged to defend its inventive step over the cited prior arts.

5. During the proceeding of the challenge of our client’s patent,

the Taiwan IPO announced (in July 2021) to put in place the latest

revision to the Examination Guidelines for Computer Software
Patent Applications, which revision provides, among others,
additional tests with respect to the inventive step requirement.
For this case, the Examination Guidelines applicable at the time
of the filing of the patent application should be adopted but the
examiner tested the invalidation action request by reference to

the spirit of the new amendment and determined the challenge in
favour of the patentee.

The challenged was held untenable and dismissed by the Taiwan

IPO in May 2022 and our client’s patent stands. The challenger
did not dispute the dismissal, meaning Taiwan IPO’s decision is
conclusive and final and our client’s patent stands.

Example work 2

Name and brief
description of
case/portfolio:
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A Taiwanese glass cookware maker sought for the invalidation

of an invention patent owned by a Finnish fellow member in the
industry (hereinafter “Case 1”). We represented the patentee

in Case 1 and successfully defended the validity of the patent
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challenged. The challenger appealed and the MOEA Appeal
Board upholding Taiwan IPO's decision dismissed challenger’s
appeal. The challenger then brought the matter to the IP
Court but in vain. The challenger appealed to the SAC where
the IP Court’s decision is sustained and Taiwan IPO’s decision
dismissing challenger’s invalidation action request became
conclusive and final.

The challenger at the same time sought for the invalidation of
another claim of the same patent (“Case 2”), which invalidation
action request was dismissed as well. The challenger
appealed and the MOEA Appeal Board dismissed the appeal.
The challenger then filed administrative action only to see its
action dismissed by the IP Court. The challenger appealed its
case to the SAC and the appeal is pending the SAC'’s decision.
In the meantime, the challenger filed a third request seeking to
have still another claim of the same patent owned by our client
invalidated (“Case 3”) and the invalidation action request is
pending decision by the Taiwan IPO.

IP advisers from
your firm
involved:

PR AT/ SR E

5% Qe =TT Sl

gt EAMEA

J. K. Lin, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
HUANG Zhong-Mo, Patent Attorney

Other IP firms
involved:

N/A

Date(s)

2014.05 : HEHEALERZE(NOL)

2014.06 : fEEWEEERE (—) (NO1)
2014.11 : B¢ A FEf o (—) (NO1)
2015.11 : R EHEREEER(T) (NO1)
2016.07 : £k \FEf A A () (NO1)
2016.08 : fE EHFEEEEH(=) (NO1)
2016.12 : 3k \FEf A A (=) (NO1)
2016.12 : fE EHFEIEEER(Y) (NO1)
2017.06 : FEEHEFEARIL(NOL)
2017.12 : FFEFE#ZELE(NOL)

2018.01 - HEak A 2 ALTEST(NOL)
2018.06 : FE LGS —BHRE(NOL)
2018.06 : £ LS —BHRE(NOL)
2018.07 : FEALGIEEFESF(NOL)
2018.08 : #&E A M= T BUARPTEEE LEF(NOL)
2018.08 : HLILELEEEE(NO2)

2018.12 : {2 EHEREEEH(—) (NO2)
2019.07 : {2 EHEREZEEH(T) (NO2)
2019.08 : FEEHEE AR IL(NO2)
2019.01 : FFEEHELEI(NO2)

2020.02 : Fm=m TECAREL A _FEF(NOL)
2020.02 : B3¢ A [a B EALTEEF(NO2)
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2021.05 © % EE R L FF(NO2)

2021.07 : 8% A\ mmETEUAbHHE EFF(NO2)

2021.12 : YrEZHEEEEE(NO3)

2021.03 * £ 2 HEREEE () (NO3)

2021.04 © 22 ¢EREE () (NO3)

Timeline: --

May 2014: Challenger field invalidation action request. (Case
1)

Jun. 2014: Patentee presented response statement (). (Case 1)
Nov. 2014: Challenger presented supplemental statement of
reasons (I) for seeking the invalidation. (Case 1)

Nov. 2015: Patentee presented response statement (l1).
(Case 1)

Jul. 2016: Challenger presented supplemental statement (II).
(Case 1)

Aug. 2016: Patentee presented response statement (lll).
(Case 1)

Dec. 2016: Challenger presented supplemental statement
(1. (Case 1)

Dec. 2016: Patentee filed response statement (IV). (Case 1)
Jun. 2017: Invalidation action request held untenable and
dismissed. (Case 1)

Dec. 2017: Appeal dismissed. (Case 1)

Jan. 2018: Challenger initiated administrative action. (Case 1)
Jun. 2018: IP Court held 1* hearing. (Case 1)

Jun. 2018: IP Court held 2™ hearing. (Case 1)

Jul. 2018:  Challenger’s administrative action held untenable
and dismissed. (Case 1)

Aug. 2018: Challenger appealed to the SAC. (Case 1)

Aug. 2018: Challenger filed a second invalidation action
request. (Case 2)

Dec. 2018: Patentee presented response statement (1).
(Case 2)

Jul. 2019: Patentee presented response statement (ll). (Case
2)

Aug. 2019: Invalidation action request held untenable and
dismissed and challenger appealed. (Case 2).

Jan. 2020: Challenger’s appeal dismissed. (Case 2)

Feb. 2020: Challenger’s appeal to the SAC dismissed. (Case

1)

Feb. 2020: Challenger brought the matter to the IP Court.
(Case 2)

May 2021: Challenger’s action dismissed by the IP Court.
(Case 2)

Jul. 2021: Challenger appealed IP Court’s decision to the
SAC. (Case 2)

De. 2021: Challenger filed a third invalidation action request.
(Case 3)

Mar. 2022: Patentee presented response statement (). (Case
3)

Apr. 2022: Patentee presented response statement (l1).




TP
Attorneys-at-Law

Stnce [9G5

SEEHMBR TN T FHA

(Case 3)

Why was it
important?

1. ZFEANRREN— B B )75 KB 2 S5 ER]
HREE L 2014 47~ 2018 ~ 2021 1% FREE = 8% (NOL 2
NO2 2% ~ NO3 %) - HHINAZIN A SR FEd%y » B T HARZE 2
RCHE R Ry B - HARZEMFE (NOL 2 ~ NO2 ) S EERT
7 R T R AC LR o
2. KREZHFEEATNEBHE ZEERIA R - HREE AT
FRth 2 BUEES 1 7 % B fa 88 A Fr A 2 Bl Rl - R
T PR E OMEN TiR& BN A EE Z 8k
3. HINEEE NI AIZE - HR NOL % ~ NO2 % ~ NO3 %
Frfett Z s8N HIE] > HHrHYEETE ) 2 BRHYROlT A2 X
SR E - BURRTHY RIS el 25 R ZEAYAE - i+
TRAES [N " ATk AR ) AAEE T DOREEER ) R
MHE ~ H&ES [EEEFEERAECN - Bl S S B~ 2
HEZ B -
4. FEHEGE NO1 ZEFEHUERE A AT —{E H AR
TTREGAE P IE & Sanlfatam e - MEPERIA A RIS FIEE 38 A\ G
(ARFrE T - BRARZERE R 2 ARy - BER$
IR IERE - (A ERERAPRAE NI T E FELE « MEEE
By NO2 Z2# e » ik " a0 WU » [EIEASFTHY 258 -
A AHE— PR N & BV REEH - BIE MRS (58 H oML EEE '
b A RAHERR B EA BN BUR G - a5 [T TeE
B 3R S < S5 B AERA RO R A I A4S & 8 BN S [FEFTE
B2 RTANE - 3% R PR E Rl s B A i Rk R
AN ERTEZ F RN ST ERAER TR - RSS2 % PR R g
HE R B EE AR E A RS G L BB RN -
5. [EAh > JEBES NO2 Hrp N [E AR £ 5k - fan T HIET#E
MR E DL SR SF < SR BARV B RS R e NMSEREES 4SS
& o EE R % 2 Z B RITR i B E 5% 280 Ry B4l Pt
% R B GTR 2 SN S RUOTTH I DRE A fEAE O
i -
6. NO2 ZE RIS ~ HEAFE G - B AR FHSE
& o AEHEREE A HE ST EBUABHRE L5 - BRI ST EUEAR:
FEHrh - B3 \ IR/ NO3 B3 % » Bl E/msEiy -
1. The patentin issue is an invention on the method and
device of heating liquid crystal glass. The challenger sought
for invalidation of the patent three times: the first time in 2014
(“Case 1), the second in 2018 (“Case 2) and the third in 2021
(Case 3). The challenger has disputed the standing of the
patent in defence in the patent infringement action the patentee
initiated against it. In short, the standing of the patent will
decide who is to win the patent infringement lawsuit. The
Taiwan IPO has twice selected this invalidation matter (Case 1,
Case 2) as an example work of the year.

2. The key to the attack and defence lies in the existence of
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the motive to combine the cited prior arts. As the prior arts
cited by the challenger each disclose a different part the
technical features of the patent being challenged, the defence
shall focus on demonstrating that no person skilled in the art
would be motivated by any of the cited prior arts to combine
them.

3. To challenge the standing of the patent, the challenger
continuously searched for different prior arts to present and so
the prior arts presented in one case do not overlap with those
presented in another. Moreover, in terms of technical content,
those presented later are closer to the patent than those
presented earlier. As such, we strategized the defence to
highlight the differences that characterize the patent from the
prior arts based on a detailed analytical look at the prior arts
each, including the problems targeted to solve, functions,
effects, the teach-away by and among the prior arts, to reason
out the conclusion that no person would be motivated to
combine the prior arts.

4. In the administrative action initiated by the challenger in
Case 1, the IP Court held the preparatory hearing followed by
the oral argument session during the same month and decided
to dismiss the action in the following month (upholding Taiwan
IPO’s decision sustaining our client's patent), which is fairly
rare. Obviously, the IP Court considered tenable the
argument we presented for the patentee in response to the
invalidation action to quickly find to uphold Taiwan IPO's
decision whereby our client's patent sustains in good standing.

In the Case 2 administrative action, the |IP Court admitted the
statement we presented on the teach-away issue and gave this
guintessential elucidation: Where the cited prior art clearly
indicates or substantially implicates any teaching or
recommendation to exclude the invention patent claimed,
including the teaching that it is impossible to combine the
technical features of the inventions claimed as disclosed in the
prior arts or, in consideration of the technical art disclosed in
the cited prior art, a PHOSITA of the technical field of the
invention claimed will be advised to not adopt the way as
adopted by the technical content disclosed by the prior art, it
would be far-fetched to deduce that that a PHOSITA of the
technical field to which the invention claimed belongs will have
the motive to combine the technical content of the prior arts.

5. The IP Court admitted as well our argument presented in
Case 2. The IP Court reasoning its decision elucidates that
the invention claimed as a whole must be looked at for the
purpose of an inventive step test, and that no conclusion may
be drawn to hold the invention a mere combination of prior arts
on account of all of its technical features having been disclosed
in full by the combination of multiple prior arts without
considering the interaction, if any, by and among the technical
features and functions of the prior arts combined.
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6. Our client, the patentee prevailed in both of the invalidation
action and the administrative action in Case 2. The challenger
took an appeal to the SAC, which appeal is pending
examination and decision. In the meantime, the challenger
filed a third request for invalidation action (Case 3) which is
now pending Taiwan IPO’s decision.

Example work 3

Name and brief
description of
case/portfolio:

— (B &EH L TAPREER - [ QU ERE B = RS B E0R
HE S — B I B TR GRS (KRR =) ZFA(NOL) -
FEF IO EVE S E SRR > (FRERSE A AL Z sy (APt
FEEY) o B A TE m OB TR AR R R B G TR 0 5
e T4t B R R e 2 PR oo T B (1288 N Z 3R (AP & P is
1) o BRI N8 R B B A Ay - BEME A HIE
[EREST (AR FRET) - 83 NE & TBUA S B3
H AR =S T EUERERE] B3 (AR FREF ) - 2FRHEE ©
[F—firsad \EmiE s 84 (N02 %) » HATNEEE
[ -
A Taiwanese manufacturer of chemical materials sought for the
invalidation of the patent owned by an Austrian fellow member
in the trade (NO1). We represented the patentee in the
proceeding in the Taiwan IPO and successfully helped the
client defend the valid good standing of the patent challenged.
The challenger appealed but in vain. The challenger then filed
administrative action only to see its action dismissed by the IP
Court. The challenger took an appeal to the SAC which
appeal was dismissed by the SAC. That is, the Taiwan IPO’s
decision dismissing the invalidation action request is
conclusive and final and our client’s patent challenged is
sustained valid in good standing.

The challenger has, in fact, sought for again the invalidation of
our client’s patent, which invalidation action request is pending
Taiwan IPQO’s examination and decision. (Case 2)

IP advisers from
your firm
involved:

PR AT/ S AT

Bt FRANEAMELA

PIZE TR/ AR

fl A BAED

J. K. LIN, Attorney-at-Law / Certified Patent Attorney

Y. S. YANG, Attorney-at-Law / Certified Patent Agent

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
KE You-Qi, Certified Patent Attorney

Other IP firms
involved:

N/A

Date(s)

2018.10 * #efEELER34(NOL)
2019.04 : f2 £ #EREEER(—) (NO1)
2019.06 : #25% \ e fi e H(NOL)
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2019.09 : f2EHEIFEE(Z) (NOL)
2019.10 : FEHEZE AR IL(NOD)
2020.05 : FFlFE#ZEL[EI(NOT)

2020.08 : & AR EESF(NOL)
2021.03 : #rEELEREE(NO2)

2022.03 : fE T ECAREEL Rl -EF(NOL)
Timeline: --

Oct. 2018: Challenger filed invalidation action request. (Case
1)

Apr. 2019: Patentee presented response statement (). (Case
1)

Jun. 2019: Challenger presented supplemental statement.
(Case 1)

Sep. 2019: Patentee presented response statement (l1).
(Case 1)

Oct. 2019: Challenger’s invalidation action request held
untenable and dismissed and challenger appealed. (Case 1)
May 2020: Challenger’s appeal dismissed and challenger
brought the matter to the IP Court. (Case 1)

Aug. 2020: The IP Court dismissed challenger’s action and
challenger took an appeal to the SAC. (Case 1)

Mar. 2021: Challenger filed a second invalidation action
request. (Case 2)

Mar. 2022: Challenger’s appeal dismissed by the SAC. (Case
1)

Why was it
important?

1. HFEAGRIN — G ERER AERY TTA Z SRR > 3 1
HAERA REEETEALE - 8238 N AFHEHRED X
ZaEEHEE (NOL % ~ NO2 %) » AT EFEHE B EEK
S -

2. HRFHEAEANRETAE TR EIEF KA > BERIR
AT HIE - 2NERSE \SY RyeZ B IE CAS R B 58 B Ep 5 S G &
JEAAETHEIE - St R HEE(NOL ) -

3. HIFEEAZEAMET H AR B S ATRON - FE 2]
RNEEDE - RIEANSR S5 S IERY B A MR S B 2 - R AT
It BREE NIRNER S ZE B IR P BN T IR ST ) 2
FYBIHEAEZ - A [ P B Z D 1 R TR - A
RS A AR -

4. KREFPVERAEN 2P BN FEFRIAGRGCHER A K
SERBEANTER......  BIER"ABASTER........ >
BR% N F5ReZ S IEB A AR AR FH S A IREE - ARPTiEHEYTE
RS N HEHE SRR - WERSIER IS Z S - IS AT
SBRIMMER " R BB MARBRSEIEAE 2 HAY - HAZAAER
P HAFAFTREER Z R » R yE B AL -
NO1 A FFERME B R B RANT ~ = TBUAL G B B th AR
FHFHTSEET - 2ZEMEE -
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1. The patent challenged is an invention patent on the method
of fabricating cellulose fiber and is the patent-at-issue in a
patent infringement litigation pending decision by the IP&C
Court. The challenger (and the respondent in that litigation)
twice sought for invalidation of the patent (hereinafter “Case 1",
“Case 2" respectively). This case is also selected by the
Taiwan IPO as an example work of the year.

2. During the litigation, the patentee sought to amend the
patent and the amendment was granted as proposed. The
challenger alleging that the amendment proposed by the
patentee should've been denied for it constitutes a substantive
change of the scope of the patent. (Case 1)

3. Without the amendment sought for by patentee and
granted by the Taiwan IPO, the patent in dispute will inevitably
run into the scope of relevant prior arts to be determined lack of
inventive step. Accordingly, the acceptability of the
amendment sought for by the patentee is a core issue. As
such, the challenger aimed at Taiwan IPO’s grant of the
amendment as the target of attack in the invalidation action
instead of questioning the inventive step of the patent. This
strategy put to practice by the challenger is, frankly speaking,
guite uncommon.

4. The key issue in dispute is the reading of the claim in
guestion: the original text reads “...A and/or B has a
molecular mass of....” and the post-amendment text reads “...A
has a molecular mass of ....” The challenger alleged
asserting that the amendment obviously broadened the original
scope of the claim. In response, we nailed the logical fallacies
in the challenger’s allegations and detailed a list of the relevant
text of the specification of the patent to prove that the proposed
removal of “...and/or B....” from the specification does not in
any way undermine the purpose of the invention as a whole
and nor does it compromise the original intended performance
and effects of the patent. The defence we presented won
Taiwan IPQO’s dismissal of the challenger’s invalidation action
request for our client. The challenger brought an appeal to
the SAC without success. Our client’s patent having
weathered through the proceeding of the challenger’s
invalidation attempt in the Taiwan IPO, administration action in
the IP Court and appeal to the SAC in Case 1 stands still with

5. With its initial invalidation attempt failed (Case 1), the
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challenger filed a second invalidation action request (Case 2),
which request is pending Taiwan IPQO’s decision with one
interview conducted as of today. In the Case 2 invalidation
action, the challenger has attacked clarity, workability of
embodiment, non-obviousness and inventive step of our
client’s patent. That is, the means of attack and defence to
present in Case 2 involves the novelty issue, inventive step
issue, and the construction of the scope of patent claimed on a
chemical invention.

Example work 4

Name and brief
description of
case/portfolio

(BFARIEREITHAE)

AR (— R A RIE ) B e A BIERN(77EEH)
ZHEIEAN > FFEE X AFEGENEZEMREEETFE
A BB MEEFEE ST XAE - B X AEHEEEA
SEHE Z ATEAN: » i E 2 A - SRR B ER R
TA5E = N (R FE mu T E M) T TRS R IR 1A > W8 = AR
Az et R EmZ B R IR(E T EER - AT
EFE X A FHEETR

X A EIR AT ik A SEBHERRERES M - HABRURHE -
FF AL

(DA SIS B S

@SB REER > AEREEMEA A SHERZ 3R
HifE -

IEFMHE 2= H T

KPRk T RESTRATE G ) FRIEFTET -
AR R L SESH E R IV BEET A% E 2 [EI 3R]
A ERRGTRIAEEA - Wl A FUHEANFTERZ
Bk R B AR ER R FELERZ EERNER - A
TE A BRI SR i Z BT R Ky 35% < LL T
H X 35% , Ry T RIETT R AT 2 Flzs - TR X A EUETA
T RN LR AR (R =R - ST X AT SRR Y
&FrEd s TRETRATE M ) DL 1.5 EEtEBSIMRE
f& -

(Patent infringement litigation with damages claimed)

Client, a maker of semi-conductor fabricating equipment,
owns the process patent at issue in Taiwan (“Patent A”).
Upon information of possible infringement of Patent A by the
product distributed in Taiwan by another company
(“Company X"), Client issued a cease and desist letter to
Company X. Company X questioning the patentability of
Patent A ignored the cease and desist letter received.

Client filed a motion seeking perpetuation of evidence to be
performed at the premises of a third party (where the
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accused product was placed and held). The third party
acting in compliance with the ruling granting Client’s said
motion produced copies of purchase orders and operation
manuals, etc. in connection with the accused product.
Client then sued Company X alleging infringement of its
Patent A with a claim for damages.

Company X challenged the inventive step of Patent A during
the proceedings and maintained the accused product was
non-infringing.

Findings made by the Court of the first instance:

(1) Patent Afulfills the inventive step patentability
requirement.

(2) According to the materials obtained from the third party
as a result of performance of perpetuation of evidence, the
accused product reads on the scope of patent of Patent A.
(3) Calculation of damages claimable and claimed:

Client opted for the profit earned by Company X from the
infringing acts and activities for the base to calculate the
claimable amount of damages. The Court assessed the
gross profit earned by Company X based on the value
verified of Company X'’s sales of the accused product and
according to the gross profit rates of the trade approved by
the Ministry of Finance. The Court further holds the
patented process in issue is an important factor to
semi-conductor suppliers contemplated on purchasing the
accused product. The Court therefore determined 35% for
the weight of Patent A’'s contribution to the technology
involved in the accused product and adopted the same ratio
of the above gross profit for the profit earned by Company X
from the infringement. Further, as Company X in fact
continued to carry on the infringement after receiving the
cease and desist letter from Client, a sum of the profit
earned by Company X from the infringement after its receipt
of the cease and desist letter multiplied by 1.5 was
calculated punitive damages against Company.

IP advisers from your
firm involved

PRAITS ERAN/EFED

Brtn s (RANEFCHEA

H. G. CHEN, Attorney-at-Law / Certified Patent Attorney
Y. S. YANG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved

N/A

Date(s)

20192 A 1 H : {HERETRA -

2020 /£ 3 A 19 [ : JAE(FHE A E e -

2020 /210 [ 20 [ : £—FETE— ‘/\**ﬁ?‘ﬁﬁ%}? °
2021 5 H 11 H : S5—FETHIUR S AR -

2021 f£.6 H 24 H : JEE AR Lf‘“%%T A BERERL > HEm:
TEREHE > TamAlE AIREREEHE -
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2022 £ 7 H 5 H ' FFETHE T RS kEn e (fmis
&k) -

2022 £ 7 H 29 H : 5—FF A (EFE P E T I5T) -
Timeline (yy-mm- dd).

2019-02-01: Patent infringement action filed.

2020-03-19: Scope of patent construed and determined by
Judge.

2020-10-20: 1 oral session conducted.

2021-05-11: 4" oral session conducted.

2021-06-24: Patent A’s valid standing sustained; accused
product held infringing; taking of evidence for calculating
damages commenced.

2022-07-05: 10" (and the final) oral session conducted;
oral sessions closed.

2022-07-29: Decision in conclusion of the first-instance
proceedings announced (with Client winning the case.)

Why was it
important?

1. FRERARM e A SFHHEREERIEZ FIEEIF LR - 1
EERT R Z R B OTHE - BHELE T AR FRERZ
FLHE o
2. AOEFEERE > FREX o T X AERRAREF TR E
HMEERH RN - R RS BAEARRIERT
&Ijﬁitfmﬁjj%ﬁﬁlﬁﬂ%uﬁ#ﬂxﬁ RS TP ET S EZ

R ERtAIAR
1. Interpretation of the terms used to specify the claim(s) of
Patent A by the judge matches that we presented on behalf
of Client and said accordance hinges the success of Client’s
action.
2. Due to the complexity involved in the case, the
proceedings in the court of first instance took a considerable
amount of time to come to an end. In addition to the
validity challenge presented in the litigation, Company X
sought for Taiwan IPO’s invalidation of the patent. We
successfully defended Client’s patent right for Client to win
the lawsuit, which win solidify the safeguard of Client’s
competitive edge.

Example work 5

Name and brief
description of
case/porfolio

KPR E RETA

SkEARA T K HARFE RS - &8 EETE B & i B B B AR IR S
& - FHEEAVERERE > BSOSk ORE A
BRI 2% -

T ISOSEI H A& FE (G =k H 2V B A IR A =SSR EAM AR 1T
Ry DIEAERTAREN NS RE > IRRETRAF KRR RS
BIEEKIABE s KA A 15 IRaFE S R B » DR
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FOREMIGRTE fa% &R -

(Civil action initiated for infringement removal)

Our client, Manufacture Francaise des Pneumatiques Michelin
(the defendant of this case, hereinafter referred to as “Michelin”)
has been publishing the MICHELIN Guide, in which Michelin
includes and consolidates Michelin inspectors’ dining
experiences in the restaurants inspected worldwide and
provides reviews on them as a guide for consumers’ reference.

With respect to Michelin’s aforesaid act, the plaintiff, Isosei, a
Japanese food restaurant (Chinese name: FiZk H &0 H
[E/\H]) initiated a civil action against Michelin on the ground that
Michelin infringes upon its proprietary rights and personality
right, to seek removal of infringement in advance by a court
order granted to enjoining Michelin from dispatching its
inspectors to dine at Isosei’s restaurant and referring to Isosei’s
restaurant in the MICHELIN Guide.

IP advisers from
your firm
involved

PRONIES fRERI/ S

B FRANEAMELA

FRO5 R ERATEAMELA

H. G. CHEN, Attorney-at-Law / Certified Patent Attorney
Y. S. YANG, Attorney-at-Law / Certified Patent Agent
Bonnie Su, Attorney-at-Law / Certified Patent Agent

Other IP firms

N/A

involved
Date(s) FFHAR 2021 F 11 A5 H
First instance judgment rendered on November 5, 2021
Why was it K?#Hlﬁﬁ%%f Y ISOSEI &2 2 \f&HE - P TS 2=
important? T B FAGGRURE Tl - SRR E

1= E B A RZEARER] » HIRE&E ISOSEI &S - HATE
2 BERE a2 NS Z 5 EZW*%REM?E@*%H# ISOSEI
FUAMER > TN IR E Ratam - M H A EE -
2 SRHMEEHRE ZEREHRERERELZE - [RE2E
SR A » HEECIRE - SKEAMIER 2 WA B R &
A fEV B A EAYGRE D -
3. R EEFEAIRGIH S TETE R - SRt HEEN B
TR
FEF ZATREA SRR A B IEEM A B EZEHTY  #EIK
afeE ARMEAEZ HEY > (R R EEEEREMIGm - #RERAT
TR RH B R B R SRR - IS T S ae E AR
ﬁﬂﬁuﬁﬁu  HEZHEHREGEE - BXE Mg ER YRR

J?ﬁbi#ﬁﬁ@:ﬁ?%ﬁﬁmtfﬁﬁﬁ/ﬁH—%EHﬁ% FE=EAH

ﬁ%%ﬁ&'%ﬂ*ﬁ*ﬂa@%ésﬁﬁ H - e IR SR A iR =
NZHH  HRUIEEM AR EEEN > i Hﬁff&ﬂ HER KA e
AT
4.1 & ReFE S % ISOSEI 8BS  (EREERH YRR > TR
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BIF S ERER > RS 2 SR SO HA AR
EFrAEEAZREZE -

The issue whether Isosei's personality rights, goodwill, and
proprietary rights are infringed should be examined as a key
issue for making a court decision. Based on the following
reasoning and holding, the judge determined no likelihood of
infringement alleged against Michelin in the first-instance
proceedings.

1. Freedom of speech is people’s fundamental right. Isosei
runs a restaurant and the dining services provided thereby are
subject to public evaluation as a matter of course. As such,
even if Michelin includes Isosei’s restaurant and recommends it
in the MICHELIN Guide in the future, Isosei’s restaurant will be
introduced in positive reviews and comments in the MICHELIN
Guide. Hence, itis baseless to sustain the existence of harm to
Isosei’s goodwill.

2. The MICHELIN Guide does not affect Isosei's freedom of
business and self-actualization, and it is within Isosei's sole
discretion to decide whether or not to follow the MICHELIN
Guide’s criteria. The MICHELIN Guide has no compulsion on
Isosei both in physical or legal aspects.

3. Isosei abuses its rights by requesting for restraining
Michelin, in advance, from dispatching inspectors to make an
offer of dining at Isosei’s restaurant:

Rights cannot be exercised for the main purpose of violating
public interests or damaging the others. Michelin dispatches its
inspectors, if any, to dine at restaurants in order to collect
relevant information required for making and presenting
restaurant reviews in the MICHELIN Guide and to experience
dining services in person, which is necessary for Michelin to
exercise its freedom of speech. As elucidated in the foregoing,
the Michelin inspectors’ act of dining anonymously at Isosei's
restaurant will cause no harm to Isosei's goodwill, freedom of
business, and self-actualization. In this regard, in this civil
action, Isosei’s request for prohibiting Michelin, in advance, from
dispatching its inspectors from dining at Isosei’s restaurant is
mainly to restrain Michelin’s freedom of speech and also to
restrict the Michelin inspectors’ freedom of making offers. That
is to say, Isosei makes this request for causing harm to other
people and thus forms abuse of rights, and therefore, this
request should not be granted.

4. If Michelin sends any of its inspectors to Isosei’s restaurant
for dining, the inspector will stop in at the restaurant without
damaging any equipment there and without impeding Isosei’s
possession of the restaurant. Thus, Michelin will not constitute
any likelihood of infringement upon Isosei’s proprietary rights or
possession.
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Name and brief
description of
case / portfolio

(BEARERETHAS)

AR RaE A SENZBHEA > FFEHE X AFHEGER
5 (2RI KERRESEFEE A BHERN > NitFEE
TR T X AT X AT LU MY =R ERA RS A SFHEN: (DA
SEREAA B e R D ~ ()X A E IR A A S
Mz E#E -~ X AFEMFREREE = ANE HARY AR 2 ik
EMAC HRNARTEFEAARY AFSE HA B S#HHEN (A FHZ
HAEIEZ) - T 508 A SRR ER HA B SEHIEA 2 (ZIHE -
I X AFHEARY AFR R EER A ZEL BEAARY AF%
PESHE - A RIEREEFAIZEM - ARTE PR /AR Y AFNIE
B8 A BHEN ZHAEASIE A 68 A BHENIERAY
NEIEARTE FHEE - HIRMEE I AT B H AR S
SHE - BUERENIFEE B > NI X A EHEEETTA -

F—FEGER R (DA SR BRI RS M ~ (X AT EMm
SEA A SFIHENZ XEEGE - Q) HAFFNAHEREFAEZ LA A
RiFHA LA AFERTREERENE - SEREAREERE S
ST BARY AEEEEE Bt H A B 2EIHEA] - HARTE FEH
AY QNEREASA HA B #IAEMN - EELE LEUAE EZRG
HAFEZEFHEALR Y AEFARSAEZRRRIGEZ BT » RIE
S EAFT R FEHAY A S FEERILE H A< B SIHER - &0
PERREIH A Y QTR > X A ZE bR H A Y AFZ R b
SEFTIHE - R A e A B RERR R A 8 -

R PRI — AR B3 - ERARE AR E AR Y
ONFEI LR B8 (A SR P AR 7 R 6 2 FEE S (AT i DAL fi B
PRAERRE R R B - SRR T - AP R B X S ZE A -

A civil case arising from patent infringement:

Our client is the patentee of the Taiwanese invention patent at
issue (“Patent A”). Our client issued a cease and desist letter to
a local company (“Company X”) upon information of Company X
having been selling, using certain bottled water product which
infringes upon Patent A. In response to said letter, Company X
asserted non-infringement alleging the following in defense :

(a) Patent A lacks novelty and non-obviousness.

(b) The product being accused did not fall into the literal scope
of Patent A.

(c) The accused product was purchased (through a third party)
from the affiliate of Company Y, a company based in Japan.
Company Y and our client co-own Patent B in Japan, which is the
Japanese corresponding patent of Patent A and the application for
the latter was filed with priority claim based on Patent B. The
accused product purchased from the affiliate of Company Y is
accordingly duly authorized product. By operation of the rule of
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exhaustion of right, therefore, the accused product is
non-infringing.

Our client sued Company X alleging patent infringement
considering that Company Y holds no share of any kind in Patent
A and the application for Patent A was not filed under Company
Y’s authorization plus the accused product was not fabricated,
distributed in Japan by our client, namely owner of Patent A in
Taiwan hence the rule of exhaustion of right is not invoked to
operate.

The court of first instance adjudicated the case and held as
follows.

(1) Patent A is non-obvious and fulfills the inventiveness
requirement.

(2) The accused product of Company X indeed falls into the
literal scope of Patent A.

(3) Under the Japan Patent Act, the co-owner of a patent is free
to practice the patent owned on its own without obtaining prior
consent from the other co-owner(s) and this is why Company Y
could practice Patent B without claimant’s (our client’s) prior
consent. Notwithstanding, given their sharing the ownership of
Patent B, there must exist relationship economic and/or legal in
nature by and between claimant (out client) and Company Y.
Absent any relevant separate arrangement between them, it
should be found that claimant and Company Y have met their
minds on their respective practice of Patent B. According to
Company Y’s reply to the court’s request for information, the
accused product of Company X was indeed distributed by the
affiliate of Company Y. In view of the foregoing, the rule of
exhaustion of right applies.

Our client appealed stating that it has received no remuneration of
any kind from Company Y or its affiliate by reason of their
fabrication and/or distribution of the accused product and so the
rule of exhaustion of right does not operate. The proceeding of
this civil case concluded with an in-court settlement consummated
by the parties.

IP advisers
from your firm
involved

PRONIES 2R/ A

it rt CRATEAMELA

CASRME FRAT/EAMEELA

H. G. CHEN, Attorney-at-Law / Certified Patent Attorney
Y. S. YANG, Attorney-at-Law / Certified Patent Agent

C. H. WU, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved

N/A.

Date(s)

2019 4£ 10 H 30 H : #EEREF -

202042 H24 H - %—@%ﬁ% RAEFHIET

20203 H 9 H : F—FHITE RS HEEREF ©

2020 410 A 20 H : F—FHETHE AN S s BEmtE r (ramstss) -
202012 H1H : F—FFH -
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2020412 H 28 H : BHH L3 -

2020 £ 4 H 22 1 5B MRS -

2019-10-30: Civil action filed.

2020-02-24: Preparatory proceeding in the court of first instance
commenced.

2020-03-09: 1% oral session in the court of first instance.
2020-10-20: 5™ oral session (and the summation) in the court of
first instance.

2020-12-01: Announced the decision rendered by the court of
first instance.

2020-12-28: Client filed the statement of appeal.

2020-04-22: In-court settlement reached by and between the
parties and transcribed on the record.

Why was it
important?

LIABEHS A SEOHER] SR EaEIRE - AUt R 2 FlET - 25
B FT E5RAHE -

2. BE R — B ABER R AR F T o B AR R A A T AR AR
BT B RLET - (BRI —3 A 2 R I B i = kb 2 R A
5 H—2AB Y A SEN Z EAEE AR - BEHEstRE
FEZ Fl - SARINARTE S i X AFH AR P RS —FR
EERATIfEE -

1. The scope of Patent A and the validity issue and the
infringement alleged were construed, adjudicated and decided by
the court as we presented during the proceeding.

2. Much as the court of first instance holds the operability of the
rule of exhaustion of right in its favor, in view of

(i) the finding the accused product being non-infringing by
operation of the rule of exhaustion of right made by the court of
first instance appearing to be incompatible with the relevant
opinion held by the supreme court; and

(i) the court’s construction of the scope of Patent A and findings
pertaining to the validity and the infringement claimed being
favorable to our client,

Company X agreed to settle the dispute with our client before the
proceeding in the superior court ended.
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Name and brief
description of
case/portfolio

TR ) By B ARG LA 2 P A ] - Tvee L
1R 8K B LR PR R SRR R B 2 6
MR

BRI & Z BB B AL SRR » R ERE > (RS
PRSI (B R St BN RS A s RSB o RS E g
fE L FIRHER SR EGEHE . YOUTUBE S EREES 1T
B XX(R &R EHE | K EG e WAAERE G 2P0 LR
M PXX(R SRR E S, A0k - B 2 -

JFERY 2020.5 [ A AR CRAE Z B B 7 S s s ARBR) IR
PR B NP SRR E - B R R B TATE KPR IEE
FABEREE > SR T R AR R A i e A AR R A
ZHEM - NI RERREEM S 21T R SRR R A
A

The plaintiff (TIPLO’s client) is a Denmark-based company
globally renowned for making toy bricks, and the defendant is a
Taiwanese toy dealer mainly engaged in importing and selling toy
bricks (including the toy bricks of the plaintiff and of other brands)
and other products.

The defendant who is neither the plaintiff’s authorized agent nor
distributor, without the plaintiff’s prior consent, had been using the
stickers bearing the plaintiff's trademarks on the real truck, which
was an imitation of the plaintiff's toy truck, and also on the
signboard of its sale events, advertising the information with
respect to its sale events and the said truck on its FB fan page
and on the YOUTUBE as the “Mobile XX (the plaintiff's
trademark) Truck”, and hanging an advertising banner reading
“Sale Event for XX (the plaintiff’s trademark) Toy Bricks Products”
at the entrance of the sale events to sell its products.

In May 2020, the plaintiff acted upon the Trademark Act and Fair
Trade Act of Taiwan to initiate a civil action with the Intellectual
Property Court (now, the Intellectual Property and Commercial
Court) to seek infringement removal and claim damages against
the defendant. The defendant argued no trademark
infringement by asserting the applicability of right exhaustion
doctrine in this civil case, and hence, the judge made an
interlocutory judgment on the issue about whether the
defendant’s act constitutes infringement.

IP advisers from
our firm

PRONIES fRERI/ S

SAEYE FRAT/ AR

BT ERATVEAMELA

H. G. CHEN, Attorney-at-Law / Certified Patent Attorney
TING TING WU, Attorney-at-Law / Certified Patent Attorney
BONNIE SU, Attorney-at-Law / Certified Patent Agent

19




TP
Armmoya at Iﬂu.,

edild

TR EBE AT ER

Date(s)

BRI )R A DT 109 SR RAHITF S 27 SRREBPREAA
(FHAHHE] : 2021.02.19)

Interlocutory judgment rendered by the Taiwan Intellectual
Property and Commercial Court under docket (109)
Min-Shang-Su-Zi No. 27 [2020] (Rendered on February 19,
2021)

Why was it
important?

"R RER | RRZ BRI RNV HTIA L T B
ENHEHTIMALZ T EaAf ) DN FIR PSR
EERETR ISR EREE - R ERRAIZ
#H -

HHE:

1. WeEME RSP IEAGAAE F R R B & 1R AT
Fo > (R B A R Z R an B B AR AR - AR i
{SEF o w5 P AR e By B > BREZIESRAS S [RE A
EIRPGIE - (BB T IR P an 2 B T (55 i e P A
A > BRI S RRRGARE RefE s H C i BIRS AR 2 59
> BRI B R Tt A iR 2 B - FRRRAIC S
U RGARRS i - R POR B S E Z T E Hs A e B i R
BN GAM R #E LRt AR SRR (B —E &)
ZIThs > (NERIREZER - B HRHE A AR -
2. WENIER S KSR P e CEE R > H s ir B Z i » BRI
AR AN > VAT T AR © SR E Y > AR
TR > AR FH B 5 A4 1 E ReR e i eI AR Ak - R
i@%@iﬁﬁZﬁ% AR Ry P e BRI A B2 2
ARG - AL > #etA IR S i ARG S B AR
Fﬁ?%Zﬁ% REF SRR - [N IRE RS R
T ACRR M B AL - AR SRR ZE 2 > 1
Ryl EEIRHE -

3. FEZMREAMERE MRS RIIZSIECEEGREZR
BRCR 05 2T REARF ARSI &4 - A~ E 2R
TR AT E A 2 M FHI SIS - R
IR SRR E R EI AR mZ S - EEE LIRS Z AR
B BB HEATHEA > TN ER RS RS ZERETHE C
Ban > AR S B TIER - RSB Ak LB AN AT R
BNV B ZITE -

Trademark rights are exhausted only for parallel imported
“genuine products per se”. As such, except for sale of
parallel imported “genuine products per se”, the act of using
any trademark proprietor's registered trademark(s) for
advertising should still be subject to the trademark
proprietor’s prior consent or authorization with no basis to
assert trademark right exhaustion.

Reasoning:
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1. The defendant’'s use of the stickers bearing the plaintiff's
trademarks on the said truck and on the signboard of the sale
events constitutes trademark use because the use of the
plaintiff’s trademarks has caused consumers to form association
with the products or services represented by the plaintiff's
trademarks. Even if the said stickers are genuine ones, the
plaintiff should not assert its trademark right to the stickers
because the trademark rights on the stickers are exhausted.
Nevertheless, the stickers used by the defendant for marketing its
products should be considered as advertising articles that
designate the source of its products or services; that is to say, the
defendant had already turned the stickers into advertisement for
marketing its toy products, instead of making the stickers simply
as products for transaction. As such, for seeking a balance
between the interest of free competition on market and trademark
proprietor's legal rights and interest, the court found that the
defendant should not use the said stickers being considered as
advertising articles without the consent of the plaintiff.
Therefore, the defendant’s defensive argument is inadmissible.

2. Moreover, the defendant, being neither the plaintiff's
authorized distributor nor agent, sold not only the plaintiff's toy
bricks products but also the toys of other brands. And it used
the plaintiff's trademarks at the sale events in a prominent
manner without using its own store name as a sign that
represented the source of the products or services it offered and
sold. The foregoing facts explains that the defendant’s use of
the plaintiff’s trademarks runs out of the scope of use for simply
describing the products or services the defendant provided as
alleged by itself, and therefore, such use does not amount to fair
use of trademark. The court sustained the defendant’s
infringement upon the plaintiff trademark rights, and in the
meantime, by diluting the relevance between the plaintiff's
products and its trademark as a source of its products, and thus
leading to the likelihood of reducing the distinctiveness of the
plaintiff’s trademarks.

3. In addition, the plaintiff has extraordinary fine reputation for
its trademarks, which comes from the plaintiff’'s long-term efforts
and investments and deserves protection. As opposed to the
plaintiffs continued investment, the defendant, by taking
advantage of the eminence of the plaintiff's trademarks,
improperly took a free ride on the business reputation the plaintiff
has been building up for its trademarks, so as to seek business
opportunities. Furthermore, the defendant’s act forms imitation
of the plaintiff's well-known symbol (namely, trade dress) to a
high extent, so as to save marketing cost. By doing so, the
defendant improperly took advantage of the outcome of the
plaintiff's long-term efforts to promote its products and thus
exploited the outcome of the plaintiff's efforts, which forms the
obviously unfair conduct that is able to affect the trading order
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and hence violate the Fair Trade Act.

Example work 8

Name and brief
description of
case/porfolio

(BRI R B

FEEAARR "A L EEZ AN AR EEREN - fEEREM
B~ ARG S R - HAEGEMEME R SR " A 7
PRV EE T - B w2 [FI R anS_E R s AT B T A
ZEGHRE B R S A A R (5 B A S RS -

HeE 1 Bt 2 (AF]D) 2B #6852 Br T E R A AITE TEE

NEIFEENEA LA "B B ) - AREH S P

WEL "B PR BRI TI AR AN - #E 1 WS 3 7Y
G T B RS ~ e RET ) FIRE LEUS T B iR

ZEEM - T 3 Rt 4 FRAEME 1 (#i5 2) BN EaE[HH
"B J ufﬂﬂ‘ﬁ*ﬂ‘\‘

RARHE 1 K 2 8y - 7ABesE R+ (1) #id& 2 e ~ (B2
T lﬁ "B, B TA BIEARAIRE R LR o MR
=E - (2) ik 3 Rtfies 4 TS 1 ZIreduE A BiE
TA BER - #E 2 WD - SHESEIOY TA PR
mnZ TR © #5 2 REE S FEEERE - BN O
I "B refR g ~ IRAMA i IREA - AL RA A
MR IR AR E R RIS - (3) BEREIOAR
Kt 2 PMeHHRERERE TR > HRHE 2 ARESE
FPEREFRIEERE @ #id 1 NERETREZ R -

(Civil Action for Trademark Infringement)

Our client creates and owns the trademark “A” in Japan with
the trademark designated to be used on “sporting articles and
apparel products” (hereinafter referred to as “Mark A") and
also has Mark A duly registered in Taiwan for designated use
on the same categories of products. In Korea, nevertheless,
a Korean company that is not affiliated with the client registers
another trademark B that is highly similar to Mark A for use on
the products of the same categories (hereinafter referred to as
“Mark B”).

Defendant 1 is the legal representative of the company,
defendant 2. Defendant 2 had not only purchased and
imported directly from the aforesaid Korean company the
sporting articles and apparel products bearing Mark B for sale
in Taiwan, but also marketed these products under Mark B.
Moreover, Defendant 1 alleged that Defendant 3 had
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successfully registered Mark B for services for “agency of
importing and exporting and window display designing” in
Taiwan, and that Defendant 3 and Defendant 4 duly authorized
Defendant 1 (Defendant 2) to use Mark B in Taiwan.

With respect to Defendant 1 and Defendant 2, the judge
provided the following reasoning and holding:

(a) Defendant 2 committed trademark infringement by selling
the products bearing Mark B and using Mark B which was
likely to cause confusion with Mark A,

(b) The scope of Defendant 3's and Defendant 4's
authorization for Defendant 1's use of Mark B did not include
the use of Mark A, and thus Defendant 2 did not have the right
to import and sell the products bearing a mark highly similar to
Mark A; also, Defendant 2 had no legal basis to claim that it
had legitimate source of right for importing from the said
Korean company the sporting articles and apparel products
bearing Mark B for sale in Taiwan nor to assert exhaustion the
client’s trademark rights; and

(c) The client is entitled to request according to the laws that
Defendant 2 should never repeat its trademark infringement
and may claim damages against Defendant 2 for Defendant
2’s intention for infringement, while Defendant 1 shall be held
jointly and severally liable for the damages claimed.

IP advisers from
your firm
involved

B b AT/ AR

HIRSE FRATEAEEA

CHUNG-CHEN LIU, Attorney-at-Law / Certified Patent
Attorney

CHENG-HAO HUNG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved

N/A

Date(s)

2020 -9 H 17 H : & iEHT -

2020 411 5 13 H * SF—Hf# -

2021 £ 3 A 15 1 B—KBAE CEFEREF) -

2021 44 H 13 H : *”—‘”ﬁ@fr °

2021 £ 9 H 23 1 : B KBARE CEEREF) -

2021 11 A5 H ¢ *”*‘”E%JF“ (Eﬁ&h?)

2022 41 H 19 H : EUXFE (Siaktm

2022 £ 3 A 9 H : BAXGRE (Fiktm

2022 £ 4 B 27 H : HH -

2022 £ 7 F 27 0 FEREWEE 1 Rty 2 Z BITEE

2020-09-17: A civil action initiated by the client

2020-11-13: The 1* mediation conducted

2021-03-15: The 1% hearing held (for preparatory
proceedings)

2021-04-13: The 2" mediation conducted

2021-09-23: The 2" hearing held (for preparatory
proceedings)

2021.11.05: The 3" hearing held (for preparatory
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proceedings)

2022.01.19: The 4™ hearing held (for oral argument
sessions)

2022.03.09: The 5" hearing held (for oral argument
sessions)

2022.04.27: Adjudication

2022.07.27: Afinal ruling made to dismiss Defendant

1's and Defendant 2’s appeal

Why was it
important?

REFEDFN E i AT AL Z S - R - S e B A U
"A PEIRERE . "B sEMEEEEAIER S Hld 1 R
2 LTI P B R BN E A (] R e A P B R [FR
BAMEMERE » 2R B TS B — IO EEA T B riEERE
Z i) ~ i aal - HR S AR BRI
SAEE PR T A PIREA 2 R - T 0 e 2 BRE
FEEL R A B E I T B R BT Z R IR
e 2 EIRpSIEERS -
This civil case relates with the concept regarding parallel
imported genuine products. In this case, Mark B was highly
similar to Mark A and the Korean proprietor of Mark B was not
the client. Moreover, Defendant 1 and Defendant 2 could not
prove the existence of trademark licensing between the client
and the said Korean company for trademark use or the
existence of source relevance of Mark A and Mark B. In this
regard, when the said Korean company sold the sporting
articles and apparel products bearing Mark B on market for the
first time, the said company’s trademark right to Mark B had
been exhausted, while the effect of its trademark right
exhaustion did not affect the client’s trademark right to Mark A
in Taiwan. That is to say, Defendant 2 imported the products
bearing Mark B from Korea for sale in Taiwan, but the client’s
trademark rights were not exhausted, and hence, client still
had sufficient basis to assert trademark infringement against
the defendants.
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Example work 9

Name and
brief
descriptio
n of case/
portfolio:

FIEA Pt —7E OA

2T ARGENTUM

SEfSEE 02123686

3R A\ SR P iR B A TR A ]

Type Trademark Application - Response to Office Action
Subject TM ARGENTUM

Reg. No. 02123686

Applicant Argentum Apothecary Limited

F5 7 P el HR 5

03

{bbEan s (bEima 5 &8 A LIEELA]  EE RS > FfadsEEmn s
BEEEREEm LB AT  EEILE  EEK  EE N GEE
2R MR 2 gEALFE © SRR  HER > A EEEEE  DigiEE
{BHERDH - ABERUERR | B/K 5 §8 5 hEhs » IR HGHE -
(AHFIRAE SR ) -

05

BEHE  SEEEHER > a8EE L aRbiEHEEAE S &
EEAFE e SEEEN R SEEENR I H 8255
SEORERE A/ AR S8 28 LM
BEEEREE L AEEERRE - (RERELE) -

35

ARt ~ (b ~ EE L - BRI - EERE - JE - EAFE
Pifiss ~ ALBERDH ~ ABERDERE - | - &K FE -~ 5 - 58
(A Rites i Ry B B R A & 88 ) 2 BEIRTES - ARR{biEd - {bitima
B R - GRS - TR © BT - VifkFE -~ (LiEAH - AR
FEEE ~ | - /K - FE - 582G - Rl (FrF Ll m B gE K
TagE) 24 EEERE ARt ~ bitms - 55w - BRI
EGTE © HFE - EAFE - VIGE - LHERDH - ARRRUERER - | - &
K~FE - EE - RE (FTA bitpgm B2 g A 2gE ) 2 #EIRTS
FirE ks 2 5558 - BRI &R RS « (AR (ESerE ) -

44

BtEH 10706 2 58k AR » 2AEH  EERE 75
THRERTS » SR B ANBZ ESR  HEREZESk
% ErREIRSS BT Ll 2 i - BN AR -
Designated Goods/ Services

03

Cosmetics; toiletries; cosmetic preparations for skin care; creams for
the care of the skin; non-medicated skin care products; non-medicated
skin care beauty products; cosmetic skin care creams; skin care
creams, lotions, oils and preparations; creams (non-medicated) for the
face; beauty creams; skin creams (cosmetic); skin creams
(non-medicated); anti-wrinkle cream; oils for cosmetic purposes;
cleaning preparations for human body; beauty masks; perfumes; soap;
shampoo; bath salts, not for medical purposes.

05

Medicated skin creams; medicated creams for the care of the skin;

i
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medicated skin care products; medicated cosmetic skin care creams;
medicated skin care creams, lotions, oils and preparations; creams
(medicated) for the face; skin creams (medicated); salts for mineral
water baths; pharmaceutical preparations for skin care; medicated
cosmetics; medicated toiletries; medicated skin care beauty products;
medicated beauty creams.

35

Retail services in connection with cosmetics, toiletries, skin care
products, skin care preparations, skin creams, face creams, beauty
creams, anti-wrinkle creams, oils for cosmetic purposes, cleaning
preparations for human body, beauty masks, perfumes, soaps,
shampoos, bath salts, (medicated and non-medicated versions of all
the aforesaid); on-line retail services connected with cosmetics,
toiletries, skin care products, skin care preparations, skin creams, face
creams, beauty creams, anti-wrinkle creams, oils for cosmetic
purposes, cleaning preparations for human body, beauty masks,
perfumes, soaps, shampoos, bath salts, (medicated and
non-medicated versions of all the aforesaid); mail order services
connected with cosmetics, toiletries, skin care products, skin care
preparations, skin creams, face creams, beauty creams, anti-wrinkle
creams, oils for cosmetic purposes, cleaning preparations for human
body, beauty masks, perfumes, soaps, shampoos, bath salts,
(medicated and non-medicated versions of all the aforesaid);
consultancy, advisory and information services for or in relation to all of
the aforesaid services.

44

(Priority date June 25, 2018, European Union) Beauty salon services;
beauty consultancy; beauty care services; aromatherapy services;
facial beauty care services; beauty care for human beings; skin care
salon services; services for the care of the skin; consultancy, advisory
and information services for or in relation to all of the aforementioned
services.

&P A2 T ARGENTUM | a7 (DL T7 AP ) 1% 2018
£ 12 A B S E R H S R SRR TR - 3

1. TARGENTUM BAbEETTE "R, ZHNC imskEE A M EIhEE -
WO E E b e S 2 B B an RIS A B - A
Rttt (ARPEIASS 29 fRSE 1 TH50 1) -

2. NCAPFRERRELMt AGEMMES S " Argent ) RERRRERRATIEL - EAHERE
SRR YL o EEEY) > B HEAE - BEEY) ARG
Meom ~ ABHEALAE ~ BB on ~ SRR - ERE RS © RS ~ RERE  Vi8GE -
{EERTH ~ NBRRTERAE - | - &K - BE - 28520 - v (FrA Lk
ARy S ST EE) Z BB ) Ik - JREL EACREARE 2 fE e RS
FERCRLL o BCARPFRITRGS L alchs e i i/ s 2 sEME RS - A EUHBDRE
AR B 0 JEAS TR (IRPEASE 30 56 1 IHSE 10 Fiz i) -

st B RS TR E - ARTHIAIEATT -
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1. BEREERASS 30 k55 1 IH5 10 5Ky - APl E B EmE - 5 T H
RRCEDn ~ {biEanaH ~ BRI ~ SEE R - SR - A - 2R B
G ~ ABBEFRH ~ ABGHIERH - | ~ /K~ |E - JeEhs - v (A
A Liipih etk A a%E) ZHEReE ) B0 3519 FrEmmE &
HLadHEE ) - (MR EACIRESHRER Y PR ASE 30 RS 1 IHE 10 FZ 78
FEEES - HerEzeiRns (Pl - iy - 2l > O&AF > &
Y AIECEEAFEREAE - & BARHEE - AR R AS
30 iR 1 IHEE 10 2 EH] -

2. FLREEEESS 29 (RS 1 TE55 1 3KERor © ARt 2019 42 6 A ~ 2020 4+
9 ARRIER KBRS  WREREFEMERETER KEFEER
TEAFRGRE S R - TR 2021 4 R et 2 28 E -

Case Brief
Regarding the application for the subject TM "“ARGENTUM”, the IPO in
the official letter dated December 2018 reasoned:

1. “ARGENTUM’is a chemical element “silver” in Latin and has
bactericidal function. Such a term designating for use on the
designated goods or services in connection with cosmetics does not
possess distinctiveness and should not be granted registration (Item 1,
Para. 1, Article 29 of the Trademark Law).

2. The subject trademark is similar to TM “Argent” priorly registered
by another person, and the designated “shopping malls, network
shopping, mail order, department stores, TV shopping; mail order
services connected with cosmetics, toiletries, skin care products, skin
care preparations, skin creams, face creams, beauty creams,
anti-wrinkle creams, oils for cosmetic purposes, cleaning preparations
for human body, beauty masks, perfumes, soaps, shampoos, bath
salts, (medicated and non-medicated versions of all the aforesaid)” are
similar to the designated services of the cited trademark. Therefore,
the subject trademark filed for registration on the said services is likely
to cause confusion and misidentification to relevant consumers and
should not be registrable (Item 10, Para. 1, Article 30 of the Trademark
Law).

Our response:
1. Item 10, Para. 1, Article 30 of the Trademark Law:

After persuading the Examiner that “mail order services connected with
cosmetics, toiletries, skin care products, skin care preparations, skin
creams, face creams, beauty creams, anti-wrinkle creams, oils for
cosmetic purposes, cleaning preparations for human body, beauty
masks, perfumes, soaps, shampoos, bath salts, (medicated and
non-medicated versions of all the aforesaid)” should be re-classified
into Subclass 3519 titling “retailing and wholesales of specified
products” to which Item 10, Para. 1, Article 30 of the Trademark Law
shall not apply anymore; and deleting “shopping malls, network
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shopping, mail order, department stores, TV shopping” from the
specification of services, the subject trademark is not violative of Item
10, Para. 1, Article 30 of the Trademark Law.

2. ltem 1, Para. 1, Article 29 of the Trademark Law:

The Applicant respectively submitted two arguments in June 2019 and
September 2020 with ample use proof, and the Examiner finally was
convinced that the subject trademark is inherently distinctive and made
an approval decision in January 2021.

IP advisers | #RH| HERTL, S AT
fromyour | EfffE AT, EFICELA
firm J. K. LIN, Attorney-at-Law / Certified Patent Attorney
involved | CHEGN-YI HUANG, Attorney-at-Law / Certified Patent Agent
Other IP
firms N/A
involved
Date(s) 2018/12/10 fZEL A THaH] -
2019/06/21 AFTHAERE R, -
2020/04/27 230 (e A A EaEmEEd ) -
2020/09/01 AT EA, °
2021/01/15 B fEd5E °
2021/02/16 FEffAE: -
2018.12.10 First objection raised by the IPO
2019.06.21 Response
2020.04.27 Official letter (for other unregistrable event)
2020.09.01 Supplemental argument
2021.01.15 Approval decision
2021.02.16 Publication for registration
Why was it | 1. g4 30 RS 1 L 10 FRE T
important?

Y P Z AR RS > O TP A Dl | > R R
g o A FTEREL R & SR - DRRSIIRSHEREZ i TR
BRACHESL ~ (CiEm&H. ... 2 B AR | SFEE R 2 B3 E R Z ik
B (SO EERT IR /s Z S e HEES L - A RUSEEMEZ FTRE - Je
RAES KR AR L IR PREFEPEIEA T ~ P/ kA48
CURERRSN - AR ] LUE BV s iR 2 72 - PERRIEA 30
LR ZERTE

2. FLPEREASE 29 (758 1 IHSE 1 3Kl

B E B A SR P P SREE T R R B R - Beereh
HIER SRS S RERAIEI R 255 0 {5 2019 4F 6 HAFTESE —THEXERZE
> AR E SRR % - BN BSR4
HBESHEHERER SERERET AR A2 " ARGENTUM |
N RFERINE - HEAEZEZ AU S LR RS 2 B R
F s o WELAARCF IR Z SR ER > DUssem s A ik
BITE
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2020 4 » FE BB PR AR 30 R a1 - BT DUZEL
Kﬁﬁﬁﬂﬁﬁ%L%ﬂ*%A@ BRI R R R e SF B 5 U R
FOMIEASAGETS > HFY 2019 FREZMmEEH G EETIH e
200 ETTHYSHESE - OB AAT/IHY 2020 £ 9 HERHHAER » REHE
di EREFAIER AR AR I Z S EBIPAL JTHﬂMfFPﬁ@EI@@T
P e B IE T Z B R > R ERE S FIGREA RN E
(PR S F AR A - TR (N B Bl Rk s -

REREF - RERER Zﬁﬁﬁﬁésﬁéﬁa (EPAIE ol = K b
— ZREBREZIEEEREMNE  REAREEER S REE ﬁﬁ
AT REM -

FH AT PR R RS 5 B v A DASS & Ra Ao - I AT LUE i 5
ACEETT > R R RS R R S AR A e R Al 1 - DASE HE R AR FH R
FEHIRZAERIPR -

3. Zh AP RS R BRI - AR . B R AR
"ARGENTUM | Bz R " BGERE | W EIREEH 215 E - &AFTEAIL -
EEARRIZSEAR T ST ~ FEEEZ TEERE ARGENTUM | f2H
HER - MENER e P AU S e M OreE - ] R iR QAR AT -
BT A0 O B N 2 s SO R A\ SR SRR IS - SR 4EERX

mfEHY P SHIRE SR EE - TarA s - I > ERRTIN SRR

Rig  FEEIMEZ TEERIE ARGENTUM | Bifth A Jest itz " Argent
PSS BT (DL P A ﬁﬁ@”ﬂ$)\{:ﬁ?ﬂ?2& "ARGENTUM  PofEELR P AT
e "REYITL o HERETEY) - BiRE > BEAE - EEEY ) IRBEGS

aEORGE - HETMIRE 7 H A b E 2 maelt > AIDERE 28T -

1. Item 10, Para. 1, Article 30 of the Trademark Law:

Even though the chance to successfully register the disputed trademark
which is closely similar to the cited trademark designating for use on
similar goods/services is not high, the Applicant was making every
effort to persuade the Examiner to re-classify “mail order services
connected with cosmetics, toiletries, skin care products, skin care
preparations, skin creams, face creams, beauty creams, anti-wrinkle
creams, oils for cosmetic purposes, cleaning preparations for human
body, beauty masks, perfumes, soaps, shampoos, bath salts,
(medicated and non-medicated versions of all the aforesaid)” into
another Subclass not directly relative and similar to the services of the
cited trademark to acquire registration, which means to exclude being
considered likely to cause confusion and misidentification, the response
may focus on dissimilarity of trademarks and goods/services, and
re-classifying of goods/services would work sometimes.

2. Item 1, Para. 1, Article 29 of the Trademark Law:
It is quite hard to evidence that the disputed trademark is inherently

distinctive because silver’s bactericidal function of “ARGENTUM”
products has been specifically highlighted. However, the response we
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made in June 2019 mainly focused on the uncommon word
“ARGENTUM" and world-wide registrations with actual use proof at
marketplace to claim inherent distinctiveness, despite there are only
some local media reports and on-line shopping for use in Taiwan.

In early 2020, the Examiner sent an official letter stating that the
disputed trademark after reviewing still is not distinctive and should be
rejected. The Applicant being notified expressed that they already
signed a contract with a local agent and launched the disputed
trademark in the same year and the 2019 sales figure in Taiwan
reached two million NT dollars. In September 2020, the Applicant
further submitted a supplemental argument to explain sales of the
disputed trademarked goods in Taiwan and to show in photos use of
the disputed trademark on products and physical stores, so that the
disputed trademark actually is used as a trademark and consumers
would not think it is descriptive.

After examining all the evidence/materials lodged by the Applicant, the
disputed trademark is determined inherently distinctive and registrable.

Given the above, trademark use proof may evidence acquired
distinctiveness as well as inherent distinctiveness through debating
skills, to enhance chances of trademark registrability.

3. Our internet searches reveal the Applicant’s local agent is using “Ex
$%7%" as the Chinese version for “ARGENTUM”. Then another
trademark application for “EiZ £ ARGENTUM” was filed under the
Applicant instruction following our suggestion and thereafter registered
smoothly. Our prompt action does effectively protect the Chinese
version of client’'s brand from being pirated as well as its commercial
value in Chinese market. Further, the Examiner also accepted our
argument for the dissimilarity between TM “Ex#s /2 ARGENTUM” and
TM “AGENT” priorly registered by another person and granted the
registration to the conflicting “shopping malls, network shopping, malil
order, department stores, TV shopping”.

Example work 10

Name and
brief
descriptio
n of case/
portfolio:

AR PR R —7E OA

2 F i PRINCIPLE POWER

SEfteEy 02201443

B A\ =R R B A

Type Trademark Application - Response to Office Action
Subject TM PRINCIPLE POWER

Reg. No. 02201443

Applicant Principle Power, Inc.

F5 1€ 8 i RS
07
JE A R BT Tt Z B A~ TR U R R E
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JRVEEFE R SR - EVERSZ AR © R T A (o ] AR TR

37

JR 5% e ~ I TE e ~ U i SRR s R S R
TRfEsE J_Ujéé?% LN WabE i AN SRS EAWANCE ) 5
SRR Tk sh

40

#eE R IREIR AR SRS -

42

BA R skt Bt R e LR 3 ERVEET b - EE
G EPEC i — (B A S s AR s i S E S R s R
%~ BT T SRR e SR S RS T AR 3%

Designated Goods/ Services

07

Wind turbines and blades, blade hubs for wind turbines; mechanical
control device for wind turbines; windmill tower and pillar, windmill
bracket; machine base for wind turbine.

37

Construction and maintenance of wind farms, wind turbines, wind
turbine platforms, and wind turbine support structures; construction
consultation of wind farms, wind turbines, wind turbine platforms, and
wind turbine support structures.

40
Generation of electrical power; Consulting services in the field of wind
energy production.

42

Design and development of offshore wind farms having multiple wind
turbine platforms each outfitted with a wind turbine  support structure
and a wind turbine, for the generation of power; design and
development of wind turbines, wind turbine platforms, and wind turbine
support structures.

AFTESEANZ " PRINCIPLE POWER | BfRHEEZE (LU E T AR )
7% 2020 £ 10 Ry BV ERE & RS EEHATEME - 55

1. KUFpafEEd \GEMEs e " Principal , SR (LU F%HFP%‘
1) ) ATl > HASERES 7 82 TR mt 2 Ak e
R o B EACRE R E M 2 PO RS ) rhon o R -

2 AR sy Q@ PP s (i e
SRR 2 | ) IR EASERG 42 8 TR TR « BT
e~ T R T e A e IR & | R - Bl
MR T RBEAURETE  SER » MR -

SRR _E IS E s an/ R Z SR ER R > A BB B &R SeE
LI FEAT AT (MRPEIEASE 30 i35 1 IHE5 10 Az i) -
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MEAEAPTHEE R - FE 8 IEEAGREIEL TRt 2 i
PERIEE ) o o B BRI 1 2 OtERIES ) WIS - HA
(RRTEY A Wb o R WA Lt S = WAL 1 SR At
MIFHSE | Fim - BS[BREIE 2 2 T AEEERET | TRERDIRE » 5
Sh - AR TR SR ERAEGTNIBR ) R &EE TBEAES
(& RSt & B e R S R sE T RIBE % - B 5 &R
{% {1 FH 7 5% BR A JEU D i S TR SRR R R s L 12 - JREES [1RRs

22 2 TABELEERE ) PEESRIIRTS - &l - AR AR
1:t_ﬁﬁéﬁnnlﬂ§i’5‘é’3 BT > Bt 2021 48 11 A& AT -

Case Brief

Regarding the application for the disputed TM “PRINCIPLE
POWER?”, the IPO in the official letter dated October 2020 stated that
the disputed trademark filed for registration on the above designated
goods/services is likely to cause confusion and misidentification to
relevant consumers and should be rejected (in accordance with Item
10, Para. 1, Article 30 of the Trademark Law):

1. The disputed trademark is similar to TM “Principal” priorly
registered by another person (1st cited trademark), and the designated
“mechanical control device for wind turbines” in class 7 is similar to
“photoelectric sensor” of the cited trademark.

2. The disputed trademark is similar to another TM «(Q Principal , priorly
registered by a third person (2nd cited trademark), and the designated
“design and development of wind farms, wind turbines, wind turbine
platforms, and wind turbine support structures” in class 42 are similar to
“real estate management” of the cited trademark.

After reviewing our response, the Examiner accepted the dissimilarity
between the designated “mechanical control device for wind turbines”
in class 7 of the disputed trademark and “photoelectric sensor” of the
1st cited trademark, and the dissimilarity between the designated
“design and development of wind turbines, wind turbine platforms, and
wind turbine support structures” in class 42 of the disputed trademark
and “real estate management” of the 2nd cited trademark. Further,
after amending “design and development of wind farms” to become
“design and development of offshore wind farms having multiple wind
turbine platforms each outfitted with a wind turbine support structure
and a wind turbine, for the generation of power”, there is no similarity to
“real estate management” of the 2nd cited trademark anymore. The
disputed trademark without any reduction of goods/services was
approved registration in November 2021.

IP advisers | #&I AT S AET

fromyour | s&RffE e, HAIREEA

firm J. K. LIN, Attorney-at-Law / Certified Patent Attorney
involved | CHEGN-YI HUANG, Attorney-at-Law / Certified Patent Agent
Other IP

firms N/A

involved
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Since 196

Date(s)

2020/10/16 fZE 5L THA -

2020/05/18 AFrHHEE A, °

2021/11/18 L AEZETE -

2021/02/01 EEfFA 1 - 2020.10.16 First objection raised by the IPO
2020.05.18 Response

2021.11.18 Approval decision

2021.02.01 Publication for registration

Why was it
important?

AR RS R RAE 1~ 2 ZAT DR FERES > SCARRTIN A B iy - 5
Fe L DR R T iR 2 fE e e e i B A L

Hep REEIEEEZ RIS EE e UERIERE | S5 [RrEE 1
fEEMSEL OtERERS ) MRS R ERRT L T R R
BHORER2ZER ) BB AT [ ER 2 & &TT
BUABGHIA R FagF e E 2 AR > EaillikdE a8 E IR -
HHIEE AT R, - AR SRRE Z AV o AR S0 e R Ry R T R
SHTORRE 0 £ F?ﬁnﬂﬁlﬁ%m@*ﬁﬂh BB B R EE BHVH
ETEARAEE - UM RN - BRI sESE T T ERBUEEZ
B RAELERIREERS - B RETEH A D RER RN Z -

NArEEEE 2 TR I35 ER ~ B i - B S a0 E
RIS IR AE R E T RIS ) RS 0 BS [IBREE 2 FrisE s T AEE
KeEH | FREINEAME AR ZBDERT © BLit - AT REME
Bf - DU KRR —E R tEE ~ EEER - IR EtE - fTHHEE - 8
BEIPFERZZAEZE 180 TR _EIEEDIRTS - F#EEFER -
BN E B TR ~ B T S AR S 1
GERENVREETAIGAES | RS - B T AEEKEEH | WIERDERE > X
B " E IR EREET IR R A T A EKEEH | MU
IR - MEEAPTBLE B A &S B IR 2 1E% » & 8J8E
BB ABELR T A2 EES s a i Ee LR 15 E R
HIEEETFIRASE - EEF SEPECH — B R 8 By E i S EaSfE R
B 12 0 PIEAREM o FHBEEIRT > 1 SRR L P/ RS A
7= FEHHEANY - 7] DUE BB R AR e R A RRel L B 2 58E 5 NI
IRATAL > BIERG /iR AR AR ERE & B ZORSN - TN EEHEREE
aAme L JE 2 SR ERIE R » B 2= - BRI oo/ i B B T R
IRAI R 22155 e 2 75 BE EREUE 1 P o/ B 55 44 2 SR > 24T B T P ASE F
25 2 X Thi% - In view of the close similarity to the cited trademarks, the

focus of our response is the dissimilarity of their designated
goods/services:

The designated “mechanical control device for wind turbines” in class 7
of the disputed trademark and “photoelectric sensor” of the 1st cited
trademark are deemed similar according to the “Classification and
Cross-searching Referential Materials for Goods and Services”
published by the IPO. However, after TIPLO made a case research
and found and cited several similar cases of the Supreme
Administrative Court and the IPO, the Examiner was convinced to
overturn the viewpoint of similarity between the two parties’ goods,
which indicates that “similarity of goods/services” is more influential
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than the subjective element “similarity of trademarks” in judging
likelihood of confusion and misidentification under present practice.
Therefore, one of the keys to successfully acquire trademark
registration is to persuade the Examiner by citing other preceding cases
under similar situation.

Further, the “design and development of wind farms, wind turbines,
wind turbine platforms, and wind turbine support structures” in class 42
of the disputed trademark and “real estate management” of the 2nd
cited trademark in the subclasses for cross-searching should be
deemed similar. After our strong and lengthy argument of the
dissimilarity between the two parties’ services in view of their difference
in nature, industry, service provider, sales channel and customers, the
Examiner agreed with the dissimilarity between “design and
development of wind turbines, wind turbine platforms, and wind turbine
support structures” and “real estate management”. Despite “design and
development of wind farms” and “real estate management” constitute
similarity, the Examiner accepted our explanation for their different
nature and the amended wording “design and development of offshore
wind farms having multiple wind turbine platfiorms each outfitted with a
wind turbine support structure and a wind turbine, for the generation of
power”, and approved the disputed trademark registration. Given the
above, to overcome the obstacle of being considered likely to cause
confusion and misidentification, the distinctly different nature of the two
parties’ goods/services can be emphasized. To amend the
specification of goods/services is a way not only to meet the Examiner’s
request but also to remove the likelihood of confusion and
misidentification. To deal with similar cases, reduction of
goods/services or submission of argument, even amendment of
goods/services, may enhance chances of success.

Example work 11

Name and brief | pgfEHHzEZE — 7 OA

description of | pgfE&fE : HE4T4
case/portfolio: | symaew : 02227213

B - 3

feEman - bikan RS PRE R EAL B © EE » 82K 0 Je82hE © (b
A ARG © KRR SeeO] s NBe AR JE ARG E
R BT ﬁﬁﬁmJ G %3/5'5%*'J3§H CERKG S RE
NEEEYIRBR AR 228558 R 5 Fotddn s EIHR] i s 58
BE  RER 5 %Eﬁﬂ?iﬂ (fbtedn) - BRI ({bikdn) s EE AL
LT

PEREREN © VAR - SEER AR ]

Trademark Application —Response To Office Action

Disputed TM: ZE&E74R

Reg. No.: 02227213

Class: 3

Designated Goods: Cosmetics; cosmetic preparations for skin
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care; soaps; hair lotions; shampoo; lotions and pomades for
cosmetic purposes; skin-whitening creams; laundry preparations;
cleaning preparations for human body; cleaning preparations other
than for human body; polishing preparations; abrasive
preparations; essential oils; toiletry preparations; perfumery;
dentifrices; incense; deodorants for human beings or for animals;
air fragrancing preparations; make-up products; make-up removing
preparations; beauty masks; cleansing milks; lipstick; depilatories;
sun-tanning preparations (cosmetics), after-sun preparations
(cosmetics); cosmetic preparations for slimming purposes
Registrant: Noreva Pharma

RFTE AR « SHEE i’iéﬂ‘é/&ﬂu “**ﬁzl’ﬂ ) HERER > BEMER
IS %JJLF%I”EEP?E[EH "ERETAN ) BT OCETRE (FERRTS) iR REIA
HIE EERFSOSE AR A RS - IS E 2 AR —2
1R LB AR IR A RERE Y By ““ﬁ I HEIAMHEZ T
Do il =110 g - TR S Z%@”&E% PATEERS ATl > 1515
JE [ FFY RO A » 28010 Wiﬁﬁ&%‘??ﬁff :”“r’jr R LA 2R
SEIZBE] - GranEAsT T RHT S Sehten ) PARELUR T EF
“*Z&J " RRREET ﬁmlﬁéfﬂﬁf?? X KEAFT & BAARRE IR -
?at{jfﬁﬁffﬁ T2 BRE T HAE RS > EAARTTERS - SRS
PR TE A (AR R B B sl R 2 AR SR R R A e 2 > R

SEEG A AR L AR iR AT - The Applicant,

Noreva Pharma (a French corporation), filed an application for TM
“3E &7 47”7 with the Intellectual Property Office (IPO). After
prellmlnary examination, the IPO in the official letter stated, the
Chinese characters “3£4747” and the cited TM “ZE47:5 (fHfasE) "
both contain the same “3%&7” because “J&&7EE" could be read from
right to left - “Z%&73E" by local people in view of the non-unified
reading usage (left-to-right or right-to-left).  Since the two

trademarks slightly different in “45” and “3Z” only are both

designated for use on the same or similar goods, they should be
deemed as similar.

However, according to our thorough research, the IPO’s trademark
database reveals some registered trademarks similar to this case,
such as the co-existing F} &7 2£/E &7 55 and &7 25 4/ B 55 67
trademarks. We further noted, relevant court’s judgements indicate,
the left-to-right usage to read horizontally written Chinese has been
recognized. Therefore, the disputed trademark could not possibly
be misidentified with the cited trademark in regard to the source.
There is no likelihood of confusion and misidentification between
the two trademarks. Finally, the disputed trademark was granted
registration.

IP advisers
from your firm
involved

PRGN 1EREm FARR

wf(E FRAET BB

J. K. LIN, Attorney-at-Law / Certified Patent Attorney
CHEGN-YI HUANG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved

N/A
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Date(s)

2021/03/23 — {2 th AR et i RS -
2021/10/05 — A 5 OA MRIFI FEALER
2022/03/25 — [a] 7 & EE I 5 OA -
2022/05/09 — % A & s R P AEAZ AR EE AT
2022/06/16 — i E A -

March 23,2021 — Application filed

October 5, 2021 — First objection raised by the IPO
March 25, 2022 — Response

May 9, 2022 — Approval decision

June 16, 2022 — Publication for registration

Why was it
important?

BRI - JEEARAE - BEE AR

AREZFHIREENE [ 3aEraN ) BERGERALE T 5eETes | - BRI
REEAREAR > AIREER "EEEFIE ) Wt B T IEEFSE ) A
bod > pI— TREEF ) MHE . AARKR T

T4y, B TSR, 2R

R ERIN I EER R L BAERE RGOSR ATt

Fa ~ ki E2EMARBIN—2 > R DB PR IR rTRE B By
TERETR ) W EIEMEL TEEEF ) MR BRIy 0 12 T A
"R R o riREE ATl -

AR ARG EL - & PRI BHEM(E RS - EART EEiR R4
Bl 7 S A E BRI A R A B PR E R0 - S8R A R R AR B PR (o FH ey
GHEBCEIC AT T NOREVA | —GFHEEM » IR IRAIE S H
P HHE Tossula , —OF(EA] » SEEAAREE BT " BhET
&y BB MBS R SEET R o (0 PR AR R — g T =
RATRER RS » B A P A G R A sRal < » AR iR &
HEE » OF " BIETSE ) raiereed T 3eiysh | rfellfe T aTaadE ) reis
BT RERET ) PRE o (EE— ARSI M - B EERE -
AR RS 2 2 — PR B B A Rl < S - MRAB A e — 20 (4
= 5T FBARADER AR E P AR AR R E RS -
AP HA TR B B E R A& F B A e A o o B A AR
R i IR R R P AR B S NS A E RS - AR RE
() B R E M e P BRI B S P AR AT

How to read the horizontally written Chinese on a trademark? From
left to right, or right to left?

The Applicant’s trademark is":%&744”, while the cited trademark
consists of “JE£7E5".  To read the cited trademark from right to left,
it will be “z5E73E".  Comparing “ZEE74/4" with “ZEE73E", the first two
characters “3#&7" are exactly the same and they only differ in the
last "z4” and “3£".

The IPO in the preliminary examination opined, local people
actually are not consistent in how to read horizontally written
Chinese, right to left or left to right? which is the reason why the

36




TP

Attorneys-at-Law
Sin s

SEEHMBR TN T FHA

cited trademark could be read like “ZE73<"; since the two parties’
trademarks both contain the same prominent “3%%7” and they only
differ in "#%” and “3£”, they should be considered similar.

During the filing proceeding, the Applicant did not provide any use
proof.  After our searching relevant information on internet
carefully and aggressively, we found that the trademark design
actually used by the Applicant is the combination of the company
name “NOREVA” with the disputed trademark, while the cited TM
“JEE71E" actually appears with TM “fossula”, which means the
disputed trademark should be read as “:%&744”, and the cited
trademark, "ZEEFEE".  In view of the co-existing F}&73E/ZEET 56
and &7 BE 4/ FF 3% §F trademark registrations in the same
subclasses, there is no likelihood of confusion and misidentification
between the two trademarks in the present case on basis of the
same law. Our research further reveals that there have been
several Court’'s judgements acknowledging the fact that the
left-to-right manner of reading horizontally-written Chinese has
been commonly adopted in our society. Through our strongly
fighting for the client’'s right and interests, the Applicant at last
acquired the trademark registration without reduction of the goods
or negotiating with the cited trademark owner for a co-existence
agreement.

Example work 12

Name and brief
description of
case/portfolio:

PAFREHEE 2 — 7 OA

Pt © ELEVAR

aEAEREL : /

Bl - 5~ 42

fEE M

SER] > Rgt ¥R B Z e PR E 5 ROl R E G R - (55 5 )
HIIERERGE Z WTFT R B3 - (56 42 3)

PAIEEN © 5ERg » SUR LB A

Trademark Application —Response To Office Action

Disputed TM: ELEVAR

Reg. No.: /

Designated Goods/Services:

Class 5:

Pharmaceutical preparations, namely, clinical experimental and
novel cancer therapeutic pharmaceuticals directed to patients
Class 42:

Research and development of novel cancer therapeutics
Registrant: Elevar Therapeutics, Inc.

AP F R « SOGTLEHRAFILL TELEVAR | HEEERGHE » &
ERPIPEE RN T ELEVAR (BT ELEVA 5% ~TELEVA ;-

"Eleva (STYLIZED) , #T{ll - {EAZHEE NSRS - 53
st PR A (E N B B i e an s i B B R Ry s e A DL
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LR SRR AR RS R » 2RI SR RS EIAR UK
MHERHIA > 5t S hn Bl 2B o A EIEBE LR i - WE Rk
BeRrEae » X S8R EEHE R U R A AR A nE(WIPO) -
ST AR ZE RIS (S R I A S E S A e iR A
BRI EE # aRel Bk AR B R B s A B 2 B — Rl
R R o A RIS AT

The Applicant, Elevar Therapeutics, Inc., filed an application for
TM “ELEVAR”. After preliminary examination, the IPO stated,
the disputed TM “ELEVAR” is similar to the cited “ELEVA F#”,
“ELEVA” and “Eleva (STYLIZED)" trademarks; the deS|gnated
pharmaceutical preparations of the disputed trademark are
similar to the nutritional supplements of the cited trademarks, so
that it is likely to cause confusion and misidentification.

However, according to our research, the Pharmaceutical Affairs
Act and relevant judgements manifest that pharmaceutical
preparations and nutritional supplements should not be deemed
similar and the court did share the same point of view. Further,
the WIPO database shows that the instant trademark and the
cited trademark co-exist in Singapore. Therefore, the disputed
trademark could not possibly be misidentified with the cited
trademark in regard to the source. There is no likelihood of
confusion and misidentification between the two trademarks.
Finally, the disputed trademark was granted registration.

IP advisers
from your firm
involved

MRER 1EREm AR

wE(E AL HAAEA

J. K. LIN, Attorney-at-Law / Certified Patent Attorney
CHEGN-YI HUANG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved

N/A

Date(s)

2021/04/01 — fE A fEat i EHES -
2021/10/05— M7 S5 OA ARG LIELE
2021/11/04 — [A|ZE £5L£204 72 f5 OA PGS ETE -
2021/11/29 — EZ M E s OA EAIFIL A LS -
2022/01/28 — [a| B EEIE S OA -
2022/07/27 — [E| £ 7 5 OAGRITE) ©
2022/08/16 — LM 7E Sy il R A% AR A -
April 1, 2021  — Application filed

October 5, 2021 — IPQO’s office action for amendment of goods
November 4, 2021 — Response

November 29, 2021 — IPQO'’s official letter
January 28, 2022 — Response

July 27, 2022 — Supplemental argument
August 16, 2022 — Approval Decision

Why was it
important?

PR B R0 AP B i B 5 LR B RE B AR A TR A Bl
B i LR EE A AR FE e e i/ IR - ELRA SR AEUSOF
FREER - ZA5ERk?
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KA P & R SR SRR RO AR IR - f5 BV B M T an 2
7~ DI R HEVEAE - HARA LML~ @& - BEsEE 25
& “AMEIEEBORE G WWE R AT E R - AFaEEERE
5% » AR ZEREATE (o T ER PR B B R W B R R D S R B P o > FLOMER
FIFAAR - MRIRE S SRR R IT B - T4
TEE R AR o SOARPT E B U B A REAH AR 4 h
(WIPO) » SF A ZEpAEEL s (IR AR BT IS A S M E R A%
PR SR R E NSO FE B E B TeE R —aB 5 Z i
BB SR AR ME 2 - BV E IS riR A BRI 2 1]
RE TR IR B B e S AR R R B R A AR R R
B - AR S R R AR A R N R R B AR

HURIFEESE » BRI 7 e i e F HURIE - S UG
=3t - How to overcome the obstacle to register a trademark
which is deemed likely to cause confusion and misidentification
with the cited trademark/s during the filing proceeding, if the
Applicant does not wish to reduce the designated goods/services
or it is difficult to obtain a co-existing agreement from the cited
trademark owner?

After checking with the Pharmaceutical Affairs Act and relevant
judgements, pharmaceutical preparations and nutritional
supplements are different in utility, function and purpose and
have no superodinate/subordinate, inclusive, overlapping or
equivalent relationship, which has been recognized by the court.
To stress on the difference between the two parties’ products, we
claimed, the pharmaceutical preparations of the disputed
trademark are not those for ordinary public, instead, they are
clinical experimental and novel cancer therapeutic
pharmaceuticals, specifically used in connection with advanced
medical research units. In the English-speaking Singapore, their
trademark authorities determined no likelihood of confusion and
misidentification between the disputed trademark in English and
the cited trademark. The IPO accepting our argumentation that
the two parties’ trademarks are unlikely to cause confusion and
misidentification finally granted registration to the disputed
trademark without reduction of the goods or a co-existence
agreement.
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