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1. An Austria-based manufacturer of lyocell cellulose fiber
filament product (TIPLO’s client) filed a motion with the Taiwan IP
Court for evidence perpetuation in order to gather evidence to
initiate a civil action asserting patent infringement against a
Taiwan-based manufacturer of cellulose fiber product (the
“Taiwanese manufacturer”). Our client claims that:

(1) The manufacturing process the Taiwanese manufacturer uses
to manufacture its cellulose product (hereinafter the “process in
dispute”) and the product manufactured by the said process
(hereinafter the “product in dispute”) infringe upon our client’'s
patent;

(2) The “product in dispute” and the “process in dispute” are not
accessible through common methods and are extremely changeable
or destroyable and thus they are likely to be destroyed or their use
may be difficult;

(3) The “product in dispute” and the “process in dispute” amount
to the important evidence for determining whether our client’s patent
is infringed or is likely to be infringed. Also, they are within the
scope controllable by the Taiwanese manufacturer; thus, the movant
(namely our client) has difficulty to a considerable extent in having
access to them and they are likely to be destroyed or their use may
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be difficult in the future, for which the movant sees the legal interests
and the necessity in ascertaining the status quo of the “product in
dispute” and the “process in dispute” as evidence.

Our client also requested for sampling the product in dispute and
photographing and videotaping the process in dispute.

2. The IP Court granted our client's motion for evidence
perpetuation on the ground that our client has produced the
evidence which can be submitted immediately and has made
preliminary showing on the legal interests and the necessity of
ascertaining the status quo of that evidence.

IP advisers from
your firm involved:

PN 5 T i
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H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

19 Sep. 2017: [ kR A= 85 R 2
13 Oct. 2017: JERiBARE T &
30 Oct. 2017: JAPZHE A THERE

10 Nov. 2018: JAFEsITEE B MR e -

Timeline: --

2017.9.19: Motion for evidence perpetuation filed with the IP
Court.

2017.10.13: A hearing held for investigation.

2017.10.30: Motion granted by the IP Court.

2018.11.10: Evidence perpetuation to be enforced

Why was
it important?
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In most circumstances, reverse engineering on a suspected
infringer’s product(s) cannot find out whether or not the infringer
uses another’s patented manufacturing process to manufacture
his/her product(s), and relevant evidence is not accessible on
market. Hence, Article 99 of the Taiwan Patent Act is a suggested
legal basis (which stipulates that where an article produced following
a manufacturing process is still unknown within and outside of this
country before the filing of a patent application for the manufacturing
process, another article identical thereto made by another person
shall be presumed to have been produced following the said
manufacturing process.) to prove a suspected infringer’s use of
another’s patented manufacturing process; that is, it is suggested to
file for evidence perpetuation before initiating a patent infringement
action so as to secure an advantageous position in the action to be
initiated.
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Our client (a Korean company) found counterfeit products bearing its
registered trademark in Taiwan (hereinafter the “infringing products”).
The defendant of this case (a Taiwanese national) first, in the name
of a Chinese company he runs, used on the infringing products an
imitated mark of our client’s registered trademark in China and then
sold the infringing products to a Taiwanese company which did not
know the infringing occurrence as determined by the court of Taiwan,
and the Taiwanese company further assembled and sold to other
people the products that contained the infringing products.

For the foregoing infringing conducts, our client filed a criminal
complaint asserting violation of Taiwan Trademark Act against the
defendant and successfully had the defendant indicted by the
prosecutor. After that, our client further initiated an incidental action
to assert trademark infringement and seek infringement removal and
claim damages against the defendant. In addition, the above
mentioned Taiwanese company that purchased the infringing
products with the defendant also filed a criminal complaint against
the defendant for the act of obtaining property by fraud as provided
by the Taiwan Criminal Code. The criminal case filed by the said
Taiwanese company was consolidated with this case by the
prosecutor for trial.

The criminal division of the district court in charge of this case
determined as follows. As the actual responsible person of the
Chinese company, the defendant knew about use of the imitated
mark because the infringing products had already carried the imitated
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mark before importation into Taiwan. Further, after this case was
uncovered, the defendant also issued a written statement to the said
Taiwanese company to prove that the products he sold were our
client’s products. Based on the foregoing, the judge determined that
the defendant clearly knew about the products sold to the said
Taiwanese company being counterfeit, and thus sentenced the
defendant to 7-month imprisonment for his violation of the Taiwan
Criminal Code and Taiwan Trademark Act and the 261 infringing
products should be confiscated. Also, the defendant’s illegal
proceeds in an amount of USD66,800 gained by the defendant from
committing the offense should be confiscated. Where the illegal
proceeds cannot be executed in whole or in part or unfit to be
executed, value thereof shall be collected from the defendant.

As to the incidental civil action, the district court held that the place of
the consequence of the infringement occurrence is Taiwan and thus
the district court of Taiwan has jurisdiction over this case and Taiwan
laws are applicable to this case. The district court sustained the
defendant’s intentional infringement upon our client’s trademark
rights, deciding that the defendant shall never use any mark identical
or similar to our client’s trademark. As to the calculation of damages
claimed, the district court held that the damages should be in an
amount of TWD2,274,000, which is calculated by having the average
unit selling price of each infringing product multiplied by a multiplier of
300.

IP advisers from
your firm involved:

PRI R AT
B
SIS ERAT
H. G. CHEN, Attorney-at-Law and Certified Patent Attorney

Chung-Cheng LIU, Attorney-at-Law and Certified Patent Attorney
Ting-Ting WU, Attorney-at-Law and Certified Patent Attorney

Other IP firms
involved:

N/A

Date(s)

2015.3.21 : KFrsE—XGHEE -

2015.10.19: REMHEWMHLBERRELT

2015.11.23 : A P AR ZE W SR T S IR0

2016.06 : [FIAZE Eziﬂﬁ APy BN AREETENATE
HCE 2 5

2016.07.05 * 1S A R BTN ATHOTEATE - W RS
KRE—[FEH -

2018.08.24 : ARZE T ARG

2018.8.27 : ARZEHJTIABEH M B HIR

Timeline: --

2015.3.21: 1% hearing attended by our firm.

2015.10.19: Defendant indicted.

2015.11.23:  Anincidental civil action initiated by our client against
the defendant.

2016.06: A criminal complaint filed against defendant by the
Taiwanese company for his offense of obtaining property by fraud as
provided by the Taiwan Criminal Code.
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2016.07.05: Criminal complaint of fraud consolidated with this case
for trial.

2018.08.24: A criminal judgment rendered by the district court on
this case.

2018.8.27: A judgment rendered on the incidental civil action by the
district court.

Why was
it important?
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The defendant of this case ran a Chinese company and took
advantage of the Chinese company to imitate our client’s trademark
and used the imitated mark on the infringing products and further
sold these infringing products to the Taiwanese company. As the
place where the defendant imitated our client’s registered trademark
was in China, whether the trademark proprietor can file a criminal
complaint and incidental civil action against the defendant in Taiwan
rises as an issue of this case. Our firm presented the following
Taiwan Supreme Court’s and the Taiwan IP Court’s holdings: If the
place of the consequence of the defendant’s offense is or the
damages of the infringement occur in Taiwan, or if the infringing
products are commercially available in Taiwan, Taiwan court has the
jurisdiction to try such civil and criminal cases. Moreover, even
though this case involves piles of files and evidences gathered and
the trial has taken a lot of time, our firm has been thoroughly
reviewing relevant files and information to actively assert and present
evidence against the defendant to prove his infringement, so that our
client can win the criminal case and incidental civil action and have its
damages reasonably recovered.
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(Criminal lawsuit of trademark infringement)

The Client is the proprietor of mark A in Japan, while a Taiwan-based
Company X had already outflanked the Client in registering mark A
in Taiwan since 2002 and further assigned the mark to its affiliate
Company Y several years later. In addition to holding the
Taiwanese registration of mark A, Company Y also successfully
applied with the Bureau of Foreign Trade under the Ministry of
Economic Affairs for registering itself as an importer and exporter by
the English corporate name identical to that of the Client.

Moreover, Company Y also imitated the packaging box and barcode
of the Client’s products and used such packaging box and barcode
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onto the product same with that of the Client for sale and export.
Also according to the Client, Company Y declared to the public that it
is the authorized distributor of the Client and is duly authorized to
use the Client's trademark(s) and packaging box. Such false
statements caused the relevant consumers in Taiwan and
international market to mistakenly believe that the product(s) sold by
Company Y at lower price(s) is (are) identical to the Client’s
products.

In view of Company Y’s imitation of the Client's packaging box
(bearing the mark A and device B) and barcode, the Client
authorized our firm to apply for registering device B as a trademark
(mark B) in Taiwan and further to file a criminal complaint against
Company Y’s responsible person for infringement upon mark B and
private document (barcode) forgery, for which the prosecutor
indicted Company Y’s responsible person (defendant) after
investigation.

Subsequently, the court of the first instance found defendant guilty
of use and forgery of private documents (barcode) and thus imposed
on him a sentence of six-month imprisonment, which may be
commuted to a fine payment calculated at the rate of TWD3,000 per
day, and the seized packaging boxes and products contained
therein should be all confiscated. The court also found that these
criminal acts having done by defendant since 2013 should legally
constitute one offense and defendant should be considered a
consecutive offender. The court imposed the sentence based on the
following holding and reasoning.

(1) Since product barcode is commonly seen in ordinary life,
defendant’s defensive argument is inadmissible that he did not know
the function and purpose of product barcode;

(2) Defendant asserted the applicability of “prior use with bona
fide” in regard to his use of the Client’'s mark B without seeking the
Client's prior consent. Nevertheless, defendant’s intent was
obvious that he took a free ride on the Client’s business reputation
by imitating the packaging box and wording of the Client’s products
because (a) nothing in defendant’s personal background pertained
to Japan, (b) as opposed to the Client’s first use of its mark A early in
1984, defendant subsequently changed Company Y’s English
corporate name to another one identical to that of the Client, (c) the
packaging box printed by defendant was extremely similar to that of
the Client, and (d) the device of mark B is not commonly seen in
ordinary life. Based on the foregoing, the court ruled that it is
groundless for defendant to assert his bona fide prior use of mark B.
Both defendant and the prosecutor took an appeal from the
first-instance judgment. The superior court affirmed defendant’s
offense sustained and also the sentence imposed on defendant in
the first-instance judgment and also dismissed the appeals filed by
defendant and the prosecutor, except that the superior court vacated
the decision of confiscation and advised that only the forged
barcode and packaging boxes but not the products should be
confiscated because the products contained in the packaging boxes
did not bear mark B and thus these products did not involve the
occurrence of trademark infringement and should be returned
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accordingly.

With respect to the superior court’'s decision concerning
confiscation, our firm represented the Client to request the
prosecutor to appeal this case to the Supreme Court on the ground
that the products contained in the packaging boxes should be
confiscated according to the Taiwan Criminal Code provisions with
respect to confiscation.

The Supreme Court dismissed the prosecutor’'s appeal and affirmed
the superior court’s decision concerning confiscation; that is, the
infringing barcode and the infringing packaging boxes should be
confiscated, except for the products contained in the infringing
packaging boxes. The Supreme Court judgment is summarized as
follows: (1) The amended provisions of the Criminal Code
governing confiscation were amended and promulgated on
December 30, 2015 and further enforced as of July 1, 2016. ... After
that, Article 98 of the Taiwan Trademark Act was also amended and
promulgated on November 30, 2009 and has been enforced since
December 2, 2016. After its amendment, Article 98 of the Taiwan
Trademark Act is the “special provision” as defined by the second
part of the second paragraph of Article 38 of the Taiwan Criminal
Code, and thus it shall prevail for application. ... As the packaging
boxes listed in the attached annex bear an infringing mark of mark
B, the packaging boxes should be deemed as infringing ones. In
this regard, the superior court acts upon the principle that “special
provisions are superior to general provisions” to confiscate the
packaging boxes in accordance with Article 98 of the Taiwan
Trademark Act, and therefore, the superior court did not err in
applying the provisions. (2) Moreover, the second paragraph of
Article 38 of the Criminal Code provides that a thing used in the
commission of or preparation for the commission of an offense or a
thing derived from or acquired through the commission of an offense
may be confiscated if it belongs to the offender. What the cited
provision stipulates is not mandatory confiscation. In this regard,
the superior court held that the products contained in the sealed
packaging boxes can be separable from the packaging boxes that
bear the infringing mark and thus do not amount to infringing
products. Even though the superior court failed to provide detailed
reasoning on why it did not confiscate the products contained in the
packaging boxes as a thing used in the commission of or
preparation for the commission of an offense as defined by the
second paragraph of Article 38 of the Criminal Code, the superior
court did not contravene the laws by failing to specify reasons. (3)
Except for the circumstances that an object of a crime, in terms of its
nature, cannot be separable from another or is integral to another
and cannot exist by itself in accordance with regular social beliefs,
the court may or may not confiscate the object of a crime on a
case-by-case basis, if the object to be confiscated is obviously
separable from another or its substantive effects or legal binding
force will not be affected after its separation from another.

IP advisers from
your firm involved:

PRI B (T
SRS EERAT
H. G. Chen, Attorney-at-Law and Certified Patent Attorney
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C. H. Wu, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

201545 H 19 H : MZ Bkt

20157 H 15 H * H—FETEMIER -

2016 £ 3 H 7 H * S5 F ML -

2016 /25 H 12 H * H—FETH —IEHER -

2016 /£ 11 A 21 H : $—FETHEEIETEFp -

2016 £ 12 H 15 H : 5—FEH -

2017 - 3 H 2 H * 5T EEIE R -

2017 -3 H 29 [ : B _FEMIEFPa4s -

2017 7 4 H 20 H : 53Rl TR -

2017 5 HA4H  EFEH -

2017 6 H 1 H : g B AR B5T -

2018 5 H 3 H : H=FFH -

2015.5.19: Indictment brought by prosecutor.

2015.7.15: Preparatory hearing held in the first instance
proceedings.

2016.3.7: Preparatory procedure concluded in the first instance
proceedings.

2016.5.12: 1° trial hearing held in the first instance proceedings.
2016.11.21: 4" trial hearing held in the first instance proceedings.
2016.12.15: Adjudication of the first instance proceedings.
2017.3.2:  Preparatory hearing held in the second instance
proceedings.

2017.3.29: Preparatory procedure concluded.

2017.4.20: Trial hearing held in the second instance proceedings.
2017.5.4: Adjudication of the second instance proceedings.
2017.6.1: Appeal filed by prosecutor against second instance
judgment.

2018.5.3: Adjudication of the third instance proceedings.

Why was
it important?
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Even though the Client's mark A had already been registered by a
Taiwanese company and the prescription for the Client’s filing an
opposition and invalidation request had both lapsed, the Client still
successfully registered its mark B to have a basis to file a criminal
complaint against the infringer and also additionally initiated an
incidental civil action to claim damages.

After enforcement of the amended Article 98 of the Taiwan
Trademark Act on December 2, 2016, an issue of law provisions
application arises, that is, whether or not an object in a crime which
does not infringe upon a registered trademark but is used for
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commission of an offense should still be confiscated according to
the Criminal Code provisions concerning confiscation. Since there
has been no relevant precedents to be followed after the
enforcement of the amended 98 of Trademark Act, the Supreme
Court’s determination on law provisions application (either the
provisions of Criminal Code or the Trademark Act) has aroused
much public concern after our firm requested for the prosecutor’s
taking an appeal from the superior court’s judgment.

Example work 4

Name and brief
description of
case/portfolio:
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A German bicycles maker sought for invalidation of an invention
patent owned by a Japanese manufacturer in the same trade. We
represented the Japanese patentee in the Taiwan IPO and
successfully defended the patent challenged. The German
challenger appealed and the Ministry of Economic Affairs upheld
Taiwan IPO's decision and our client's patent remains valid in good
standing.

IP advisers from
your firm
involved:

A MR T S5 A

B X ES TRV Rl i

PR b=l

AEHZ TAZAT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
TU Shen-Yi, Certified Patent Attorney

LI Ming-Yen, Patent Engineer

Other IP firms

involved:

N/A

Date(s)

2014.03 -
2014.07 -
2014.10 -
2015.05 :

ENE7 ety

R EW R EE(—)
Har \FRF A A ()
Har \FRF A A ()
2015.09 : 2 EHHFRIEERH ()
2015.10 - #a: \FERIREE(E)
2016.02 : {2 EHHFRIEER(E)
2016.07 : £E5& \F2 75 (V)
2017.04 : 2 EWHEREEERR(Y)
2017.06 : i
2017.06 : B3¢ A FEEH7EERE (1)
2017.07 : {2 EWHEREEERHF)
2017.09 : HE& \FEMRHTHEEOR)
2017.10 : 5 W H
2017.11 : ? EHEREEERION)
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Mar. 2014: Invalidation action filed.

Jul. 2014: Patentee filed response statement (I).

Oct. 2014: Invalidation requester presented supplemental
statement (1) alleging reasons for the invalidation being sought for.
May 2015: Invalidation requester presented supplemental

statement (II).

Sept. 2015: Patentee filed response statement (l1).

Oct. 2015: Invalidation requester presented supplemental
statement (IIl).

Feb. 2016: Patentee filed response statement (l11).

Jul. 2016: Invalidation requester presented supplemental
statement (1V).

Apr. 2017: Patentee filed response statement (IV).

Jun. 2017: First interview at Taiwan IPO.

Jun. 2017: Invalidation requester presented supplemental
statement (V).

Jul. 2017: Patentee filed response statement (V).

Sep. 2017: Invalidation requester presented supplemental
statement (VI).

Oct. 2017: Second interview at Taiwan IPO.

Nov. 2017: Patentee filed response statement (VI).

Nov. 2017: Invalidation action dismissed.

Aug. 2018: Invalidation requester's appeal dismissed.
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BRI
~ | 1. The subject patent is an invention on the actuating device of
Why was It | bicycle-used hydraulic brake. The challenger of the subject patent
important? seeking to invalidate each and all of the claims of the patent

presented a total of six supplemental statements to the Taiwan IPO
since the invalidation action was filed in 2014. In response, the
patentee twice amended the scope of claim of the patent changed
and the Taiwan IPO conducted two interviews during the
proceeding. The one-after-another attacks and defence presented
by the challenger and the patentee during the proceeding manifest
the extent of complexity involved.

2. As the same German bicycles maker at the same time
challenged the validity of the corresponding US and German
patents of the subject patent, the outcome of the invalidation action
in the Taiwan IPO will materially impact the validity of the subject
patent worldwide.
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3. The German bicycles maker appealed Taiwan IPO's dismissal
of its invalidation. The MOEA Appeal Board dismissed the appeal
letting stand Taiwan IPQO's decision and our client's patent remains
valid in good standing.

Example work 5

Name and brief
description of
case/portfolio:

— BT ERE 2 XE SR (RRE ) maEE
AR RS » BRI S — B A CE i BiE s = S5 A - 204
AR A B E R - (FRCERS I 2w 7y (AR P ) -
RS A el 1% [F) S8R BT 25 o 2 R el SRR g 4R 2
M R < e o B (el e R N 2 v AR & PGET ) © #2283 A
%18 m BB A AR - &8 —REAREEIR% - #8E8 ARZEIAR
MG AT A RS - I H AR ESE A CRRTE ) R
FOKR BTG H AR -

A Japanese stationery maker whose products take a remarkable
share in the Japanese market (and who is a client of TiPLO) sought
for the invalidation of a patent owned by a Japanese fellow member
of the trade. We represented the challenger in the Taiwan IPO and
successfully had the patent invalidated. The patentee appealed
Taiwan IPQO's decision and the MOEA Appeal Board dismissed the
appeal letting stand Taiwan IPQO’s decision. The patentee then
brought the matter to the IP Court only to realize after two hearings
were held that it would lose the action after all. As such, the
patentee proposed and entered into an agreement with the
challenger under the law of Japan where the challenger agreed to
and did duly withdraw the invalidation action in the Taiwan IPO.

IP advisers from
your firm
involved:

A MR S A

B X e ITE ¥ Nl i

= SR AR F A

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney

GAU Win-Chin, Patent Engineer / Chief of Sec. JPII, TiPLO Patent
Department

Other IP firms

involved:

N/A

Date(s)

2015.12 :
2016.03 :
2016.10 -
2017.01 :
2017.02 :
2017.08 -
2017.09 :
2017.11 :
2018.02 :
2018.05 : ZZERHIfE

Dec. 2015: Invalidation action filed.
Mar. 2016: Patentee filed response statement (I).

e

R R ERE (—)

2 B S T

EZ;E%’*J\E =2ERE (2
B RIERR AR L Z By

s IR 2 55 [

HEREE N MR

BEA R GRE

BRI B
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Oct. 2016: Invalidation requester supplemented reasons for the
invalidation being sought for.

Jan. 2017: Patentee filed response statement (II).

Feb. 2017: Taiwan IPO decided on the invalidation action and the
patent challenged is invalidated.

Aug. 2017: MOEA Appeal Board dismissed patentee’s appeal.
Sep. 2017: Patentee initiated administrative action in the IP Court.
Nov. 2017: First court hearing held.

Feb. 2018: Second court hearing held.

May 2018: Patentee and the challenger signed the agreement
under the law of Japan.

Why was
important?

it

1LAFHENGEN —EH LEZHAEN AR 8N (KAfEF)
I AR BR g AT AESRER - W [EIRFIRT 55 R ~ #EH ~
BRI ESS 2 B EHA Z EaZ BUE E SR B R IR AL - AR P A
FEZ R E AR - BCE AT FREN BB R 2T A R’
MHEBFPSHELR &ETSZ M - BUSBIGRIr - TREERH
it BR 2 Z AHRASTEA A IEEIHYE B -
2ARE Z FEAEIN A2 FEA 2 FHH T HAVEZEREIRTRHEUE &
THER SR FTIE 8 7 FERZ AR B Y R A MR R SRS R i L A
&2 ARENE ?
SAEYERZFERETHETRER - ME RN 1 FEANEIES
BEERIT ZFR oy HATREE IR 4 {8 H A BRNEL B w2 4 A\ Z 5T » 5
REESH B AR - HARBUE < B TT 17K 2 Ry 1EHE
A BEPRW RS N m B R EBTAESTY - RS —KBHET » HEREE APRRTY
e 7 ] = =i N 12 ) N = NN S =5
1. The patent in issue is an invention on writing instrument. The
challenger of the patent (and client of TiPLO) and the patentee were
the parties to a patent infringement lawsuit in Japan where the
patent in dispute is the patent challenged. During the proceeding
of said patent infringement lawsuit in Japan, the client (namely the
claimant) filed information with the USPTO, the KIPO and the SIPO
challenging the validity of the local corresponding patents of the
patent in dispute. As such, whether or not the invalidation action in
Taiwan would turn out successful is of extreme importance to the
client. Winning the invalidation sought for will not only clear the
way for the client to launch all new products to come but also help
solidify the client’s position in the lawsuit in Japan as well as in the
invalidation sought for of the corresponding patents in relevant
countries.
2. To solve the dispute at hand is to answer these two questions:
Is the technical feature of the friction structure of the patent in
dispute claimed on the writing instrument readily disclosed by the
prior arts cited? |Is it possible for a person skilful in the art to
combine the cited prior arts to achieve the patent in issue?
3. It took only 18 months for Taiwan IPO to decide on this month and
less than 4 months for the MOEA Appeal Board to deny the
patentee’s appeal, which efficiency is fairly uncommon. The main
reason accounting for the speedy decision is the tenable solid
grounds and attack we presented on behalf of our client against the
patentability of the patent challenged.
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4. The patentee decided to sue the Taiwan IPO only to realize after
the IP Court held two hearings that it had little chance to win the
lawsuit and so proposed and sign a settlement agreement with our
client in Japan.

Example work 6

Name and brief
description of
case/portfolio:

— GBI IIEVE B RS - mEOR AR B E R 5 R S ORI
—ZF B INEVE R RER (AR ) ZEHEMN » ZAFRLUES
HEVERFERE  FREEAIOLZRy (KFTE P - 284
N f& e £ SR SR 28 s 2 B Gtai - SR 2N ER
Z oy B s N\ 2 TR (AR P ) - 284 Amii& 18 & e
M EEEBERETT - B EM A AR AR ERETT (AR PiT) - 284
A BATE A& TEUER IR 5T -

A Taiwanese glass cookware maker sought for the invalidation of an
invention patent owned by a Finnish company who is also a glass
cookware manufacturer. We represented the patentee in the
invalidation action and successfully sustained the validity of the
patent challenged. The challenger appealed and the MOEA
Appeal Board upholding Taiwan IPO's decision dismissed the
appeal. The challenger then sued the Taiwan IPO but in vain and
the matter is currently pending decision by the Supreme
Administrative Court on the challenger's appeal.

IP advisers from
your firm
involved:

A MR T S5 A

B ZE B B A

=t 1 Vi[RvEPN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
HUANG Zhong-Mo, Patent Attorney

Other IP
involved:

firms

N/A

Date(s)

2014.05 -
2014.06 -
2014.11 -
2015.11 -
2016.07 -
2016.08 -
2016.12 :
2016.12 :
2017.06 -
2017.12 :
2018.01 :
2018.06 -
2018.06 -
2018.07 :
2018.08 :

i cmies g
TEEMERER (—)
B Nt e Al ()
TE R EREEERHT)
g Niem e A (2)
TEEHEREERE)
Bt N A (=)
ek Xiiei e e ges i (U))
IR ARIL
o FIRE A5 [
e NGRS = Y Gt
BEARES—XGE
%% %wztﬁ””* —KBRE
BRI BT
Bt NS TBUABEE L5
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May 2014: Invalidation action filed.

Jun. 2014: Patentee filed response statement (1).

Nov. 2014: Invalidation requester presented supplemental
statement (1) alleging reasons for the invalidation being sought for.
Nov. 2015: Patentee filed response statement (ll).

Jul. 2016: Invalidation requester presented supplemental
statement (Il)

Aug. 2016: Patentee filed response statement (lll).

Dec. 2016: Invalidation requester presented supplemental
statement (I11)

Dec. 2016: Patentee filed response statement (1V).

Jun. 2017: Request for invalidation dismissed.

Dec. 2017: Appeal dismissed.

Jan. 2018: Invalidation requester initiated administrative action in
the IP Court.

Jun. 2018: First court hearing held.

Jun. 2018: Second court hearing held.

Jul. 2018:  Action dismissed.

Aug 2018: Invalidation requester appealed IP Court decision.

Why was
important?

it

: /%%a#ﬂ{%%%#ﬂm*ﬂf}iﬂﬁ13773/2)52 CE SRR 2R A St
A oKIEfRHERSE - 5 2014 FHFEREE - iR IR U
%EZ%%?*)\ (AFTEF) TMEHIURERE - HIRNARZEINS A=
W EE TR ZE 2 PR Ry B A -
2. REZHIGEEAEREBEE < SR A it - iR E AT~
BUERSHE 77 Al B 1888 R P HA Z B Filahe sl > R %
Eﬁ%»uf REREF BN EAHE ZF -

R B E R R B SE A L 2 BR 7y (AR P Ibs
uﬁ) B N2 A RS B2 iE o M SO TR R Z B g
FESTIRE - SREE AR A B [ 2 IR oy e BR8N 2 5T (AR
HEEWEET) o
4. E/\%ﬂ%xﬂﬁ%ﬁfi?jﬂj EREEE RAVE—(E H MR T A Fr g
o= ralkam e o WFERIY R H RIS HIER S ARG CARFTE FRFT) ©
MR ZE ¥u¥f§EBi)%}/Eﬁ HZERT SRR R IERE - (A B 2R
IR IR 2 P03 -

1. The patent in issue is an invention on the method and device of
heating glass. The challenger aiming to strike all of the claims of
the patent presented a total of four written statements throughout
the proceeding since 2014. We presented four written statements
in response on behalf of the patentee. Whether the patent
challenged should stand or be invalidated will decide who shall
prevail in the patentee's patent infringement action against the
challenger.

2. The key to the attack and defence lies in the existence of the
motive to combine the cited prior arts.  As the prior arts cited by the
challenger each disclose a different part the technical features of the
patent being challenged, the defence shall focus on demonstrating
that no person skilled in the art would be motivated by any of the
cited prior arts to combine them.

3. The Taiwan IPO found the invalidation being sought for
untenable after looking into the statements presented. The
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challenger appealed only to see its appealed dismissed by the
MOEA Appeal Board. That is, Taiwan IPO's decision is let stand
and the patent challenged remains valid in good standing.

4. In the administrative action the challenger brought against the
Taiwan IPO, the IP Court conducted in the same month the
preparatory proceeding and the oral argument session both, which
is rare in practice. Moreover, IP Court decided on the action letting
stand Taiwan IPQO's decision (sustaining our client's patent) in the
month that followed. Obviously, the IP Court considered the
argument presented by Taiwan IPO based on the statements
presented by the patentee in response to the invalidation tenable to
quickly find to uphold Taiwan IPQO's decision on the invalidation
action and our client's patent in issue remains valid in good
standing.

Example work 7

Name and brief
description of
case/portfolio:

— BB < SR RSOV B 7 R 5 R S TR R H
—HA s E RS (A& ) Z8H] - FEHEEE S B E
[T - (ERCR BRIy (AR P ) » 2848 A& (6
B ERTRE AR e 2 B ST - SRR e R BB E 2 R o i
B[22 N2 CRATE EEET ) 2888 N (& e m & Bl vk
BEtESTT

A US telecommunication equipment manufacturer filed a request
with the Taiwan IPO seeking invalidation of a patent owned by a
Japanese fellow member of the trade who is a client of TiPLO.
Taiwan IPO dismissed the invalidation action thereby sustaining our
client’s patent. The challenger appealed and the MOEA Appeal
Board upholding Taiwan IPO's decision dismissed the appeal and
the client's patent in issue stands still valid in good standing. The
challenge proceeded no further.

IP advisers from
your firm
involved:

A MR S5 i

gV VRl ]

FR(E R TAZAT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
SU Fu-Chang, Patent Engineer

Other IP firms

involved:

N/A

Date(s)

2013.01 : #hEEEER S

2013.04 : 2 2 WA RH(—) K B 5 I A B A E]
2013.11 : HE&E AP E()

2014.01 : R EWHEREERE(T)

2014.02 : B \ IS HEHE()

2014.04 : FEEHHEREEE(Z)

2014.05 : B \ ISR HEEE(D)

2014.09 : $E 2 HEREE A EH(T)

2015.01 : £E58 \FEHI 7 ()

2015.05 : $£ 2 #ER A EHT)
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2015.06 - #3k \femi B HE=(T)

2015.07 - #ak AR B EHECR)

2015.11 : R EHER S B RI(ON) KBS S I FR S B A1 #E[E 2015.12 « 22
#NEEHTHEEE©D)

2016.04 :
2016.05 :
2016.09 :
2016.09 :
2016.10 -
2016.11
2017.06 -
2018.03 -

Jan. 2013:
Apr. 2013:

TEEHEREERHD)

MR AT

TEE MR\
YRR I

B \IEmi e iEV\)
R RO
R AL

S FRE AL ]

Invalidation action filed.
Patentee filed response statement (l) and a request for

amending scope of the patent being challenged.

Nov. 2013:

Invalidation requester presented written statement (1)

alleging reasons why the patent should be invalidated.

Jan. 2014
Feb. 2014:
Apr. 2014:
May 2014

Sep. 2014:

Jan. 2015:
May 2015:
Jun. 2015:
July 2015:

Nov. 2015:

Patentee filed response statement (ll).

Invalidation requester presented written statement (l1).
Patentee filed response statement (lll).

Invalidation requester presented written statement (lIl).
Patent tee filed response statement (IV).

Invalidation requester presented written statement (1V).
Patentee filed response statement (V).

Invalidation requester presented written statement (V).
Invalidation requester presented written statement (V1).
Patentee filed response statement (VI) and a request

for amending the scope of the patent.

Dec. 2015:

(vi.
Apr. 2016:
May 2016:

Sep. 2016:
Sep. 2016:
Oct. 2016:

(Vi.

Nov. 2016:
Jun. 2017:
Mar. 2018:

Invalidation requester presented written statement

Patentee filed response statement (VII).
Taiwan IPO conducted an interview.
Patentee filed response statement (VIII).
Taiwan IPO conducted a second interview.
Invalidation requester presented written statement

Sept. 2016: Patentee filed response statement (IX).
Invalidation action dismissed.
Invalidation requester's appeal dismissed.

Why was
important?

it

1. ZFHARRR—(E

5 $T¥E

’%LH% HERIAE Z SesA A HEEEE

ik

Hean B E 2 SFIHEN] > Bk AR 11 (E:E
F R ZFEAA Bt &
LR AT DL A

HEEORIESE 64 TEFE AR

2. EBE&%%S%?IE EEE 64 1 > TR 11 (EEREEE - ARBEHA
e sR sy NS5 5 B4R O (B b E N EREE - BRI RAVE
1T KA > FERF 4 SEA RS A O 2 E - R AEEEZER

TR

3. ARTEILIER EitE i E T 2 (EEERAT AR H RN 2P

(Bt > A HSGBEE - 5500 NE

THe IR S VR E 3 7R
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TR E EZ B - BEME R ER 2 B am KBRS A LY
BRIy 0 ARTE SR -

4. B3 \ig m 4R B 2 B ST ST 4 2
WA E Jey Z i oy T Bl 2R 3 N Z 5TRE (AT P IbsarT ) © 284 Af2 I
B o) B R AR RESST -

1. The patent in issue is the invention on a signal adjusting device.
The challenger cited a total of 11 prior arts with a view to striking all
of the 64 claims of the patent. In the proceeding, the invalidation
requester attacked the non-obviousness and inventive step as well
as the specification of the patent challenged alleging that no person
skilled in the art is able to reduce the patent claimed by reading the
specification which is vague and unclear.

2. Given the complexity of the case with as many as 64 patent
claims and 11 prior arts involved, the invalidation requestor
presented 9 written statements to elaborate the grounds alleged for
the invalidation sought for and the patentee presented also 9 written
statements in response to defend the patent and Taiwan IPO
conducted two interviews for the case (which is rare) and took four
years to decide on the case.

3. We first had two of the prior arts cited stricken procedurally for
both of them were laid open after the prior filing date claimed by the
patent challenged. For substantive issues, we successfully
convinced the examiner of the patentability and practicability of the
patent challenged to vacate all of the allegations presented for the
invalidation: all of the 64 claims challenged remain valid in good
standing representing an overall victory for the client.

4. The challenger aborted the quest against our client's patent after
appealing in vain Taiwan IPQO's dismissal of its invalidation action.

Example work 8

Name and brief
description of
case/portfolio:

—HAFERGEERIERT » WO E R 2 S e SR EOR N
—HARERACERNER (AFTEF) ZH5AH] - R E S

e % » RSN 2 ey (AR PEET ) -
DINBE I

A Japanese semi-conductors maker sought to invalidate but in vain
a Taiwanese patent owned by a Japanese fellow member in the
trade whom we represented in said invalidation action. The
challenger decided to pursue the invalidation no further after Taiwan
IPO denied its request for the invalidation.

IS PN

PR AT SR

IP advisers from SRR SR E
involved: J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
WU Wei-Fen, Patent Engineer
Other IP firms
involved: N/A
D iR A
Date(s) 2017.01 : HeHLEREs

2017.04 : 2= #PREER ()

18




TP

Attorneys-at-Law

_____ ce 1965

SEEHMBR TN T FHA

2017.11 : BR&s Nf2f e i

2018.01 : $E 2 HHERAEERH )

2018.03 : FEHFE AL

Jan. 2017: Invalidation action filed.

Apr. 2017: Patentee filed response statement ().

Nov. 2017: Invalidation requester presented supplemental
statement.

Jan. 2018: Patentee filed response statement (ll).

Mar. 2018: Invalidation action dismissed.

Why was
important?

it

1. ZFHEHNGREN—FERGSEE 2 SR 8 A2 2R3
s MR R R R - AN IR AP HEAER A IO &
FENEEBREHE T - AR Z Tl S Z= B AU FI 2 AR
RETEAEEA] -

2. EARTHEEZ BREVINE R ZEFEZ BN DUEHET &
EERTTE B RFERNNEE R R - (CFEZ B EEIVE
i F BT B R S 8 R M AR B LR (RERERTFR
HIAE—F R E RSN TR 77 2848 N [EIRF TGRSR > fith
H Ry 2 ] T LA SR S B G Y AL -

1. The patent challenged is an invention on certain semi-conductor
device. The invalidation requester cited a total of seven prior arts
to back the invalidation sought for. As the patent challenged had
four divisions pending examination in the Taiwan IPO, the outcome
of the challenge would be the key to the grant or denial of the four
divisions.

2. We communicated closely with the examiner for an insight into
what he might have in mind so to formulate the strategy to defend
the patent for our client. We produced a simulation video for the
examiner to get hold of the difference between the technical
features of the patent being challenged and those of the cited prior
arts each. Our efforts proved successful as the Taiwan IPO
eventually held the invalidation sought for untenable in less than a
year, which decision is uncommonly quick. Further, with the
challenger deciding not to appeal and Taiwan IPO's decision stands
final and irrevocable, our client continues to hold a leading market
share.

19




TiPID
Attorneys-at-Law

_____ ce 1965

Example work 9

SEEHMBR TN T FHA

Name and brief
description of
case/portfolio:

Trademark Application

PERE 4 © Sling Fit

SEFRE © 01895250

B Bl 25

fEER on ¢ EENEE - BT B
RAIEMEN © S5R% - SEIEMT ARG A =]
Disputed TM: Sling Fit

Reg. No.: 01895250

Class: 25

Designated Goods: Sneakers; boots; trail shoes
Registrant: The North Face Apparel Corp.

AP 2ER - SHIEATARERLL T Sling Fit ) FREEREIE - BEME R
VA E TR " Sling | {EEESHEA R IR 2 2 B R
"Sling Fit | &f5 " 2RIPRASSRIEL | BB HER AR BRI SO
A AL PR EE 2K © 2RI &P EENEHEA R S5 H 55 25
AERR - BB R R AT N B4R 8 18 IRE P R MR
i BRI P EIREARKIREE e mHE & - iR
SMER © BNEREEEIE AR RS - G R4
FAREA MRS AAVE EREM " Sling Fit, —38 - BRI PHE
BARSEANE » AR AT -

The Applicant, The North Face Apparel Corp., filed an application
for TM “Sling Fit” designated for use on footwear. After preliminary
examination, the Intellectual Property Office (IPO) opined that
“sling” in the footwear industry may refer to straps of sandals; “Sling
Fit” meaning “straps fitting over the heel”, is descriptive and not
distinctive, thus should be rejected. However, the application in
the USA reveals that the disputed trademark actually originated
from an idea for interior safety design used on footwear. The
Applicant after reduction of the designated goods based on actual
use situation successfully convinced the IPO: the instant trademark
will intrigue consumers’ curiosity why “Sling Fit” is used on
“sneakers; boots; trail shoes”, not “sling back” type footwear, and
should be deemed distinctive. The disputed trademark was
eventually granted registration.

IP advisers from
your firm involved

PR R/ A

15 B CH R B/ ST

PRECE AT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Rick S. T. YANG, Attorney-at-Law / Patent Agent

H. J. Chen, Attorney-at-Law

cher IP  firms N/A
involved
2016.12 — FZ A PR S -
2017.05 — R ) OA JEAINI B A KER. -
_ [O|FEsnEE = 3
Date(s) 2017.07 — [o|EHEMEF OA

2017.12 — 5 20 Rl M s A A A AT -
2018.02 — LM A -
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December 2016 — Application filed

May 2017 — First objection raised by the IPO

July 2017 — Response

December 2017 — Approval decision issued by the IPO
February 2018 — Publication for registration

PR EE RN W0 3 B PE B e )5 Ban MR RR A i Ebir
PR [ oA B % (5 PR i A0 L EL B R S 1R R I » B0 )5
e ?

FEAE R P E IR R KRAVIEIL T R IR AS FR s A (5 A P
anfe T RS L A Ry T AEEDEE - BT - BUEPEE > SERHEREE AL
e T Sling (EERRAAY ), —3 2 EE ;AN - AFTRE R AERE E A
T - HREHEEEE T Sling back | Ty i EE FERFE BERC 0 FEIMTESEH
FEEREE NAGEMAY "B ShEE -~ L1 - RBFEE | Fskp > T Sling |, 423
R RIS IR 2 E A LI FRR I ST T A 3
T e

AR R R - FP AR MM AIEARER - TR E
2R - EASFr LB R % S AR B EEHA L > ¢ USPTO &2
PR ER 5 8 R AE R AR S ERE - P B SRR AR IR
REEFIFRE] - JTRER R P BEE & AR IR A RS - Ry P i Y

PRbE -

If a trademark application after preliminary examination is
Why was it | considered descriptive and not distinctive, how to overcome the
important? obstacle without substantial materials for the trademark not being

actually used to prove distinctiveness subsequently acquired?

The reduction from “footwear” originally designated for application
to “sneakers; boots; trail shoes” under the Applicant’s actual use
verifies that the Applicant does not seek to monopolize “Sling” at all.
The pictures from the internet and media reports indicate that “Sling
back” is a fashion type footwear and further support the word “Sling”
absolutely is not a common word seen in the industry of “sneakers;
boots; trail shoes”, and successfully convince the IPO of the
disputed trademark’s non-descriptiveness and distinctiveness.

In the very first stage of filing the disputed trademark, the Applicant
did not provide any use proof nor explain the design idea.
However, after checking the disputed trademark registrations in
other countries, the amendment of goods in the USA registration
was found. After further discussion with the Applicant for the
trademark use, a best strategy for registration was appropriately
made to protect the Applicant’s right and interests.
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Name and brief

description

case/portfolio:

of

Trademark Opposition

Zppg - Al

SRS 0 01796696

M@l 7-11

fEEmm - fHAEVE T8 © SEEHEREE BByt © EEFR

PR ERIVES T EEIR AR © FETFEISAT RS © Ry

VK% S EEIE N A% EEEIEKEE 0 RERIETEIEER 0 2 IhEE

V)SEr% ; EEARERS  EEIE M EEEARH  EENLRI  EEY

%ﬁ%'”%iE@E%:%E% %ﬁ%ﬁ ST BEENE B
o ZRRSUEEN . EEIHURF TV EEIEIEE  EHEYJ)  EE

EEJIE Lﬁ%'ﬁ@@%%'iEMI%%WQ%'”%ﬁ%ﬁ

T B EE BB LE IR BN TR 52

et EEREERE - (B 7D

INEGEE > ZRREERME Iﬁ%““% AEEH (ZE8HH) > Bx

KM% BAEEHS © UKFE RO $ﬁﬁﬁ JNEAK 5 BEEE

BEOHNERE  BRFHZKHR/KES 5 nﬁﬁ BEENES IR %%ﬁ %

I - B0 RORNE - EEERE Wﬁﬁ%ﬁLf% ZEmHE

FERETEAR B  F20E 5 BRigt © BERME © 22 RaNent

BEHEIFRRE » BRE > REHEZS AERRERS - 25 21

RIEE 125 » BEER » 2R A FLITENE » ik B g

&35 IR K 25 + FLITREOK 28 © EERANE © B EEH  SIREME IR

JE  EREE - (18D

PEIEME N @ REEHNE - ﬁﬂéﬁﬁlﬁﬁ&' NE (RFTEF)

5O AN AgEETARES

A\DEA

ECTRON

FELLEERAIE - miwiw 7 GRS 7 - 11 3538)

Disputed TM: £lJ4
Reg. No.: 01796696
Classes: 7 ~ 11

Designated Goods: Citrus juicers; stand mixers; electric blenders;
electric hand mixers; electric juice extractors for household
purposes; electric meat grinders; pepper grinders (not
hand-operated); electric ice crushers; electric food processors;
electric ice slicers; mills for household purposes (not
hand-operated); multichoppers; electric can openers; electric edge
sharpeners; electric washing machines; electric dish washers;
electric pants pressers; electric knife sharpeners; vacuum cleaners;
bags for vacuum cleaners; electric carpet shampooing machines;
steam cleaning machines; electric garbage disposers; electric lawn
mowers; electric trimmers; electric gardening tools; filtering
machines; high pressure washers; metal processing laser cutter;
electric screw drivers; electric drills; electric saws; electric power
hand tools; soldering apparatus; sharpening machines; wax
polishing machines; dry-cleaning (class 7)
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Heating apparatus, steam generating apparatus, air drying
apparatus, ventilating apparatus (air conditioning), drinking
fountains, bath installations; refrigerators; steam generating
appliances; cooking rings; hot plates; electric kettles; electric deep
fryers; filters for drinking water; freezers; heaters; electric radiators;
warmers; toasters; electric rice cookers; microwave ovens; coffee
makers; air filtering installations; ioniser for treatment of air; hair
dryers; clothes dryers; dehumidifiers; humidifiers; air conditioning
equipment; electric dehumidifiers; electric furnaces; household
heaters and household warmers; refrigerating machines; desk fans;
floor fans; ventilating fans; room coolers; oil and gas ranges; oil and
gas stoves; lighters for kitchen; gas lighters; induction cookers;
ovens; electric cookers; air-conditioners; electric hair dryers; electric
fans (class 11)

Registrant: Skyworth Group Co., Ltd. (our client)
Opposer: Aidea Company

A\DEA

ELECTRON

Cited Trademark: === 5 (registered in classes 7, 11, 35)

S N HI R AFTA SE 255 01796696 RSEfetl 5k » 0 B RS
PR A S TRl BRERIETE ez B A%
PP R AE S AHE - 0 b4 AR e E AL AT SS 35 M
Hy T AT ERE - MM AT ERE - FEAEHaT MR
% AT AT E et i ST B A an i BB EEH BT H
BN - I RIS AR RO ERRE L B

B BB SR 1% - S0E R PRl DS B i AN A
Vb= A (/AR - 2 N AV A 37 A | A S L I B
st NSRRI S HEEE

The Opposer filed an opposition against TM Reg. No. 1796696
based on that the two parties’ trademarks contain the same Chinese
characters "£l4f”; some of the designated goods are classified into
the sub-classes of the same classes; the designated
services "machinery and equipment wholesale and retail; household
daily necessities retail and wholesale” of the cited trademark are
connective in sales channel with the electrical appliances of the
disputed trademark, therefore, the two parties’ trademarks would be
likely to cause confusion and misidentification.

The IPO after reviewing the two parties’ reasoning decided that
there is no likelihood of confusion and misidentification between the
disputed trademark and the cited trademark. Following the
decision made by the Ministry of Economic Affairs to dismiss the
administrative appeal instituted by the Opposer, this case has
become final.

IP advisers from
your firm involved

AR R i/ S5 i

S EREETITE VRl RCLDN

PR EE AT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Rick S. T. YANG, Attorney-at-Law / Patent Agent

H. J. Chen, Attorney-at-Law
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Other IP
involved

firms

N/A

Date(s)

2016.12 — Fifk AL AT IR 5 -

2018.01 — LRI Jey oy Fafe N TR 77

2018.07 — &OME Ky T ETRREL ], ZFPREIAE o

December 2012 — Opposition filed by the Opposer

January 2018 — Opposition Unfounded Decision made by the IPO
July 2018 - Decision made by the MOEA to dismiss the
administrative appeal filed by the Opposer

Why was
important?

it

WA PR AT T (50 P 2 P ot B B — P e 0 SRR AR S (38 mT Rl e L
M ? T RS EALE - SRS EME FEAEALSE
#3E B RSN HKEM M BRI R RS ?

Siak NPT R S R AT & (5 — SR AR S R o2 T 0729 RI@ ]
B EN ) (BHFEENREL T - Bz i 2 iR
JERL - Dl e BIRS  R A R T ERTEE H EAR R Z ) > P amE
AR BB T 2 e FRAE 2 5% 3 SR - 18T > 2 Frsie 2 TR
BB D SR EEH . T RS BERSAREES ) IR
AL -

BN AP E N EE 2 Bt - M T | T B
e R B - EHE LT EME, BRSO G - 5%
SR AN RAE 2002 FFEIDL T A4 | AN EGE - AR
SR B m L AT - (HRBAEN 2013 SR MHE DI
Pt [ RS EAE ) R TR EELEERALTE
B ERIIE TR - 3 IR AE RGN - JKRERE s
AR R A RN E RS A S HmEEH R - e LELE
W 2 P AR A ORI AT L > SRR AL BE o7 ©
AEmiEEET > BBREEFE TR S ( Trademark
Portfolio ) - $5 H1#5 DA SRR REAIA P2 = SE St T Al pefsiae it
FHVEE » AR &S AR A aree L Y 5k 5 WA &
HHEE S K B BT - AR P B e i S A R DL
afe e sE R4 0 DR EIA A& P LS -

Should the goods/services in the same sub-classes designated by
two trademarks be considered similar? Whether “machinery and
equipment wholesale and retail; household daily necessities retalil
and wholesale” are similar to “electrical appliances; home
appliances”™?

Some items of the two parties’ goods listed by the Opposer are
classified into Sub-class 0729 titled

“Machinery parts not belonging to other classes”. However, this
sub-class is too broad to list specific items. Besides, the
classification of goods or services is for the convenience of
administrative management and search purpose; the classification
is not absolutely meant to serve as a limitation on the determination
of similar goods or services. Therefore, “filtering machines” of the
disputed trademark should not be deemed similar to “fan motor” and
“cooling radiator for motor” of the cited trademark.

Even though the designated electrical appliances are somewhat
similar to “machinery and equipment wholesale and retail;
household daily necessities retail and wholesale” of the cited
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trademark. However, the disputed trademark owner in 2002 has
registered TM “glj4f” designating for use on TV sets and LCD
players, which are home appliances but he cited trademark in 2013
was granted registration on “retail and wholesale of electrical
appliance etc.”, which means that the designated goods/services
are not very similar. Media reports indicate that the disputed
trademark is quite familiarized to relevant consumers in the field
relative to TV sets and fridges, and evidently the two parties’
trademarks are not likely to cause confusion and misidentification.
An opposition unfounded decision is therefore rendered.

After inspecting the client’s trademark portfolio, the allegation of
likelihood of confusion and misidentification between the two
parties’ trademarks was rigorously and successfully refuted by the
co-existence of the disputed trademark registered earlier and the
cited trademark, and the disputed trademark is more reputable than
the cited trademark.

Example work 11

Trademark Rfe_vocation

LFWE: ) (R&GRED

aL SRS, © 385582

YR - 25

FEEMEm © SRR

PN & B AR AE

FEIEEREE A EMAIRY - ERGAIRAE (CAREF)
NG I Y

Disputed TM: (K& M@

Reg. No.: 385582

Name and brief | Class:25

description of | Designated goods: Various kinds of clothing
case/portfolio: Registrant: Chin-Feng Enterprise Co., Ltd.
Petitioner: Lenzing Aktiengesellschaft (our client)
Cited TM: K44

HEE N HI IR A FTE sk M 553855825 Rt fethi 5 11 B B )
oy IR AN FR 2 BT EE A S A F RN R LA AT =
FHNEMARATEE 2 SERREN L RFEEZEME TR
Feoy > PEERE N IR Z i o3 TR ARSI - o AR R a5 i AT
TE IR ARBR R 3 A i RS PR B] > Za 55 pe AR AT 28 58 1 o b
TE o

The Petitioner filed a revocation petition against the disputed TM
Reg. No. 385582. The IPO considered the disputed trademark
should be revoked in view that the use proof lodged by the disputed
trademark owner is unable to evidence that the disputed trademark
had been used on the designated various clothing within three years
before the revocation petition was filed. In disagreement with the
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decision, the disputed trademark owner instituted an administrative
appeal. The MOEA dismissed the appeal considering that the
IPO’s decision is not improper. The revocation of the disputed
trademark registration was therefore ascertained.

IP advisers from
your firm involved:

PGSR BT/ S5 A

s RUERESETIE S RIIRWE DN

RIHENES B

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Rick S. T. YANG, Attorney-at-Law / Patent Agent
Mei-Ting Chang, Paralegal

Other IP
involved:

firms

N/A

Date(s)

2016.04 — 2 Hi g 1E

2017.05 — & B 5 Ry g LR 2 Jia 7y
2017.06 — fE#LETHE

2017.11 — AL ]

2018.03 — HiEHEF it A

April 2016 — Revocation petition filed

May 2017 — Revocation founded Decision made by the IPO
June 2017 — Administrative appeal filed with the MOEA
November 2017 — Administrative appeal dismissed

March 2018 — Publication of the revocation

Why was it
important?

(58 FHEE R 2 A S FI -

Use proof acceptable or not
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fiars o ARG E T ER HaERE G -

PR | e BIEE | FRUERS (EFAAT 3 FEN 2 (i eI DA 440
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BBV ERLUAUAF
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FEE - SRR EEIE R - N E R Ry > &0
Bt RN IETE R - B A R 2 7=
— AR EEA R - ST RN EE R EAER
A o AR MR (BT BERS T PAmE ~ HUR Z5R%E » DA
T RAEEE B fE n E R 0 I I 2 A EEEE - B EEUE S HEE g 1 H
Al 3 FENEAFAE - MEAMERS (5~ K’k - #H) EERARFEEE
S EL T IR S PR AR EeEG - EELISEE B e ss I B 5 g 1k H AT 3
FEANEFEEE I R F RN e E 2 SRk o BEVER
T s 1 TR sEMHE TR I iR oy - AT A AN IR 7 Fe
FFRR o H AR BN TR R s T B SR AR PR oy R SN A T Ry SRR
[A] » ZFrH IR T e (- HE T -
The Petitioner filed an application for TM “x4%” but the IPO issued
an office action citing the disputed trademark.
Then the Petitioner commissioned an investigation agency to check
use of the disputed trademark and learned that the disputed
trademark owner is affiliating with “EDWIN BROTHER CO., LTD.”
and “DABUS CO., LTD.” which take charge of distributing products
at marketplace. Since the investigation revealed that the disputed
trademark was not used on any product, the Petitioner therefore
filed a revocation petition against the disputed trademark.
The disputed trademark owner, Chin-Feng Enterprise Co., Ltd.,
asked the Petitioner to withdraw the revocation because the
Petitioner was permitted to use’-k4%” trademark without any legal
action taken in a verbal agreement between them at an early stage.
Despite the Petitioner trying hard to make a deal with the disputed
trademark owner, no amicable agreement was reached eventually.
The disputed trademark owner lodged the evidence showing use of
the disputed trademark within three years before the revocation
petition was filed. However, except photos of two pants labeling
the disputed trademark entirety, the invoices, clothing sample and
webpages where the disputed trademark entirety does not appear
should not be accepted as use proof. A further investigation was
conducted to check if the disputed trademark entirety is actually
labeled with the two pants. Failed to find the two pants exactly the
same as those shown on the photos from the affiliate’s
counters/stores, the investigator finally purchased a men’s shorts
bearing an item number listed by the disputed trademark owner in
their defense. However, the disputed trademark was labeled on
the interior side of the pocket. In our opinion, such labeling on
clothing does not meet general commercial usage, instead, it is just
a way of identifying which brand of fabric the manufacturer used to
manufacture the pants.
The IPO in the decision to revoke the disputed trademark
registration opined, pants photos do show the disputed trademark
on the pocket inside of the pants or the paper tag; however, the
consumers when purchasing would scarcely turn the inner side of
pants pockets out for inspection of the trademark; to label the
trademark inside of pants does not meet general commercial usage;
it is hard to say that such labeling will make consumers identify
source of goods; the paper tag can be appended/taken at any time;
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no other facts/evidence can verify the use of the disputed trademark
within three years before the revocation petition was filed; only the
Chinese characters, not the entirety of the disputed trademark, is
labeled with other materials (invoices, sample clothing, webpages),
which are not convincible enough to prove that the disputed
trademark had been used on various clothing within three years
before the revocation petition was filed. The disputed trademark
owner in disagreement with the IPO’s decision brought up an
administrative appeal but the MOEA, considering no improperness
of the IPO’s decision made a dismissal decision. Revocation of the
disputed trademark registration was therefore ascertained.
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