|
TP
Attomeysgt-lmv e E%. F{!—r\: %_, ;'[.—3 S f? ;- ﬁ- .F):r

=¥y R EHRAT
BiE104098 b AR RIK - K1255 R #TE R#E2-13-11
1B KRIE 7R SAXAI Y 3 UHTEESERT 25065

Tel: 886-2-2507-2811 - Fax: 886-2-2508-3711 Tel: 81-3-3354-3033 - Fax: 81-3-3354-3010

E-mail: tiplo@tiplo.com.tw
Website:www.tiplo.com.tw

TIPLO Attorneys-at-Law & ZESEFEEEHAR
© 201711 TIPLO, All Rights Reserved.

TIPLO Outstanding work on Litigation Case (2017.11)

Example work 1

Name and brief —EB BRI R AR (BAEA) HES(H AL
description of REGEAHRG  EESMEATEEAEEERERY  FEX
case/portfolio: EEma S EENE MR E R EEAE » ke B REEaER

HEILRFLHF KNG 3 BT EEMHE - i - RNENE
NELEF Z Bl HE RIRE - KERERE - BUEBAERE = AL
BBz B = NBE FRATEe s - NEMEALRZEE ZEF
a7 KIH Ry TECLIREHIEERE KR » S s aA TP F R 2 B A
A TERINBE B KIAPTE EE Z WSS - F PR EsmAT I A R
AR ErR B F B RS ES A e 2 i -

BEMEA— & A R R EMERZ AR o JRETHE L5 - BEME
A 2 FRERVEE T L5R1& - MR R AT EANEEERN 2 5
B AP ORELFEMNZE Y - AR © RAFRGEIRES
FF A EEE EET o FIPAE AR

1. ZFHAERE(C) WIENESEIERHSRAES 19 HF 4 1725
20 HZE 1 f7LAKIE 1 ~3 - 10~ 10a K 14 - ZEEE A Rl
SFHIAFNINE  MZERERR TERHE > BN HERR T8 A
PR S Al (o B e o L (B0 T R ) G FRARE R EIT R E(C) 2
CEETTAERALEEE ) BYDHRE - TaETEL - RhnA T EREEARA
FEEETCIF RN ZEAE B b 0 B S B A Rl (A DA R Il 28 ()
ZIIBE °

2. IBHFEFELER - RS EHER T AFENARHITR O
PR 2 62 T BAIHES U T BN E R ) & > BARIEE T
ERHERL R R Z B T-BEIERE - 0 TP EZERS S ) R T EF

JLFZH -

3. MBI ENFER L Z A k& R Rl 2R
HIRL > JLAERE RN BN ZE R EE b > 230 SR B 20 i
A ER T Fr A RS AL PR U — T RS G B T A B A R
AIAHEIDIREEASE R - M S P EE S LA DBV ZEHVIEE E o fEB
HAIETTRVENZEIEE &> WENTEAEEER » RIEAHGE
2 EHE - B APELEENE AP FHEFERE 1 254
1(c)Frfet -

4. ZFWEs 2 2R IERRTL T B E T REE  FrbUTlEA Al REE

1



1iPI9

Attomeys at Law

TR EBE AT ER

HEE SRR ZE T HEIE £ RFEMZ T RE BRI IR 220
o L %%}ﬁuﬂZ%jﬁH/& LS F o W TRRA R TR E'E
AE - Y ER 2B SRS ALRFEAFRIA L ZH5A]
FEEElE] -

A US maker of electronic parts test apparatus (the patentee) initiated
a civil action asserting patent infringement with the IP Court against
our client (a Japanese company) and its Taiwanese authorized
agent. The US maker claimed that the machine sold by the
Taiwanese agent under the client’s authorization infringed upon the
US maker’s patent (the patent in issue) and thus demanded that the
client and its Taiwanese agent stop the alleged infringement and pay
damages in an amount of TWD3 hundred million. In the civil
action, the patentee, namely the US maker, asserted infringement
simply based on the client’s product manual. In this regard, the IP
Court performed on-site inspection of the physical sample of the
accused product a third party bought from the client at the business
premise of the third party. As the patentee alleged that the
infringed claim of the patent in issue is means-plus-function claim,
the disputed issue between the parties was whether the accused
machine had the corresponding structure disclosed in the said
means-plus-function claim. The client also challenged the validity
of the patent in issue for its lack of inventive step by presenting prior
arts.

The IP Court decided on this civil action in favour of the client in the
first instance proceedings, which caused the US maker appealed
this case to second instance proceedings. After examining both
sides’ statements and arguments, the IP Court in the second
instance proceedings determined that the accused machine did not
infringe upon the patent in issue and dismissed the US maker’s
appeal, even though the IP Court did not sustain the client's
challenge against the validity of the patent in issue. The IP Court’s
judgment was rendered based on the following reasoning.

1. The corresponding paragraphs of the technical feature (c) of the
patent in issue should be the 4™ line of p.19 through the 1% line of
p.20 of the description and drawing 1, 3, 10, 10a, and 14 of the
patent in issue. These drawings are to support the content of the
description. The “inclined surface” is absent from the
above-mentioned paragraphs, and in this regard, it is inappropriate
to construe the corresponding structures of means plus function
claim of “means, in the path of the rotating ring, for receiving a
stream of components and seating them in the ring,” include “the
seating fences and seats are on the inclined surface”. However,
without the “inclined surface”, the function of “seating components in
the ring” of technical feature (c) cannot be fulfilled. As mentioned
above, “unseated components tumble on empty seats due to
gravity” are added to the necessary structures and connection
thereof to fulfill the function of technical feature (c).

2. According to prosecution files, the US maker had clearly indicated
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therein that the means of technical feature (c) of the patent in issue
is “seating components by gravity” which is irrelevant to the
technical means of accelerating materials feeding by vacuum
pressure. The “partial vacuum means” is simply for “holding” the
components.

3. Also as indicated in the photos presented by the US maker in the
first instance proceedings and its powerpoint slides produced in the
preparatory proceedings in the first instance, the components
tumble on the empty seats through suction. Even though both the
patent in issue and the accused machine have the same function
and cause the same result of “the means in the path of the rotating
ring, for receiving a stream of components and seating them in the
ring”, the accused machine causes components to tumble above
and on the empty seats by suction, while for the patent in issue, it
makes components tumble over and on the empty seats by gravity.
There is substantial difference between the means of the patent in
issue and the accused machine, and therefore, they do not
constitute equivalents with respect to their respective structure. In
this regard, the accused machine cannot be read on the technical
feature (c) of claim 1 of the patent in issue.

4. The direction of a through-hole of an empty seat of the accused
machine is vertical to the direction of gravity, in which circumstance,
the components are unlikely to tumble over and on the empty seats
by gravity. With the difference in their respective means between
the components tumbling by suction of the accused machine and
components tumbling by gravity of the patent in issue, the doctrine
of equivalents is not applicable in this case. Therefore, the
accused machine does not fall into the scope of claims of claim 1 of
the patent in issue.

IP advisers from

your firm involved:

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law

Other IP firms N/A
involved:
Date(s) 2015.2.17 EEF AR BT

2015.9.2 —%&E 1 xBHkEE

2016.1.27 FHEEEAGEHN)

2016.9.2 Inspection performed by the Court at the third person’s
business premise

2016.12.8 =:alkEm

2017.1.12 E¥H|

Timeline: --

2013.5.3:  Civil action initiated by the patentee.

2013.11.26: The first court hearing held.

2014.3.8: Inspection performed by the Court at the third person’s
business premise

2014.12.23: The 10th court hearing held (Oral argument session

concluded).

2015.1.23: Judgment rendered.

2015.2.17: Appeal filed by the patentee.
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2015.9.2: The 1% hearing held in the second instance proceedings.
2016.1.27: Witness (inventor) questioned.

2016.9.2: Inspection performed by the Court at the third person’s
business premise

2016.12.8: Oral argument sessions.

2017.1.12: Judgment rendered.

Why was
it important?
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With respect to the rules of construing a means-plus-function claim
and the extent of application of the doctrine of estoppel to
construction of patent claims and the extent of application of
doctrine of equivalents, the Court provided the same explanations
ith our side’s allegations. Even though this case involved high
amount of claimed damages and complicated scenario, our firm
successfully assisted the client in avoiding paying the high damages
amount and indirectly maintaining the client’s position on the market.

Example work 2

Name and brief
description of
case/portfolio:
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A patentee who holds and owns an invention patent under
Publication No. 589539, titled “Signal switch for console and
peripheral devices and the method thereof” (hereinafter the “subject
invention patent”) and a utility model patent under Publication No.
584276, titled “automatic switch” (hereinafter the “subject utility
model patent”), maintained that our client A, without the patentee’s
prior consent, made 13 kinds of KVM switches infringing upon the
amended claim 1 and 6 of the subject invention patent and also
made the other 9 kinds of KVM switches infringing upon the
amended claim 1 of the subject utility model patent (hereinafter
collectively the “accused KVM switch products”) and also that part of
the accused KVM switch products were sold by our client B. In this
regard, the patentee initiated a patent infringement action against
the client A and client B, respectively, to seek an award of damages
payable by client A in an amount of TWD150 million plus the
statutory interest thereof and also an award of damages payable by
client B in an amount of TWD10 million plus the statutory interest
thereof, respectively.

The two actions had been initiated with and handled by the court
since 2005. The court of the first instance and the court in second
instance both decided that the subject invention patent and the
subject utility model patent should be held invalid and thus the
patentee should not assert the patent rights thereof. Further, the
two actions were brought to the Supreme Court and the Supreme
Court remanded the two actions back to the lower court for
re-decision, demanding that validity issue should be reinvestigated.
Finally, after reinvestigation, the lower court sustained the validity of
the subject two patents but determined that the accused KVM switch
products did not literally fall into the scope of the claims of the
subject invention patent or the scope of its equivalents on the
ground that the patentee failed to substantiate the subject KVM
switch’s functions of “emulating the plurality of console devices
according to the industry standard” and “switch between the
keyboard-video-mouse (KVM) channel and the peripheral channel to
a common computer or to different computers simultaneously or
non-simultaneously without interrupting the peripheral data flow
while switching” as shown in the court’'s on-site examination and
testing.

Moreover, the technical feature of the accused KVM switch
products, “one port of each cable is directed into the housing of the
master socket whose upper and lower covers are combined by
means of screw locking and the internal side is not closely adhering
to the circuit board” is different from the element of the claims of the
subject utility model patent, namely “one end of each cables is
covered by the housing of the master socket”, and thus the accused
KVM switch products did not constitute literal infringement upon the
subject utility model patent. Furthermore, the doctrine of
equivalents should not apply because the method, function, and
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performance result of the accused KVM switch products
substantively differ from claim 1 of the subject utility model patent.

Based on the foregoing, the lower court denied the patentee’s
request and the Supreme Court dismissed the patentee’s appeal in
2017 to conclude the actions, which finally ascertained the victory of
the client A and client B.

IP advisers from

your firm involved:

= gE ]

SO E AT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Lisa Kuo, Attorney-at-Law

Other IP firms N/A
involved:
Date(s) EE A WEHME E B RS A

2005: #EfF

2010.12.21: F—EH R

2013.3.27: *P“%#U/ﬁ

2014.11.7: F=FFHHR > B[O FE

2016.10.27: £ SEEEHA

2017.8.17: FE=FHAE(OIBEFIREA_LFT - REHAHEE

gﬁB%ﬁuﬁ:Tx E*U?@E%uﬁﬁ

2005: #E3T

2010.11.12; H—ZHH

2012.3.31: *m%#u/;l

2013.9.25: FE=FHR - SEE[FHE

2016.10.27: &5 FHEFHHR

2017.8.16: FE=FHAE(OIFEFIREA_LFT - REHAHEE

Action against Client A:

2005: Action initiated.

2010.12.21: Adjudication in the first instance proceedings.
2013.3.27: Adjudication in the second instance proceedings.
2014.11.7: Case remanded as requested in the third instance
judgment.

2016.10.27: Re-decision.

2017.8.17: Patentee’s appeal to Supreme Court dismissed by a
final judgment with binding force.

Action against Client B:

2005: Action initiated.

2010.11.12: Adjudication in the first instance proceedings.
2012.3.31: Adjudication in the second instance proceedings.
2013.9.25: Case remanded as requested in the third instance
judgment.

2016.10.27: Re-decision.

2017.8.16: Patentee’s appeal to Supreme Court dismissed by a
final judgment with binding force.
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To beat the patent infringement accusation against our clients, our
firm assisted client A and client B in challenging the validity of the
two patents as a defense strategy. We also defended our clients by
asserting that the accused KVM switch products did not fall into the
scope of claims of the two patents, even if the court denied our
validity challenge. Our validity challenge was sustained by the
court of the first instance and the court of the second instance but
was later denied by the Supreme Court. In that circumstance, our
firm represented the clients to request the court for conducting
technical testing on the accused KVM switch products during the
lower court’s reinvestigation. As requested, the testing was
conducted with the parties, the judge, and the technical examiner
being present. The accused KVM switch products were
disassembled for confirming their product structure. In addition, the
court provided the keyboard, video, and mouse equipment for the
parties to conduct switch and connection test on the accused KVM
switch products. Based on the result of the testing, the court ruled
and determined in favor of our clients by a final judgment on the
ground that the accused KVM switch products did not fall into the
scope of claims of the subject two patents.

Example work 3
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case/portfolio:
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(Claim for damages after termination of a trademark license
agreement)

As a trademark proprietor, the client, upon obtaining consent from its
affiliate, granted a license to Company X for Company X to use both
its mark and the affiliate’s registered mark, for which license the
client executed a trademark license agreement with Company X on
August 31, 2010. The term of license commenced from June 1,
2011 through May 31, 2016 and the scope of license covered
underwear and underpants products. Besides, upon the client’s
request, a third person agreed to act as the joint guarantor for
Company X with respect to its performance of the said trademark
license agreement.

Due to Company X'’s breach of the provisions of the said trademark
license agreement during the term of license, our firm was retained
by the client to issue an attorney letter to Company X on March 30,
2013 to terminate the said trademark license agreement. Further
on March 30, 2015, our firm represented the client to initiate a civil
action against Company X and the said third person, claiming that
the client suffered profit loss in an amount of TWD3,780,000, namely
the royalties of license the client should have received from
Company X for the remaining three years, as a result of termination
of the said trademark license agreement due to the reason
attributable to Company X. The client temporarily claimed
damages in an amount of TWD1 million against Company X and the
said third person guarantor.

The court of the first instance held that during the term of license,
Company X breached paragraph (1) and (2) of Article 11-2, Article
4-9, Article 5, and Article 7-3 of the said trademark license
agreement (with respect to Company X’s failure to meet the sales
performance standards, the non-closed sales amount and excess
royalty, and also its failure to provide sales information, and to seek
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the client’s approval of product packaging design), and that the client
indeed suffered profit loss caused by the fact that the client
terminated the said trademark license agreement due to Company
X’s breach of the said agreement and thus the client had not
received the least royalty in a total amount of TWD3,780,000 for
three consecutive years beginning from June 2013. Based on the
foregoing, the court determined that Company X and the said third
person should be held liable for the client’s loss and should pay
TWD1 million to the client.

Company X and the said third person filed an appeal against the first
instance judgment. With respect to the appeal, the superior court
made the following holding that Company X’s breach of paragraph
(1) and (2) of Article 11-2, Article 4-9, Article 5, and Article 7-3 of the
said trademark license agreement during the term of license had
caused the client to terminate the agreement and the termination
discontinued the client's receipt of royalties of TWD3,780,000.
More than that, Company X had also breached Article 11-1 of the
same agreement during the term of license (that is, Company X, as
the licensee, used the licensed trademark beyond the scope of
license and changed the licensed trademark for use without prior
approval). Based on the foregoing holding, the superior court
determined that Company X and the said third person should pay to
the client TWD1 million as default penalty in accordance with the
said trademark license agreement and dismissed Company X and
the said third person’s appeal and.

IP advisers from

your firm involved:

= gE i

SREEHERAT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
C. H. Wu, Attorney-at-Law

Other IP firms N/A
involved:
Date(s) 201543 H 30 H : fEHEEREN A -

20157 H 2 H : F—F T EFHET -

2015 /7 H 27 H  F—FHETE— RS ilkEmiET

2016 /£ 1 A 11 H : F—FETE RS ilktamier (amssd) -
2016 2 A5 H : 5—%EETH -

2016 8 A 1 H : F il TEHRS

2016 4F 11 A 7 H : E_FRHFHIEFELS -

2016 412 A 8 H : FF Bl TS slktniefy

2017 FE12 H 29 H : 5558 FH -

2015.3.30: Civil action initiated.

2015.7.2: Preparatory hearing held in the first instance
proceedings.

2015.7.27: 1 oral argument session held in the first instance
proceedings.

2016.1.11: 6™ oral argument session held in the first instance
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proceedings (oral argument sessions concluded).

2016.2.5: Adjudication of the first instance proceedings.

2016.8.1:  Preparatory hearing held in the second instance
proceedings.

2016.11.7: Preparatory procedure concluded.

2016.12.8: Oral argument sessions conducted in the second
instance proceedings.

2017.12.29: Adjudication of the second instance proceedings.

Why was
it important?
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For the above case, the client had also authorized our firm to file a
criminal complaint against the responsible person of Company X for
Company X’s trademark infringement by continuing using the
licensed trademark after termination of the said trademark license
agreement. The prosecutor, however, held that Company X did not
continue using the licensed trademark after termination of the said
trademark license agreement, and decided not to indict the
responsible person of Company X. Regardless of the unsuccessful
criminal complaint, our firm still sought to represent the client to
recover its damages in civil aspects by receiving the default penalty
payable by Company X.

Example work 4

Name and brief
description of
case/portfolio:
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(Perpetuation of evidence)

The client owns the invention patent with the patent term thereof
beginning from January 1, 2013 through November 20, 2025
(hereinafter the “subject patent”). After filing a patent application
for the subject patent with the Taiwan IPO on November 21, 2005,
the client had practiced the subject patent to manufacture products
for sale to a third person in China. The said third person, however,
had stopped ordering and purchasing products with the client since
November 2012, which caused the client to voluntarily conduct
investigation on this matter and found that the said third person
turned to Company X to purchase product A. Further, the client
obtained a sample of product A from the Chinese distributor of
Company X to conduct examination on the sample and concluded
that product A infringed upon the subject patent.

For substantiating to the court the alleged infringement upon the
subject patent, the client retained our firm’s services to find an
appropriate institutional expert for identifying the existence of the
alleged patent infringement, and the institutional expert issued a
patent infringement analysis report identifying and confirming the
existence of the alleged infringement by product A upon the subject
patent.

In the meantime, the client issued a cease and desist letter to
Company X, indicating therein that Company X was suspected of
infringing upon the subject patent. Company X made a formal reply
that they indeed manufactured product A in Taiwan and sold it to a
third person in China, but they had no authorized distributor in
China, and the sample the client obtained from the so-called
Chinese distributor of Company X is a counterfeit; Company X also
refused to provide product A for the third impartial institutional expert
to conduct patent infringement analysis.

Further, the client initiated a civil action asserting patent infringement
against Company X. After that, there was a difficulty that the
Taiwan court did not have a legal basis to order the said third person
to produce product A because product A was manufactured for sale
in China. In that circumstance, it was predictable that Company X
kept challenging the authenticity of product A obtained by the client
and further denying the alleged patent infringement and the scope of
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infringement and also refusing to provide product A and relevant
document or information in whole or in part. The foregoing made it
difficult for the client to prove the occurrence of the alleged
infringement and the amount of damages, and therefore, the client
authorized our firm to file a motion with the IP Court for having the
evidence perpetuated.

The court of the first instance rejected the client's motion for
evidence perpetuation on the ground that the submitted patent
infringement analysis report provided no complete explanations.
Our firm represented the client to file an interlocutory appeal in the
second instance proceedings. At the same time, for successfully
having the evidence perpetuation motion granted, our firm also (1)
requested the institutional expert to provide supplemental
explanations and (2) emphasized to the court the difficulty in
obtaining product A in usual ways, the likelihood that product A may
be destroyed or its use in court may be difficult, the urgency in time,
and also the legal interests in ascertaining the status quo of product
A with respect to its sale, and finally the superior court granted the
motion.

IP advisers from

your firm involved:

= gE i

oyt - AT

SR SR

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law

C. H. Wu, Attorney-at-Law

Other IP firms N/A

involved:

Date(s) 2016 F£ 4 H 25 H : Behtr e -
2016 £ 5 H 5 H : S5—a AR 05 -
2016 /£ 5 H 27 H : fEithids
2016 7 H 25 H : AR ERECE - AR RS 2 RS -
2016.4.25: Motion for perpetuation of evidence filed.
2016.5.5: Motion denied by the court of the first instance.
2016.5.27: Interlocutory appeal filed.
2016.7.25: Motion for perpetuation of evidence granted by the
superior court.

Why was % P T S AUS RS 18 H B DIEREA H ATEUSsS 8 2 2R - Rt

it important?

ENRARN A ZETRAT B FHEERE R BAENT - AFEMES
E’\tuﬁHU#ﬁ&@ T g E N BRI R E 2 e W I R S R IR
» DAWEOR TR S AN VS A I Z TR S H B S, -

Due to the facts that the client could not obtain the necessary
evidence on market and it was difficult to explain about the source
from which the client obtained the evidence, the infringer would
necessarily challenge the admissibility of the evidence submitted by
the client in the proceedings. In this case, our firm successfully
assisted the client in finding an appropriate institutional expert to
issue a patent infringement analysis and filing a motion for evidence
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perpetuation in the pre-action proceeding, so as to put the client in
the strategically favorable position both in the action and also in
negotiation.

Example work 5

Name and brief
description of
case/portfolio:

(R T3A )

EEAEFAR R TA ) RS RSIEREA - e TA | OIS GISTIATH 2002
4 E 00 A FHA SR M SR B TR (00 A F] « oo /Al
HUAS A RSEEZN NI A EE  RE EL  A B AR
6] 2 st IR 76 ~ DR PR > A -~ BT &94E - HHIfe)
TR P - SR P R0 o A SN P 2 IS - 130
PO A~ R » BLEBL RSN AR M B 00
8 R A L 5 P ) -

Efroon IR FEMEES(EE A PRI B EIFE) -
fts > BRI FAFE SN "B B A% > HooNH]
HEAANRREEE "B FIELLR RS RLSGE (RES) T E ST - i
HEMRE AN RS ZET ©

F—a A R (L) PRI B EAE TR vl 7 > N AARE
WA REZEREER T HARRE - () BRWEAA
AEFFEBEERER "B, MREZTR  WEAABERE " EE
e, 2B RN AN H AR R &~ F PR 1984
FEVER TA ) FHE - EAARRE oo/ B S A TEHUN B P L
SUNFEIAIEEE - #E AN ARG B PR AL - T B REEE
e 2 R — i H AT o] R B RIS HET - e ANBIZREE YA
FREZE N EaESEE - 0T I ERERLEN 26
it~ ()i 2013 FHRERIUTEIT Ry - MERRARESILZ —TF > TEERR A
TTEERIERSCE (KRE5)IE - AR > WEFETE - U ERE 2T
RSN - IR Zaka M EsaNEmE Biu -

WENANLLUARZ B E — ST LT - S AR e —
FHRE LI Z B B B 5 B3 - (EREE —F R U s oy
Foffiis > DEmAIE UL g e ~ Ptz e > Wl hEEaNZ
AEMAREN "B EREEI R E IR BB E - 5t
FAHAWZ Sy - ARTEE K eEE _EivmEiAR - RO HRE
EBEEE T

(Criminal lawsuit of trademark infringement)
The client is the proprietor of mark A in Japan, while a Taiwan-based
Company X had already outflanked the client in registering mark A in
Taiwan since 2002 and further assigned the mark to its affiliate
Company Y several years later. In addition to holding the
Taiwanese registration of mark A, Company X also successfully
applied with the Bureau of Foreign Trade under the Ministry of
Economic Affairs for registering itself as an importer and exporter by
the English corporate name identical to that of the client. Moreover,
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Company X also imitated the packaging box and barcode of the
client’s products and used such packaging box and barcode onto the
product same with that of the client for sale and export. Also
according to the client, Company X declared to the public that it is
the authorized distributor of the client and is duly authorized to use
the client's trademark(s) and packaging box. Such false
statements caused the relevant consumers in Taiwan and
international market to mistakenly believe that the product(s) sold by
Company X at lower price(s) is (are) identical to the client’s products.

In view of Company X’s imitation of the client’'s packaging box
(bearing the mark A and device B) and barcode, the client
authorized our firm to apply for registering device B as a trademark
(mark B) in Taiwan and further to file a criminal complaint against
Company X’s responsible person for infringement upon mark B and
private document (barcode) forgery, for which the prosecutor
indicted Company X’s responsible person (defendant) after
investigation.

Subsequently, the court of the first instance found defendant guilty
of use and forgery of private documents (barcode) and thus imposed
on him a sentence of six-month imprisonment, which may be
commuted to a fine payment calculated at the rate of TWD3,000 per
day, and the seized packaging boxes and products contained
therein should be all confiscated. The court also found that these
criminal acts having done by defendant since 2013 should legally
constitute one offense and defendant should be considered a
consecutive offender. The court imposed the sentence based on the
following holding and reasoning.

(1) Since product barcode is commonly seen in ordinary life,
defendant’s defensive argument that he did not know the function
and purpose of product barcode is inadmissible;

(2) Defendant asserted the applicability of “prior use with bona
fide” in regard to his use of the client’'s mark B without seeking the
client’s prior consent. Nevertheless, defendant’s intent was
obvious that he took a free ride on the client’s business reputation by
imitating the packaging box and wording of the client’s products
because (a) nothing in defendant’s personal background pertained
to Japan, (b) as opposed to the client’s first use of its mark A early in
1984, defendant subsequently changed Company X’s English
corporate name to another one identical to that of the client, (c) the
packaging box printed by defendant was extremely similar to that of
the client, and (d) the device of mark B was not one commonly seen
in ordinary life. Based on the foregoing, the court ruled that it is
groundless for defendant to assert his bona fide prior use of mark B.

Both defendant and the prosecutor took an appeal from the first
instance judgment. The superior court affirmed defendant’s offense
sustained and also the sentence imposed on defendant in the first
instance judgment and also dismissed the appeals filed by
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defendant and the prosecutor, except that the superior court vacated
the decision of confiscation and advised that only the forged
barcode and packaging boxes but not the products should be
confiscated because the products contained in the packaging boxes
did not bear mark B and thus these products did not involve the
occurrence of trademark infringement. With respect to the
confiscation decision, our firm represented the client to request the
prosecutor to appeal this case with respect to the confiscation
decision to the Supreme Court. Now, this case is pending at the
Supreme Court.

IP advisers from
your firm involved:

PN 5 T i

SRR AT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
C. H. Wu, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

2015 -5 H 19 1 : fpZE#EHT -

20157 H 15 [ © &l TEHIET -

2016 3 H 7 H  F—FEFHREFFEL -

2016 5 H 12 H © F—FETE —XKEFHET -

2016 F 11 H 21 [ © F—FETHEUREHER -
2016 412 H 15 H : 5—&=H| -

2017 F3 H 2 H © FFHETEHEE -

2017 F 3 H 29 [  FHLEMIEFPLRES -

2017 ££ 4 F 20 1 55 _FETHFEER -

2017 fES H 4 1 B FEH -

2017 F 6 H 1 H * e BEHE _FHHL 3T -

2015.5.19: Indictment brought by prosecutor.

2015.7.15: Preparatory hearing held in the first instance
proceedings.

2016.3.7: Preparatory procedure concluded in the first instance
proceedings.

2016.5.12: 1* trial hearing held in the first instance proceedings.
2016.11.21: 4™ trial hearing held in the first instance proceedings.
2016.12.15: Adjudication of the first instance proceedings.
2017.3.2:  Preparatory hearing held in the second instance
proceedings.

2017.3.29: Preparatory procedure concluded.

2017.4.20: Trial hearing held in the second instance proceedings.
2017.5.4: Adjudication of the second instance proceedings.
2017.6.1: Appeal filed by prosecutor against second instance
judgment.

Why was
it important?

FREZ TA ) BREEGEBEEHHA M - I HEN TR R LT
TEZIEEME - MR PR LU BEET T B BiRR - TR
AT R NABEEF SR 53T M o fRei o R F s rants af KB RS E -

Even though the client’s mark A had already been registered by a
Taiwanese company and the prescription for the client’s filing an
opposition and invalidation request had both lapsed, the client still
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successfully registered its mark B to have a basis to file a criminal
complaint against the infringer and also additionally initiated an
incidental civil action to claim damages.

Example work 6

Name and brief
description of
case/portfolio:

SRR i 2 BE R o [FREN E E S R B S KA —
HAGE N A RER (AREFR) 28 - RIFHEEEEMER
FHE o (FRERE AL Z ST (AR FET)

A US telecommunication equipment manufacturer filed a request
with the Taiwan IPO seeking invalidation of a patent owned by a
Japanese fellow member of the trade who is a client of TiPLO.
Taiwan IPO dismissed the invalidation action and the client’s patent
challenged remains valid in good standing.

IP advisers from

your firm involved:

A MR S5

e LI BRI

JE S AR A

SRE R B TAZAT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
SU Fu-Chang, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2013.01 : ghigtesgas

2013.04 : & 2 W FR B RH(—) S FREE L IE A B A E &
2013.11 - #3 AR AHE ()

2014.01 : $Z2EWERFERH (D)

2014.02 : g N\ A HEC)

2014.04 : f2EWEREERN(E)

2014.05 : #at \ IR HE(E)

2014.09 : 22 WS ()

2015.01 : 228 A\ fewi e = i ()

2015.05 : f£ 2 W ER 85T (F)

2015.06 - #a: \FErm B hHE(F)

2015.07 : #& \FER = ABECS)

2015.11 : $E EHFERIEERION) S FHEE B IE A5 B AER[E] 2015.12 © 2
2N EAE(L)

2016.04 : $E 2 R E R (1)

2016.05 : ¥FH A

2016.09 : g EprEaEEE ()

2016.09 : ¥FH A

2016.10 : #& \fFEmin = AE()

2016.11 : & 2B A E ()

Jan. 2013: Invalidation action filed.
Apr. 2013: Patentee filed response statement (l) and a request for
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amending scope of the patent being challenged.

Nov. 2013: Invalidation requester presented written statement (I)
alleging reasons why the patent should be invalidated.

Jan. 2014: Patentee filed response statement (lI).

Feb. 2014: Invalidation requester presented written statement (l1).

Apr. 2014: Patentee filed response statement (l11).

May 2014: Invalidation requester presented written statement (l11).

Sep. 2014: Patent tee filed response statement (1V).

Jan. 2015: Invalidation requester presented written statement (1V).

May 2015: Patentee filed response statement (V).

Jun. 2015: Invalidation requester presented written statement (V).

July 2015: Invalidation requester presented written statement (V1).

Nov. 2015: Patentee filed response statement (VI) and a request
for amending the scope of the patent.

Dec. 2015: |Invalidation requester presented written statement
(V1.

Apr. 2016: Patentee filed response statement (VII).

May 2016: Taiwan IPO conducted an interview.

Sep. 2016: Patentee filed response statement (VIII).

Sep. 2016: Taiwan IPO conducted a second interview.

Oct. 2016: Invalidation requester presented written statement
(vh.

Nov. 2016: Sept. 2016: Patentee filed response statement (IX).

Why was
it important?

1.2 FHEAAREN — SR E S ER] > 223 Af2t 11 (&R
15 > ST EEEERIAN 64 TRfEHERE - ERAFEAA B A
#EP M - HERHE Z s N RS SRRl & A5 LUE ey
[T

2. HNA SR KIARZE 64 IH - N2 11 (A5R34561E - AFRBE AR
HeEREE NS IR O (PEE RERE - BRI RAVET
TR 0 R 4 EA BRI EE - BRAERBERE
5 o

SARFTE IR EJets i 2 (ERERAVAR HIHI N R F R B
SeREH > A EGERER - S0 > NERE RN R PRI ER SRR
R £ A - BEVERRS e RKERE AR R
7 0 RETE PRGEmEH] -

1. The patent in issue is the invention a signal adjusting device.
The invalidation requester cited a total of 11 prior arts to challenge
all of the 64 claims of the patent. In the proceeding, the invalidation
requester attacks the non-obviousness and inventive step as well as
the specification of the patent alleging that no person skilful in the art
is able to reduce the patent claimed by reading the specification
which is vague and unclear.

2. Given the complexity of the case with as many as 64 patent
claims and 11 prior arts involved, the invalidation requestor
presented 9 written statements to elaborate the grounds alleged for
the invalidation sought for and the patentee presented also 9 written
statements in response to defend the patent and Taiwan IPO
conducted two interviews for the case and took four years to decided
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on the case.

3. Procedurally, we had two cited prior arts stricken in the first
place for their laying open both post-date the prior filing date claimed
by the patent challenged. For substantive issues, we successfully
convinced the examiner of the patentability and practicability of the
patent challenged to vacate all of the allegations presented for the
invalidation: all of the 64 claims challenged remain valid in good
standing representing an overall victory for the client.

Example work 7

Name and brief
description of
case/portfolio:

— BT A SR i E R (RRTE ) mEOR R S &=
[ EEEREE  FOREEH S— H A R e BGr Z BAY » ZE AR
VB E SR AR - (EER SO 2y (ARFTE T ) - iERsd
AR &R SRR R 2 R e elai - SR E R e 2 ER
Z g sy LBl we2as N Z 3B (AR FjsET) -

A Japanese stationery maker whose stationery products take a
remarkable share in the Japanese market (and who is a client of
TiPLO) filed a request with Taiwan IPO seeking invalidation of a
patent owned by a Japanese fellow member of the trade. Taiwan
IPO found the invalidation action tenable and had the patent
invalidated. The patentee appealed the invalidation decision to the
MOEA and the MOEA Appeal Board dismissed its appeal letting
stand Taiwan IPO’s decision. The client’s invalidation action proves
successful.

IP advisers from

your firm involved:

A AR T S5

e LI SRR

BB X e ITE ¥ Rl Ei

1= R AR A

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney

GAU Win-Chin, Patent Engineer / Chief of Sec. JPII, TiPLO Patent
Department

Other IP firms
involved:

N/A

Date(s)

2015.12 :
2016.03 :
2016.10 -
2017.01 :
2017.02 :
2017.08 :
2017.09 :

e

RS R ERE (—)
2 B S T
RS R ERE (2
BB E R AR R 2 By
o IR [T IR

HEREE N MR

Dec. 2015: Invalidation action filed.

Mar. 2016: Patentee filed response statement (I).

Oct. 2016: Invalidation requester presented written statement
alleging additional reasons why the patent should be
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invalidated.
Jan. 2017: Patentee filed response statement (lI).
Feb. 2017: Taiwan IPO decided on the invalidation action and the
patent challenged is invalidated.
Aug. 2017: MOEA Appeal Board dismissed patentee’s appeal.
Sep. 2017: Patentee initiated administrative action in the IP Court.

Why was
it important?

1.2 FHAAREN SR LR ZFHERN > ARZHEN (KFEF)
7Y H AR g B 3 N IEAEHEr T AR AETER - GRS IR SR ~ #E

T R F A 2 S Z B EE R F e 0t - NIt F ¥
REZ MR BB - S AFTE FREN BB RN 2 F 54

KA E RO ELR GBS M - BB SHYHAL - IREHER
HA B 5 2 AHRASRAF IEEHIEED -

2 RZEZ FRAEN H2FEA 2 FE TR IR Bre S T
ThEp S EE IR FTIR R © PVERIERUT B IR A R R s R i s &
ZHREME ?

BAREZR/ZFEERZIHEFRR - MABTREAYHY 1 F-FARIEH
BRERRRILZ gy > HLAFRREIRY 4 (8 H AR El#eRss \ 2 37 - 81
REBEHBE LR - HAFTEEE 2B ITIRE R IENE - #0883 Nk
ERESEBGETT - EARTENZETEABRSHIEETMEL

1. The patent in issue is an invention on writing instrument. The
invalidation requester (a client of TiPLO) and the patentee were the
parties to a patent infringement lawsuit in Japan where the patent in
issue is the patent in dispute. During the court proceeding of said
patent infringement lawsuit, the client filed information with the
USPTO, the KIPO and the SIPO challenging the validity of the local
corresponding patents of the patent in dispute. As such, whether
or not the invalidation action in Taiwan would turn out successful is
of extreme importance to the client. Winning the invalidation
sought for will not only clear the way for the client to launch all new
products to come but also help solidify the client’s position in the
lawsuit in Japan as well as in the invalidation sought for of the
corresponding patents in various countries.

2. To solve the dispute at hand is to answer these two questions:
Is the technical feature of the friction structure of the patent in
dispute claimed on the writing instrument readily disclosed by the
prior arts cited? Is it possible for a person skilful in the art to
combine the cited prior arts to achieve the patent in issue?

3. It took only 18 months for Taiwan IPO to decide on this month
and less than 4 months for the MOEA Appeal Board to deny the
patentee’s appeal, which efficiency is fairly uncommon. The main
reason accounting for the speedy decision is the accurate and solid
attack presented against the patentability of the patent challenged.
Much as Taiwan IPO’s invalidation decision is pending decision by
the IP Court on the administrative action initiated by the patentee,
we firmly believe Taiwan IPO will prevail in the action and the
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invalidation decision against the patent will stand.

Example work 8

Name and brief
description of
case/portfolio:

—EEETHEER - [MAEEE B E R R RS IR A
EITHREUER (AR P ) Z85A] - ZEREORE S EEEHE
TERER AR Z a7y (AR FlEET)

A Taiwanese bicycle maker filed a request with Taiwan IPO seeking
invalidation of a patent owned by a Japanese fellow member of the
trade who is a client of TIPLO. The invalidation action turns out
unsuccessful and the client’s patent challenged remains valid in
good standing.

IP advisers from

your firm involved:

A MR S5

e LI BRI

B AR S AR

e TA2AT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
ZHAN Hao-An, Patent Engineer

Other IP firms
involved:

N/A

Date(s)

2014.12 -
2015.02 :
2017.02 -
2017.04 :
2017.07 -

B ERE
e RS
MR AT
BREE \PEwH e
TE R HEREERHT)

EFH()

Dec. 2014:
Feb. 2015:
Feb. 2017:
Apr. 2017:

Invalidation action filed.

Patentee filed response statement (I).

Patentee appeared before Taiwan IPO for an interview.
Invalidation requester presented written statement

alleging additional reasons why the patent should be

invalidated.

July 2017: Patentee filed response statement (l1).

Why was
it important?

ZFHAGRRT — BT A e i B A > 2388 A St oKIH

IR EREE o BT EL MRS I ROty R Ry i AE > RS 2R
AR » BN B RO TR MRS - (EEARFTlE &%

BEVINERDZREEESR EEI’J/U”‘ UM B8t > 15
STHVEEFHE RIS Z S T - fJERE Hh R S I S ] DU A S A
Rl » BRSSO ELHES A T (PSR R B 1T
73 0 I Ry P ] ST B RHOREREEE -

The patent in issue, which is a utility model, is a gear wheel crank for
bicycle. The independent claim of the patent claimed is
challenged. A bicycle-related patent could be easily challenged as
the relevant technical field is relatively small and there is limited
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room for R&D. We successfully defended the client’s patent
without seeking amendment of the patent for a design-around.
During the proceeding, we drew up accurate defence strategy based
on the most possible direction of the examiner’s discretion we
learned in the course of our intensive communication with him.
Taiwan IPO admitted the defence we presented, dismissed the
invalidation action and the client’'s patent challenged successfully
sustains as is.

Example work 9

Name and brief
description of
case/portfolio:

—EEETHEER - [MAEEE B E R R RS IR AR
EfTHRBGER (AR ) ZH5A] - ZEREORE S EEEHE
TERCER AR Z a7y (AR s ) ©

A Taiwanese bicycle maker filed a request with Taiwan IPO seeking
invalidation of a patent owned by a Japanese fellow member of the
trade who is a client of TiPLO. Taiwan IPO dismissed the
invalidation action and the client’s patent challenged remains valid in
good standing.

IP advisers from

your firm involved:

A MR S5

e LI BRI

BB X e HITE ¥ Rl i

fERL L TAZRT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
ZHAN Hao-An, Patent Engineer

Other IP firms
involved:

N/A

Date(s)

2014.11 :
2015.02 :
2017.02 : ¥pFH{H

2017.04 : Ha5% \JEMm
2017.07 : {2 EHEREER(D)

PR
T2 HEREEE ()

Invalidation action filed.

Patentee filed response statement (I).

Patentee appeared before Taiwan IPO for an interview.
Invalidation requester presented written statement

alleging additional reasons why the patent should be

invalidated.

July 2017: Patentee filed response statement (l1).

Nov. 2014:
Feb. 2015:
Feb. 2017:
Apr. 2017:

Why was
it important?

Z T BRI — B 175 A s RSl O AU A > 2388 A SHf5R
KIAZ JI R e 232 o HEPR 1T BB SR U Z Ry sk Ry e
e &Uﬁaﬁﬁ%ﬁﬁﬁ WE AN BAED VRO A RE MRS » {EAEART
AR A FVNIRENZREESR EEI’J 0 DUEREAYEEE BT
#t ﬂﬁﬁﬁﬁ’]ﬁ_% TR 2 BRI > SRS F R R B IR R A A
[ AR S sty - Bl B a et E FEFIE A TERCER
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SEARILL BT > FRENE Ry P ST e KA RER G

The patent in issue, a utlity model, is a bicycle chain
wheel-fastening device. The invalidation requester challenged the
independent claim of the patent claimed. A bicycle-related patent
may be easily challenged given the fact of the relevant technical field
being relatively small and there being not much room for R&D. We
successfully defended the client’s patent without the client having to
amend the patent for a design-around.  During the proceeding, we
had intensive communication with the examiner thereby getting hold
of the most possible direction of his discretion to draw up accurate
defence strategy. Taiwan IPO admitted the defence we presented,
dismissed the invalidation action and the client’s patent challenged
sustains as is.

Example work 10

Name and brief
description of
case/portfolio:

—HARZAE A EGSRS - RV S 2 S R B S E K EEH 5
—HAME ARG (AFTEF ) Z8E - EAERERTEE
MERFEERER - (FREBEE A RILZ T (Kﬁﬁ%)ﬁ%uﬁ)

A Japanese manufacturer of chemical engineering materials filed a
request with Taiwan IPO seeking invalidation of an invention patent
owned by a Japanese fellow member of the trade who is a client of
TIPLO. Taiwan IPO dismissed the invalidation action and the
patent challenged remains valid in good standing.

IP advisers from

your firm involved:

A R S

e LI BRI

B X e ITE ¥ Rl Ei

BRFEM BRI AR AT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
QIOU Jia-Bin, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2016.07 : ghigkEsRas

2016.11 : fEEREBEE (—) KHEEE RS HE
2017.04 : HREEwh

2017.07 : $#25RBEE (Z)

2017.08 : HEEEEEEFLIL

July 2016: Invalidation action filed.

Nov. 2016: Patentee filed response statement (I) and a request for
amending scope of the patent being challenged.

Apr. 2017: Invalidation requester presented written statement
alleging additional reasons why the patent should be
invalidated.

July 2017: Patentee filed response statement (l1).

Aug. 2017: Taiwan IPO dismissed the invalidation action.
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Why was
it important?

Z P BRI FEN —IEE DR BB A IEADEIH P ) 2 S A
BREE NP2 5 (E5 [EER ERAFEN RGPS - AP Eay i
{165 [ ZE B P FAPR R B 2 % RS BT
e b (2 B FBe ERYAER > iR ER S A A PRI 1 &£
PWERIPEH B SEARILZ R 7y > R P RN e BAIRERY A S AE

The invention patent in issue is a positive photoresist composition
for discharge nozzle type application and resist pattern formation
method . Invalidation requested cited a total of five prior arts
against the inventive step of the invention. We successfully won for
the client Taiwan IPQO’s dismissal of the adverse action within only a
year’s time and hence the good standing of the client’s invention
patent. In the proceeding, we detailed an analytical showing of the
difference between the technical features of each of the prior arts
cited and those of the client’s invention. We also pinpointed the
difference between the problems the cited arts each aim to solve
and those the client’s invention aims to solve as well as how the
technical method adopted by the client’s invention differs from those
adopted by the cited prior arts.

Example work 11

Name and brief
description of
case/portfolio:

Trademark Opposition

AFiE . sunlego

SRS © 1791332

JEA 11

fEER m ¢ SR IRBRE ) AR - BIEEAE (B E E IR
HEANE S ZKIBAE FNEEAKE - B R IRIIAIEO s © IMIAAIEE
RS T LRI 38t s iaiag -

PEREREN - BIIEER KRS

PR A ¢ PIEERE S ARG AIRA T (AR )
BURZREE © LEGO

Disputed TM: sunlego

Reg. No.: 1791332

Class: 11

Designated Goods: Stage lights; automobile lights; emergency
flashlights; auto emergency lights; lights; aquarium lights; lighting
apparatus and installations; light diffusers; discharge tubes, electric,
for lighting; luminous tubes for lighting; miners' lamps; led lights
Registrant: National Taiwan University of Science and Technology
Opposer: LEGO JURIS A/S

Cited Trademark: LEGO

SR NP IERE AT ZaEMEEE 1791332 SRpaffg i s - BEME

B o my —IE R AR 2 > T Ry SRR AL Z B 7Y » ST i Z s THHE T4
P2 T > P N R TR T RT3 AT pa A T 2 TR
THEE

The Opposer filed an opposition against TM Reg. No. 1791332
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owned by the Registrant. The Intellectual Property Office (IPO)
considering conflict between the two parties’ trademarks made an
Opposition Founded Decision. As the Registrant failed to institute
an administrative appeal, the disputed trademark registration was
cancelled and the cancellation has become ascertained.

IP advisers from
your firm involved:

MR AT S A

P s RUERESETITE S RIIRWEIUN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Rick S. T. YANG, Attorney-at-Law / Patent Agent

Other IP firms N/A
involved:
Date(s) 2016.12 —fgH Ha
2017.05— TR oy fy sl AL 2 2 oy
2017.08 — FEHEIT A H
December 2016 — Opposition filed
May 2017 — Opposition Founded Decision made by the IPO
August 2017 — Cancellation published
Why was it HERFS "sun, BELREIE Tego y FTS &2 2 F IR - AT HEEE
important? B pe AR AR AT M S DA M E A AR P o, AR 2

BEMERERR % TLEGO | MifCEZ MRt AR - FRRIE
RIS E BT R A HIE Fatng e s F i AR
FHRTAE > NHETA SRFERSR ZER - JEG TERZIRE - 2 F

"sunlego ; FERSNIHHIE RO Tsun | &5 [lego | AT&HK ¢ WIRE
AR > BAAEEIZSNSC TLEGO | #)  BERFRERES AN Tsun
TEREE > RHERBRSZE  (RERT > KB TLEGO | KftE:R
ST SR N R Z (A SIS R A B PRI R ES1C lego
e TIHE R NS > FER RGO AR pAE « iR
PR SR A\ RIIBZ (E R EEE A 28 - SIS > Wi
DREREA R PR R e B s H AR T 2 (s iR 2
FEACE 2 FIRE - ZFRGEEEMN " S IREIE ¢ EAIRERE 8
IRIRE  (FEEE BRI IR KRR AIEE © ISR ]
WIREC s © RIS © RITHEOLE TR IEIE @ 3tk
AR lEIRE ) Pan > B SRS AR E AR Z I E N ER A F
B E ATy (AR A R EREE R AR P an 2k (R — 2R BaRed iR
{58 FHNFEFAERR (A d 5% ~ SRR (5 ~ INERRA (e AR (5 - MR
A iR > R FE RN T Ry 2 PR Z Bk M T DAH 2 2 o7 -

Whether the disputed trademark combining a common word “sun”
with the famous “lego” may be granted registration on dissimilar
goods/services?

The IPO considered that the cited “LEGO” trademark known among
local relevant business or consumers so as to become famous; the
cited trademarks with which relevant consumers are more familiar
than the disputed trademark should enjoy more protection; the
disputed TM “sunlego” is a combination of “sun” and “lego”;
comparing the two trademarks, both contain the same “LEGQO”; the
disputed trademark starts with “sun” which is a common word but
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“‘LEGO” without any specific meaning has become distinctive through
the Opposer’s long-term and extensive use; therefore, the other word
“‘LEGO?” is impressive to consumers; they should be deemed closely
similar trademarks; in view that the cited trademarks have become
famous and distinctive through the Opposer's long-term and
extensive use, consumers are familiar with the cited trademarks, the
Opposer has acquired many trademark rights and has the strategy of
diversification, the disputed trademark designating for use on “stage
lights; automobile lights; emergency flashlights; auto emergency
lights; lights; aquarium lights; lighting apparatus and installations; light
diffusers; discharge tubes, electric, for lighting; luminous tubes for
lighting; miners' lamps; led lights” would make consumers misidentify
the goods as those from the Opposer; objectively, relevant
consumers could misidentify the goods bearing the two parties’
trademarks as those from the same source or misbelieve that there is
an affiliating, licensing, franchising or other similar relationship
between the two trademark users so as to be likely to cause
confusion and misidentification. Therefore, the IPO made a decision
to cancel the disputed trademark registration.

Example work 12

Name and brief
description of
case/portfolio:

Trademark Abandonment

ZFREE - TUV

SRS - 1023109

Moo oml:-12

TEERG L © ME ~ AR - FTZBIE A 2B 2E ~ TEZEIR  VEZEN - JRELE -
5%1%,%% PERRE ~ BEREES - Bhidl - JEHE3 - AP - AEER

Bk e

PATEREN Eﬂﬂiﬁ%ﬁxﬁ:}*ﬁﬁﬁ AE] (TYCP AH )

Disputed TM: TUV

Reg. No.: 1023109

Class: 12

Designated Goods: Pistons, piston rings, piston pins, cylinder liners,

cylinder bushes, exhaust valves, shock absorber, crankshafts, oil

filters, schrader valves, brake linings and clutches for automaobiles,

motorcycles, ships, aircrafts

Registrant: YONG CHIANG PISTONS CO., LTD.

AR FERE TUV SRR & S USRI B R T 2E% 2 YCP
INEIFAPETT 2002 SEHUSEE MR #EE 1023109 577 2 f# it " TUV -
AR kB 2 AL R S (TUV Rheinland ) 75 B A1 441

LB =TT R - L) T TOV ) (E RS OGBS - YCP AH]
{50 FH 2 P AR B U H B S e L e P R P B R R SR B T
ﬁ?ﬁz "TOV , (B RGREDHEE 2 E - SORFT#KER YCP AFHH

TTRUEH R F IR > YCP AFIIEh—(E H NI 2 F it - s% I i
?I%«%%Eﬁ FES NS RUAESR

The client, TUV Markenverbund e.V., found that in 2002 Yong Chiang
Pistons Co., Ltd. mainly running automobile parts business registered
the disputed TM “TUV” as No. 1023109. However, the client is a
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member of TUV Rheinland Group, which is a leading global
independent testing and certification service provider using “TUV” as
the core mark for it services. Yong Chiang Pistons Co., Ltd.’s of the
disputed trademark will possibly cause consumers to misidentify its
products as those certified by TUV Rheinland Group so as to damage
“TOV” reputation as well as to mislead consumers. Being asked to
abandon the disputed trademark in a cease and desist letter sent by
this Office, Yong Chiang Pistons Co., Ltd. abandoned the disputed
trademark within one month and the abandonment has been officially
published by the IPO.

IP advisers from
your firm involved

PRI BT/ S5 AR

o (R A

PR T

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Rick S. T. YANG, Attorney-at-Law / Patent Agent

H. J. Chen, Attorney-at-Law

Other IP firms
involved

N/A

Date(s)

2017.07 — ar % (AN A Z R R A A SE 2 i
2017.08 — oI N R AR RN F R R F iR -
2017.08 — pHIERE N H SN 2 F i st -
2017.09 — FEHEM A -

July 2017 — Cease and desist Letter sent to the Registrant for
abandonment of the disputed trademark
August 2017 — Response to agree abandonment of the
disputed trademark
August 2017 — Approval to the application of abandonment
filed by the Registrant
September 2017 — Abandonment publication

Why was it
important?

il \EE MR 8 T 2 P A B | C RO R R At L R PR E R
PG REESD - H T AT AR 2

A YCP A E]FREEM 2R RS > 55 AE RS on H #REN BER AL R
PNEEE BRI 2 "TUV CERT ) £ » ffE YCP /A ]k & [k R AR
FEITTEEES - (Hazataa 7 E AR MBI BRI A SRR
Mifs - 47& YCP AERHER T TUV CERT | Z A AR EEEES - L
B RE R AR R 21 P R N T i e e A R AL RN SR . T TUV L, 5
> BN EH RSNV G BB E 2 ik - AR kT YCP A% -
YCP A =EERIFRE H N A iR - ARE P 2 e g GH
RERHIPREE -

In addition to claim protection of famous trademark, how to
successfully cancel another person’s trademark which has been
registered for over five years and could cause confusion and
misidentification?

Yong Chiang Pistons Co., Ltd. not only has registered the disputed
trademark, but also used “TUV CERT” symbol in product catalogues.
However, Yong Chiang Pistons Co., Ltd. had ever been certified by
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TUV Rheinland Group and the relevant information was still available
on internet even if the certificates had been expired. Since Yong
Chiang Pistons Co., Ltd. suspiciously is in contravention of the Fair
Trade Law and the Trademark Law by posting “TUV CERT” stuff on
the website that relevant public inevitably could associate the
disputed trademark with TUV Rheinland Group’s TUV symbol, this
Office sent a cease and desist letter. Yong Chiang Pistons Co., Ltd.
immediately agreed to abandon the disputed trademark, and by way
of such an abandonment the client’s trademark right can be protected
efficiently.

Copyright©201711 TIPLO Attorneys-at-Law

THEMEILAN ST ES T

10409 HATRARKE IR 1255 {ERKIE 70

7" Floor, We Sheng Building,

No0.125, Nanking East Road, Sec. 2,

P.0.BOX 39-243, Taipei 10409, TAIWAN

Tel : 886-2-2507-2811 Fax : 886-2-2508-3711-2506-6971
E-mail: tiplo@tiplo.com.tw http://www.tiplo.com.tw

27


mailto:tiplo@tiplo.com.tw
http://www.tiplo.com.tw/

