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Example work 1

Name and brief
description of
case/portfolio:
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A Taiwanese shoe manufacturer and its distributor, without the prior
consent or due authorization from our client, a US-based sport shoe
maker, entrusted a factory in China to manufacture sports shoes
bearing a mark similar to the client's Taiwanese registered
trademark and imported the subject sports shoes into Taiwan for
sale by its distributor in the shopping malls in Taiwan. The client
first filed a criminal complaint asserting Trademark Act violation
against the responsible person of the distributor and the shopping
mall involved, respectively. However, the prosecutor did not indict
the two responsible persons and the non-indictment decision then
became final. After that, the client further initiated a civil action with
the IP Court to assert trademark infringement against the Taiwanese
shoe manufacturer, the distributor, and the respective responsible
person thereof (hereinafter collectively referred to as the
“infringers”). The IP Court adjudicated on this civil case in the first
and second instances by establishing the occurrence of trademark
infringement by the infringers. The IP Court’s adjudication
dissatisfied the infringers and thus the infringers appealed this case
to the Supreme Court and the appeal is now pending at the
Supreme Court.

IP advisers from
your firm involved:
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H. G. Chen, Attorney-at-Law and Certified Patent Attorney
C. C. Liu, Attorney-at-Law and Certified Patent Attorney
T. T. Wu, Attorney-at-Law and Certified Patent Attorney

Other IP firms

N/A
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involved:

Date(s)

JilE== Lo
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2013.05 : Yz AEEsER Y ©
2013.07 : Uz Bl (=mE -
2014.01 : Yz NEsER Y ©
2014.03 : Wz Emin i % P 2 FEE S -
2014.06 : sz A ReBE % P 2 ST HIE S (TR

TTHETE ) °
BTN
2014.09 : [ &WEGGEETEE KHFR R EH RAREEE -
2015.06 : BAERTSE—E H AP AE N 2B -
2016.05 : BAERE S —FHABI IR AN 2 L3 -
2016.06 : {ZHE A A ARbehete Eafr -
Criminal Case:
2012.11: A raid action initiated by the police on the premises of the
shopping mall involved and distributor with 2,600 and more pairs of
counterfeit sports shoes seized and this case being referred to the
relevant prosecutors office for investigation.
2013.05: A non-indictment decision received.
2013.07: A notice received with respect to this case remanded back
to the prosecutors office for reinvestigation.
2014.01: A non-indictment decision received.
2014.03: Taiwan High Prosecutors Office’s decision received that
dismissed the client's request for reconsideration of the
non-indictment decision.
2014.06: Court’s ruling received that denied the client’s request for
setting the case for trial (non-indictment decision being finalized).
Civil Case:
2014.09: A civil action initiated with the IP Court for seeking
infringement removal and claiming damages.
2015.06: IP Court’s first-instance decision rendered in favor of the
client in all aspects
2016.05: IP Court’s second-instance decision rendered to dismiss
the infringers’ appeal.
2016.06: Infringers appealing this case to the Supreme Court.

Why was
it important?
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1. The client owns and holds the Taiwanese registrations for the

« =¥ " mark under Reg. No. 751720 and the “INI » mark under Reg.
No. 1287752 (hereinafter the “subject marks”), which are designated
for used on sports shoes and amount to well-known trademarks.

The infringers successfully applied and registered the “ ” > mark

(hereinafter the “NITIAU mark”) under Reg. No. 1370394 after the
subject marks’ applications and registrations. Moreover, the mark
used by the infringers on their sports shoes (hereinafter the “NITIAU
shoes”) was not exactly the same with the registered NITIAU mark.
The mark used on the NITIAU shoes as a whole bore resemblance
to the client’s subject marks due to its “N” device that stands out as
the most conspicuous part, for which the client filed a criminal
complaint asserting Trademark Act violation. The prosecutors
office did not indict the infringers on the grounds that the mark used
on the NITIAU shoes was not similar to the client’'s subject marks
and the infringers did not hold the intent for infringement due to the
successful registration of the NITIAU mark. The non-indictment,
however, still became final after the client's requests for
reconsideration of said decision and for setting the case for trial.

2. Further, the client initiated a civil action with the IP Court
(specializing in handling and hearing IP-related disputes) to seek
infringement removal and claim damages. The main disputed
issues of this civil case were:

® Whether the mark used by the infringers on the NITIAU shoes
was similar to the subject marks and whether it caused confusion
with the subject marks among relevant consumers?

® Whether the infringers commit infringement out of intent or by
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negligence?
® Whether it is a well-grounded claim against the infringers for
paying damages and what is the claimable amount of damages?

Without being subject to the investigation result and determinations
made in the criminal proceedings and without taking the infringers’
defensive arguments that the mark used on the NITIAU shoes has
sameness with the registered NITIAU mark, that the registration of
the NITIAU mark is a bona fide one, that they use the registered
NITIAU mark on the shoes so they did not commit infringement
either out of intent or by negligence, the IP Court rendered the
first-instance and second-instance judgments in favor of the client by
establishing and affirming the similarity between the mark used on
the NITIAU shoes and the client’s subject marks, the likelihood of
confusion among consumers, and also the infringers’ infringement
out of intention or by negligence. The client has a prevailing victory
in this civil case.

3. The client filed the criminal complaint asserting Trademark Act
violation with the district prosecutors office, but the district
prosecutors office is not specialized in handling IP-related cases and
subjective conditions have been more strictly examined and
determined in criminal cases. This case provides an example that
a trademark owner still has favorable chance of acquiring a
favorable judgment by initiating a civil action with the IP Court which
is more specialized in IP-related disputes, even if he/she loses a
criminal case in respect of trademark disputes.

Example work 2

Name and brief
description of
case/portfolio:
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In the trademark dispute, Company X owns and holds the
Taiwanese registration for the four Chinese characters mark “= [ ve
#” (hereinafter “Company X's mark”). The registration of the
subject mark was published on December 1, 2000 and the mark is
designated for use on products/services under Class 36 (finance
and investment consulting services, and mutual fund investment
services, etc.). Our client has incorporated the company, &JbLE
EMEEHAEPE/AE] (registered English company name: Friendly
Consulting and Trading Ltd.) since 2001 and has also successfully
registered the four Chinese characters mark “={Z£” under Reg.
No. 179811 and Reg. No. 189050 on May 16, 2003 and December
1, 2003, respectively, (hereinafter the “marks in dispute”) which are
designated for use on products/services under Class 35
(commercial and industrial management assistance and enterprise
management consulting, etc.) and Class 41 (books and magazines,
etc.). Company X initiated a civil action with IP Court to assert
trademark infringement against the client, claiming in the action that
the client should change the Chinese company name “& 1L & BE{E#k
AR /AE]" and also that the client should not use or authorize
any other person to use the marks in dispute (hamely, the four
Chinese characters mark “ZR§{E#£”) or any other mark similar to
them on any products or services identical or similar to the
designated products or services of the marks in dispute.

In this civil action, the IP Court determined that Company X’s mark
and the marks in dispute are not similar to a high extent because of
their difference in appearance, pronunciation, and concept. The IP
Court made the foregoing determination based on the reasoning: (1)
The marketing channels of Company X's mark and the marks in
dispute are different because Company X’s mark is used in relation
to offshore fund products, while the client is mainly engaged in the
business of providing consulting services to Taiwan-based
enterprises that run business in China, even though the respective
designated products/services of Company X’s mark (Class 36) and
the mark in dispute under Reg. No. 179811 (Class 35) are both
covered under the category of financial management services and
thus are similar, (2) the designated provides/services of the mark in
dispute under Reg. No. 189050 (Class 41) are irrelevant to those of
Company X’s mark, and (3) Company X’s mark and the client’'s
marks in dispute have been coexisting for a certain period of time
and also have been respectively well-known to relevant consumers,
and thus there should be no occurrence of confusion existing
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between Company X’s mark and the client's marks in dispute.
Based on the foregoing reasoning, the IP Court determined that the
client’s use of the four Chinese characters mark “=Z F&{&#£” does not
dilute the distinctiveness of Company X's mark “&E 7 #L” as
claimed by Company X in accordance with the 1* subparagraph of
Article 70 of the Taiwan Trademark Act.

In addition, the IP Court also held that the specific part, “& b= &=
A" of the Chinese company name “&JLEB{EMEHAIRAE] is
different from Company X’s mark “Z R vifk”, and thus the client’s
use of the said Chinese company name does not constitute violation
of Article 65 of the Taiwan Trademark Act (amended in 1997)
applicable at the time when the client’s company was incorporated.
Therefore, it is groundless for Company X to demand for the client’s
change of the Chinese company name.

The client wins this civil case in all aspects. Thus, Company X
appeals this case to the second instance, and the appeal is now
pending.

IP advisers from

your firm involved:

= gE i

k7 A

SHEAROLERAT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Bonnie Su, Attorney-at-Law

Win Chuang, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

103.12.29 #E5fF

104.5.12 F—XBHEE

105.1.12 71 RBHRE (S slfkam

105.2.3 HH|

2014.12.29: Civil action initiated.

2015.5.12: 1° hearing held.

2016.1.12: 5™ hearing held (oral argument sessions).
2016.2.3: Adjudication

Why was
it important?

1. FEREEHRAN A E] 0 < BEh PR 0 SR G5 Kk
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R R R P B AN - It - A Rl BB 5 5
bl A RA AR FTRE

With respect to trademark infringement by company name, the
request filed by the owner of a well-known trademark for any other
company’s change of company name will be granted when and only
when the alleged infringing company name of the company involved,
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against which the owner seeks infringement removal, violates the
provisions with respect to trademark infringement by “company
name” of Taiwan Trademark Act applicable at the time when the said
company was incorporated and also the same Act currently
applicable.

However, the owner of a well-known trademark will have no legal
basis to request for company name change by any other person if
the alleged well-known trademark had not been well-known enough
at the time when the said other person’s company was established
or if the said other person does not use the words identical to those
of the well-known trademark as company name.

Notwithstanding the judge’s holding that the respective designated
products or services of Company X’s mark and the marks in dispute
are similar, the judge sees a lesser degree of similarity because of
the differences between Company X’'s mark and the marks in
dispute in their respective marketing channels and consumers, and
thus relevant consumers are able to distinguish the respective
origins of the products or services provided under Company X’s
mark and the marks in dispute. Therefore, the court ruled that
there is no such occurrence of confusion on market.

Example work 3

Name and brief
description of
case/portfolio:
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(Claim for damages after termination of a trademark license
agreement)

Our client owns the Taiwanese registration for the trademark
consisting of two Chinese characters “Efiit”, “UNICORN” and two
lions device under Reg. No. 00193832 (as shown below, hereinafter
the “subject mark”). After obtaining its affiliate’s consent, the client
granted a license to Company X for the company to use both the
subject mark and the affiliate’s registered unicorn device mark under
Reg. No. 00393309 (as shown below, hereinafter the “subject device
mark”), for which license the client executed a trademark license
agreement with company X on August 31, 2010. The term of
license commenced from June 1, 2011 through May 31, 2016 and
the scope of license covered underwear and underpants. Besides,
upon the client’s request, a third person agreed to act as the joint
guarantor for Company X with respect to its performance of the said
trademark license agreement.

oy

UNICORN

8
Reg. No. 00193832 égﬁ‘f mark (the subject mark)
zf‘ Kk

A

Reg. No. 00393309 mark (the subject device mark)

Due to Company X’s breach of the provisions of the said trademark
license agreement during the term of license, our firm was retained
by the client to issue an attorney letter to Company X on March 30,
2013 to terminate the said trademark license agreement. Further
on March 30, 2015, our firm represented the client to initiate a civil
action against Company X and the third person, claiming that the
client suffered profit loss in an amount of TWD3,780,000, namely the
royalties the client had not received from Company X for the
remaining three years after termination of the said trademark license
agreement due to the reason attributable to Company X. The client
temporarily claimed damages in an amount of TWD1 million against
Company X and the said third person guarantor.
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The court held that Company X during the term of license breached
paragraph (1) and (2) of Article 11-2, Article 4-9, Article 5, and Article
7-3 of the said trademark license agreement (with respect to failure
to meet the sales performance standards, non-closed sales amount
and excess royalty, and failure to provide sales information, and
failure to seek the client’s approval of product packaging design),
and that the client indeed suffered profit loss caused by the fact that
the client terminated the said trademark license agreement due to
Company’s breach of the said agreement and thus the client had not
received the least royalty for three years beginning from June 2013
in an total amount of TWD3,780,000. Based on the foregoing
holding, the court determined that Company X and the said third
person should be held liable for the client’'s loss and should pay
TWD1 million to the client.

IP advisers from

your firm involved:

PN 5 1 il

SRR AT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
C. H. Wu, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

2015 % 3 H 30 H : EERFEFA

20157 H 2 H : #ETEMHER -

2015 £ 7 H 27 H BT E KSR -

2016 £ 1 H 11 H : #THEAKE sl tmiz 7 (ehamsssd) -
2016 F£2 H5H : 5H -

2015.3.30: Civil action initiated.

2015.7.2: Preparatory proceedings held.

2015.7.27: 1° oral argument sessions held.

2016.1.11: 6™ oral argument sessions held (oral argument
sessions concluded).

2016.2.5: Adjudication.

Why was
it important?

# PG ZEt AT oo A EI BT ARRREMNE ST FiRoo N TR
FEG IS I LIRS R ERIR - NIV RSB 2 JR1T - MR
ZEAGR A MY Ryoo N H N R AR AE G 4VA L& IR A (S I 1%
FERART - M¥too NEIATE NN HESTIE 77 - (AT EBIE =it
RE EFRooNFBRE L ZIEERETE - DHUSREERIE G4
1Et& oo ARG P ARG Z 1S -

For the above matter, the client had also authorized our firm to file a
criminal complaint against the responsible person of Company X for
Company X’s trademark infringement by continuing using the
licensed trademark after termination of the said trademark license
agreement. The prosecutor, however, held that Company X did not
continue using the licensed trademark after termination of the said
trademark license agreement and thus did not indict the responsible
person of Company X. Regardless of the unsuccessful criminal
complaint, our firm still sought to represent the client to recover its
damages in civil aspects by regaining the royalties payable by
Company X to the client even after termination of the said
agreement.
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Name and brief
description of
case/portfolio:
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(Perpetuation of evidence)

The client owns the invention patent with the patent term thereof
beginning from January 1, 2013 through November 20, 2025
(hereinafter the “subject patent”). After filing a patent application
for the subject patent with the Taiwan IPO on November 21, 2005,
the client had practiced the subject patent to manufacture products
for sale to a third person in China. The said third person, however,
had stopped ordering and purchasing products with the client since
November 2012, which caused the client to voluntarily conducted
investigation on this matter and found that the said third person
turned to Company X to purchase product A. Further, the client
obtained a sample of product A from the Chinese distributor of
Company X to conduct evaluation thereon and concluded that
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product A infringed upon the subject patent.

For substantiating to the court the alleged infringement upon the
subject patent, the client retained our firm’'s services to find an
appropriate institutional expert for identifying the existence and
non-existence of the alleged patent infringement, and the
institutional expert issued a patent infringement analysis report
identifying and confirming the existence of the alleged infringement
by product A upon the subject patent.

The client issued a cease and desist letter to Company X, indicating
therein that Company X was suspected of infringing upon the
subject patent. Company X made a formal reply that they indeed
manufactured product A in Taiwan and sold it to a third person in
China, but they had no authorized distributor in China, and in this
regard, the sample the client obtained from the so-called Chinese
distributor of Company X was a counterfeit instead; Company A also
refused to provide product A for the third impartial institutional expert
to conduct patent infringement analysis.

The client thus planned to initiate a civil action asserting patent
infringement against Company X. There is, however, a difficulty
lying in the fact that product A is manufactured for sale in China and
thus the Taiwan court does not have legal basis to order the said
third person to produce product A; in this regard, it is predictable that
Company X keeps challenging the authenticity of product A obtained
by the client and further denying the alleged patent infringement and
the scope of infringement and also refusing to provide product A and
relevant document or information in whole or in part. The foregoing
makes it difficult to prove the occurrence of the alleged infringement
and the amount of damages, and thus the client authorized our firm
to file a motion with the IP Court for having the evidence
perpetuated.

The court of the first instance rejected the client's motion for
evidence perpetuation on the ground that the submitted patent
infringement analysis report provided no complete explanations.
Our firm represented the client to file an interlocutory appeal in the
second instance proceedings. At the same time, for successfully
having the evidence perpetuation motion granted, our firm also (1)
requested the institutional expert to provide supplemental
explanations and (2) emphasized to the court, for the difficulty in
obtaining product A in usual ways, the likelihood that product A may
be destroyed or its use in court may be difficult, the urgency in time,
and also the legal interests in ascertaining the status quo of product
A with respect to its sale, so that the court of the second instance
granted the motion.

IP advisers from

your firm involved:

PRI AT

Pt A LA

SRS EERAT

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law
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C. H. Wu, Attorney-at-Law

Other IP firms N/A

involved:

Date(s) 2016 /4 H 25 H : Eihireiehs
2016 £ 5 H 5 H : S5 ARIEIE R -
2016 /25 H 27 H : @b -
2016 -7 H 25 1 SHFAGREEIFRHUE - AETIREREIE 2 -
2016.4.25: Motion for perpetuation of evidence filed.
2016.5.5: Motion denied by the court of the first instance.
2016.5.27: Interlocutory appeal filed.
2016.7.25: Motion for perpetuation of evidence granted by the
court of the second instance.

Why was A A BTG ES e H E LIS HATHUSS 8 2 KR » HIt=

it important?

TR RN ARZE S RA R B F G2 2 0 2 AEH)T - AFrEBhEF
PRAEETAT = HOE E 2 8 E AN B FEAEE 2 E w S IR H SR
4 DIEIRE B A FTRARS A A Z SRR B S -

Due to the facts that the client could not obtain the necessary
evidence on the market and it was difficult to explain about the
source from which the client obtained the evidence, the infringer
would necessarily challenge the admissibility of the evidence
submitted by the client in the proceedings. In this case, our firm
successfully assisted the client in finding an appropriate institutional
expert to issue a patent infringement analysis and filing a motion for
evidence perpetuation in the pre-action proceeding, so as to put the
client in the strategically favorable position both in the action and
also in negotiation.

Example work 5

Name and brief
description of
case/portfolio:

— HACRAY T3 i J A R BUER - [m8UR S B E S s
HEORFEE S — H AR ~ fFILERERDER (AfEF) 2
R - EA RSO EE BM E S EFEE o (FRERR AL ZE Sy (K
AT P IaTT ) - BR8N e 1% m) S8R e 2 e 22 B S HettalTie - B AilE
REOR ST R B g -

A Japanese manufacturer of large-size industrial moving and storing
machinery sought for invalidation of a Taiwanese patent owned by a fellow
member in the trade based in Japan as well (and our client). Taiwan IPO
decided and held the invalidation sought for untenable. The invalidation
requester appealed the decision to the Appeal Board, Ministry of
Economic Affairs, which appeal is pending decision by the Appeal Board.

IP advisers from

your firm involved:

PRI B/ S AR

e LI B AR

RS ZE AT S A

P RETRERT

J. K. Lin, Attorney-at-Law / Certified Patent Attorney
Charles S.F. Kao, Certified Patent Attorney

Grace W.T. Liao, Attorney-at-Law / Certified Patent Attorney
LI Ying-Der, Patent Engineer

Other IP firms

N/A
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involved:

Date(s)

2014.09 : fHZL8aaE

2014.11 : HERSR A& R IE

2015.09 : HfiE R 2R AR e i

2015.11 : HERSERH T B

2016.01 : EfiEHE 2R AR e

2016.03 : fERSEfH T At

2016.07 : BEESIFREREA I 2 7y

Timeline (yy.mm):

2014.09: Request for invalidation filed.

2014.11: Patentee filed answer and a request for amendment.

2015.09: Invalidation requester supplemented reasons for seeking
invalidation.

2015.11: Patentee filed written response.

2016.01: Invalidation requester presented a second statement of
reasons for seeking invalidation.

2016.03: Patentee filed written response.

2016.07: Taiwan IPO decision issued holding the invalidation sought for
untenable.

Why was
it important?

LAFEGRRN —S R TEREARS (AWRERE) ZSUHA] -
%%*UZ%%U%)\,@%ﬁ@\{%1¥Lﬁm&ﬁ@%ﬁ%ﬁzﬁﬁ%@ﬁ
BUSEREE NSRRI R A SRR WA TR B 2 A RV A2
HE#RE% - ORFTERHR - B A RS I ERERSEA L HEE
g3 > FRENE Ry PR a2 S o s sk M 5 U RER

2 R 2 B \FRdt i 12 TRER GG A2 Z FHRMEIN S Fr AR
01 PFUE s TRENTENE F IS 1 VnEES (TEEE
&) | z&m%{%méaﬁuﬁg [FERZH SRR ARED M - &
FHEMZFREESOHESE > NIt RESREAFHENIR
o b2 ZREE /D - EAFTREIREE RS SIS A P HAN E
FHZBGT 2 @R TR R D B =R o (AR E?Eﬁf%ﬁfp
et 25 - AR R R N 25 R ERF
MRS - B e R A BRI R S AT - EEEEE%LF@
.S > AR E R AZE T Ry T AR R T HE T B AR e =
AYREIE - EEfRRa IR 2 T sV Rt - B3 A Jhiing FIEEEF
R Mg lE  FE A AT IR » (B2 AR EARE 8 A2
TR e - (R ERRSELATEIEZ RS - (EAFEF T
AR ©

A AR IR 2R - R PRSI -

1. The patentinissue is an invention on certain aerial moving car system
(.,e. a moving device). Patentee and the invalidation requesters are
competitors in the industry of manufacture of industrial moving and storing
equipment. Invalidation requester in fact has sought for invalidation of
two of the Taiwanese patents owned by patentee (our client) respectively,
with one invalidation action followed shortly by the other, and both
invalidations sought for were held untenable.

2. Invalidation requester presented a total of 12 pieces of evidence.
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The challenge focused on whether or not the technical feature of the no. 1
article carrier installed under the moving rail (in the lower buffer part) as
defined in claim 1 of the patent is readily disclosed by the cited arts
combined and hence lacks inventive step. In light of the intensive
successful results of relevant technical development, in terms of technical
content, the cited arts each could be very narrowly different from the
patent in issue. We nevertheless hinged our defense on the logic of
design and the performance projected to achieve to convince the
examiner of the technical distinction between our client’s patent in issue
and each of the cited prior arts. We also pointed out if it takes some
dozen of cited prior arts combined to challenge the inventive step of the
patent in issue, the patent in issue is obviously non-obvious.

3. Further, on our advice , the patentee voluntarily requested for
amending the patent with a view to securing it as a design-around patent.
Due to the complexity of the amendment proposed, invalidation requester
argued against a grant of our client’s request for the amendment alleging
that the amendment as proposed would substantially change the scope of
claim. By detailing invalidation requester's mistaken belief, we
successfully persuaded Taiwan IPO to grant the amendment sought for by
our client and the patent in issue as amended sustains.

Example work 6

Name and brief
description of
case/portfolio:

— HACRAY TS i e A B BER » [m&OR S R B E S s
SEORIEA S — H AR i ~ fFLERERNER (AEF) 2
B o EAROREE B ERFERE - (FREES AL Ry (K
AT e ) o 83 N ORI SOR TR S #Z B G IoiEsniE - 2%
AR POTHEE -

A Japanese manufacturer of large-size industrial-purpose moving and
storing machinery sought for invalidation of a Taiwanese patent owned by
a fellow member in the trade based in Japan as well (and our client). The
Taiwan IPO held the invalidation sought for untenable and the decision is
final and binding as invalidation requester did not appeal the decision to
the Appeal Board, Ministry of Economic Affairs.

IP advisers from

your firm involved:

PR R/ A

5 LI SR T

BB X e TR Rl Ei

&4 HH TAZ AT

J. K. Lin, Attorney-at-Law / Certified Patent Attorney
Charles S.F. Kao, Certified Patent Attorney

Grace W.T. Liao, Attorney-at-Law / Certified Patent Attorney
LAI Shun-Tian, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2014.10 : yhigiLatas

2014.12 : R EIR&H T E L
2015.07 © #figie st e H i
2015.08 - HEERSHH T
2015.09 © ¥hisie St S e HE i
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2016.06 : FEESIFREREA AL Z B oy

Timeline (yy.mm):

2014.10: Request for invalidation filed.

2014.12: Patentee filed answer and a request for amendment.

2015.07: Invalidation requester supplemented reasons for seeking
invalidation.

2015.08: Patentee filed written response.

2015.09: Invalidation requester supplemented a second statement of
reasons for seeking invalidation.

2016.06: Taiwan IPO’s decision issued holding the invalidation sought
for untenable.

Why was
it important?

12 FHAAREN — SR TEERG (ARERE ) ZHHEHN - %
FE 7 BFRE N B SE A (r TE K R (R EL SR S St s
BRE% N R AT R I A e R AT B 2 A R A f 2R
5% AFTERNE B R R A IR 7T
FRIIH Ry 38 RS2 i SR R M S I REA

2 K ZE 7 BREE NPRILH 10 THEREEEGTE - A FEHEN A F HAFHE K
IH 3 (HImERIE 1) PRrfUEs T 2R E =R T ENEEE -
e EAUER SR E o~ & T HE I TEENTET M - B
B PR IR BHENVLE - BoE LAZE 2R | <« —IER0R:
BAVSE G T FTRE 2 R 22 2 T E B HYTT A8 U7 MRS Bl ST Hie 5 BT
T3 IRIERE BN R Ry B/ NIRFEE - FE LG A B 725 5 H ARV S B
DR R EHGEES R 2RI A B ES L - HRNARFENZ
i e S OHERS - W REEREAFENNE RN E
ZEBME/ - BRI RS A AFENNES B 2%
sl Z @RI R FTRE R D B2 7252 RN IR = e 2 i
- BB E AU -

1. The patentin issue is an invention on certain aerial moving car system
(.,e. a moving device). Patentee and the invalidation requesters are
competitors in the industry of manufacture of industrial moving and storing
machinery. Invalidation requester in fact has filed two requests for
invalidation one shortly after the other seeking invalidation of two of the
Taiwanese patents owned by patentee, our client. Taking our statement
presented in defense of our client’s patent in issue, Taiwan IPO found both
invalidations sought for by invalidation requestor untenable and our
client’s exclusive patent right sustains.

2. Invalidation requester presented a total of 10 pieces of evidence.
The challenge focused on whether or not the two technical features of (a)
“the aerial buffer part as viewed from the rail sits at a position higher than
the above feed inlet’ and (b) “as relative to the direction of the way of the
rail lies at substantially the same position as the above feed inlet” as
defined in claim 3 (or post-amendment claim 1) of the patent both are
readily disclosed by the cited arts combined and hence lacks inventive
step in consideration of the function to be achieved by the combination of
the said two technical features, which is to minimize to the extent
possible the moving of the car along the way of the rail and the
ascending/descending movement of the lift so to facilitate easy speedy
exchange of the article(s) being moved. In light of the intensive
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successful results of relevant technical development, in terms of technical
content, the cited arts each could be very narrowly different from the
patent in issue. We nevertheless hinged our defense on the logic of
design and the performance projected to achieve to convince the
examiner of the technical distinction between our client’s patent in issue
and each of the cited prior arts. We also pointed out that if it takes some
dozen of cited prior arts combined to challenge the inventive step of the
patent in issue, the patent in issue is obviously non-obvious and inventive
indeed.

Example work 7

Name and brief
description of
case/portfolio:

—BEE THEELER - SR B E R RS IR S —H

7425 TRUSRE (CAFTE ) Z5H] (NOL) - FFHAE A B ER
BRI AR 7 AR P ) - 2845 NG EESTRE -
S EaEg A SCEHE 2 SRR 8R4 (NO2) » HATIEAE R B E S
FH -
A Taiwanese maker of bicycles sought for invalidation of a Taiwanese
patent owned by a Japanese competitor (and our client) in the trade.
Taiwan IPO held the invalidation sought for untenable (“NO1 invalidation
action”) and our client's patent challenged stands. The invalidation
requester did not appeal Taiwan IPO’s above decision. The same patent
was then challenged by another invalidation requester (“NO2 invalidation
action”), which invalidation action is pending decision by the Taiwan IPO.

IP advisers from

your firm involved:

A R T S A

e LI BRI

BT S Rl Ei

PRILAR

J. K. Lin, Attorney-at-Law / Certified Patent Attorney
Charles S.F. Kao, Certified Patent Attorney

Grace W.T. Liao, Attorney-at-Law / Certified Patent Attorney
LI Jia-Hong, Senior Patent Engineer

Other IP firms
involved:

N/A

Date(s)

2014.09 :
2014.12 :
2015.07 -
2015.10 -

e #sE (NO1)

TR MR ERE (NOL)

SR e (NOL)

fEE MR T A (NOL)

2016.05 : HEGIERERZARILZER 7T (NOL)

2016.08 : ghEEtEEE2E (NO2)

Timeline (yy.mm):

2014.09: NO1 invalidation action filed.

2014.12: Patentee presented answer to the invalidation sought for.
2015.07: Invalidation requester supplemented reasons for seeking the
invalidation.

2015.10: Patentee presented written response.

2016.05: Taiwan IPO issued decision holding the invalidation sought for
untenable.

2016.08: NO2 invalidation action filed (by another invalidation requester).
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Why was
it important?

REHENRRN— " BTHEABES ) ZRER] - 2855 A2 8
PFERSEEETE - (HARTHENHIRE S MRS IR AVEEIRRE )T > A R4
TR T JHET TR TR B R B

REZ FRAEN RSB ERCRER AT EN T K s "
HOE KT e tsa 2t i A HEIER 3% 55— B B I 7 RE A
AR LG BTGB R (VB TERAEI RN - B R R
TERST AT 11 7% 28 — B G Bl A B fTEEAIEN RN K 3%
R BN 2 EEABUR B 7 A EERG T i s B — BERG TR T AE —
Z PR PR BB Z RO 2 ARFat iy oA 230 SR
SHEE RS IR N R R B L R TR 2 5 (R AR A E R
ARG [RE R AP HAZ 220 MAFAEY o34 R AT IE R il
BHA BRI G ISE AT HA 28t > H BRI RS
W ERE > M FRERSEARILZ PR T -

PR ERER R AL ZiZ r 1% (NOL) AMHREAEI—EH - Xk
i EREs NFRHERSE (NO2) » B R A EFIAEE % - 1 NO2 1E
FEERFET -

The patent in issue is an invention on bicycle active washer. The
invalidation requester cited a total of 8 prior arts in the proceeding. We
successfully disputed their evidentiary power and had them stricken one
after another thereby effectively narrowing down the scope of the
challenge.

The NO1 invalidation action alleges this technical feature of the patent in
issue is readily disclosed by Evidences : “...the cooling plate having a
first width adjacent to the first edge section and a second width
which is greater than the first width, wherein the first width is
dimensioned such that only the end of the cooling plate
corresponding to the first edge section can be inserted into a bicycle
brake caliper to which the bicycle brake pad is to be installed and the
second width is dimensioned to prevent the second edge section
from being inserted into the bicycle brake calliper....”
and ”....wherein the heat dissipation section includes a plurality of
heat dissipating fins, the cooling plate and the heat dissipating fins
being unitarily formed as a single monolithic element with no seams
or interruptions there between...”. We presented a detailed analytical
comparison between the technical features and the problems to be solved
by them of the patent in issue and those of the cited prior arts each to
bring to light the distinction between the patent in issue and the cited prior
arts. We also analyzed why a person skilful in the art would not be
motivated to combine the cited prior arts to accomplish the patent in issue.
Taiwan IPO taking our above defense as a whole held the NO1
invalidation action untenable.

In less than one month after Taiwan IPO issued the above Invalidation
Untenable decision, the patent in issue is under challenge again by
another invalidation requestor (NO2 invalidation action). Obviously, the
patent in issue is an important invention in the industry. The NO2
invalidation action is pending decision by the Taiwan IPO.
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Name and brief
description of
case/portfolio:

— (R R AR A g [ 47 R R T e R S R A ORI — 1
BIAE] 2 SIHEN - BEFEEEREEIRIL CRFTEFRT) ©

A German maker of liquid crystal materials sought for the invalidation of a
Taiwanese invention patent owned by a German company who is our
client. The Taiwan IPO held the invalidation sought for untenable and our
client’s patent in issue stands.

IP advisers from

your firm involved:

MR ERRT/ S A

5 LU S5 i

P RE AT/ A

T RE I A2 AT

J. K. Lin, Attorney-at-Law / Certified Patent Attorney
Charles S.F. Kao, Certified Patent Attorney

Grace W.T. Liao, Attorney-at-Law / Certified Patent Attorney
Amy L.C. Chang, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2015.04 : WhiEtisias
2015.05 : $EE R H&F IE
2016.04 : HEGE E R AL
Timeline (yy.mm):
2015.04: Invalidation action filed.
2015.05: Patentee presented answer and requested for amendment.
2016.04: Taiwan IPO issued decision holding the invalidation sought for
untenable.
Why was REG RS SEIHEHN » FEAFTERIIAERERIS AT T - (8%

it important?

SRR NIRRT —FN - BIEREREARIL LY » INEH
FRRBFER (3% 1 BEF 2-3 £) - AP HAEA B2 P52 BT
HERFRAIHTA R -

REZ FEACN AP HHFTRE R . TR T HR gy ~ BA
IEM T ESEEE (GAe) - BASEE - BAEEE v1 - BAE
EHYGEPE(REEE (K33/K11) ) %5 > S HPVELIERI B R 2 -
aafz 3 FTRETHIN ? AR T 20 BABAEEHE 2 ~ 5fE 3 R HE
BB R R Ak R i 2 7 5 - WEOAMER TS g 2 -
ot 3 Ryl A A TREER 2 IR - NIt - FFEZ B EHVE
GES M AT HAZ 20 > HEEREERE A ROTEE > TR%
FAREEES AR Z E5R - BRARTI R SRS h 2 Bl ik e 2
HEE > (eFFEZRBER —FENRIERERE A RILZ T -

The patent in issue is an invention of certain liquid crystal material. We
successfully won for our client an Invalidation Untenable decision issued
by the Taiwan IPO within just one year after the invalidation action was
filed while it normally takes 2~3 years for the Taiwan IPO to decide on an
invalidation action. Further, our client’s patent in issue stands intact.

The focus of the challenge is whether or not a person skilful in the art may,
based on Evidence 2 and Evidence 3, anticipate to accomplish such
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performance proposed to achieve by the patent in issue as is specified
that ” lower voltage holding ratio (HR), positive dielectric anisotropy
(higher Ag), higher clearing point, lower viscosity y;, and a higher
ratio of the elastic constants kss/ky; etc.” We presented a lucid analysis
comparing the technical features of the patent in issue and the problems
proposed to be resolved by them at work and those of Evidence 2 and
Evidence 3, which comparison manifests that neither of Evidence 2 and
Evidence 3 when put into practice is able to attain the same result as
proposed and achieved by our client's patent. Given the established
difference between the patent and the evidences, the invalidation sought
for is held untenable. What is significant is that the Taiwan IPO has
reasoned its decision based almost entirely on our statements presented
to defend our client’s patent, which fact attests the value of our strategy
and statements presented as a whole as workable reference for the
Taiwan IPO to be able to quickly decide on the invalidation in less than a
year.

Example work 9

Name and brief
description of
case/portfolio:

Trademark Opposition
b 3% 8%
2 HpEfE ¢ FWATCH
sEfiSRES - 1505750
J5A1 + 35
fRENRS © IR M e S 488 REEH CIR RS © 48p%
THE - B MR SRTEREE ) e ST ER
2% REZEHE KT EREE -
PN * R E R AR AE
PR ¢ L SRR A IR AT (A& )

v e - SWACH

Bl 5 8
Disputed TM: FWATCH
Reg. No.: 1505750
Class: 35
Designated Goods: Dealerships of various products for
local/foreign manufacturers/traders; import and export agencies;
network auctioneering, mail orders, on-line shopping; retail and
wholesale of watches and clocks; retail and whole sale of stationary;
retail and wholesale of leather bags and leather articles
Registrant: Yardstick Enterprise Co., Ltd.
Opposer: Swatch AG(Swatch SA)(Swatch Ltd)

Cited Trademark: swatch

IP advisers from
your firm involved:

Fak PG IENE \FTE 2 52 155 1505750 SEpishe S - BEkif
JEee Ry ISP 2E o M RREARILZ R Ty » FaR ARk > [
KRB R > ZEALACR IR TR - SRE ISR E 2 A T R
P Ty BRl Y SR BT Z B R o IR RE R S R IR Z e oYy 2
STRAE - BEMERIRTATE EERE > WoE Gr
2% 0 M R ZF TR s MHE THEH 2 i oy > PP AR BRI T T tE
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I AR PR E R M E -

The Opposer filed an opposition against TM Reg. No. 1505750
owned by the Registrant. The Intellectual Property Office (IPO)
considering no conflict between the two parties’ trademarks made
an Opposition Unfounded Decision. In disagreement with the
decision, the Opposer then filed an administrative appeal with the
Ministry of Economic Affairs (MOEA). The MOEA after examination
rendered an appeal decision determining conflict between the two
parties’ trademarks and deciding that “the opposition unfounded
decision should be revoked and an appropriate decision should be
made instead”.  The IPO following the appeal decision rendered a
fresh decision to determine conflict between the two parties’
trademarks and to cancel the disputed trademark. As the
Registrant failed to institute an appeal, the disputed trademark
registration was cancelled and the cancellation has become
ascertained.

IP advisers from

your firm involved:

A MR S5

ZESSEREGTITE SRIIRCEPN

e [H (R R/ AR

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S. T. YANG, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Attorney

Other IP firms
involved:

N/A

Date(s)

2012.05—f2H ##

2013.07 — BB 5 Ry S A AL Z B 7y

2013.09 —$Z#LFFAE

2014.01 —&OmE Ry T IR ER S BETA SRR RO B R - AR
TIHRRR S R iE 2 Ry | ZETTRRVE

2014.04 — HEWE 5 Fs 5 T Pt < SEITHE THEH < i 7y

2015.02 — FEHE A S

May 2012 — Opposition filed

July 2013 — Opposition Unfounded Decision made by the IPO

September 2013 — Administrative appeal filed

January 2014 — Administrative decision made by the MOEA to

revoke the opposition unfounded decision and to order the original

deciding agency (IPO) to make an appropriate decision instead

April 2014 — Decision made by the IPO to cancel the disputed

trademark registration

February 2015 — Cancellation published

Why was
it important?

e Tsy BLAEGRGIMEZ " watch | Fréie Z 274 | swatch
AT PER M AGE M A B8 T watch | &5& Z R Hg 4 2 g8k
MR o A > JEARPLZ P A ?

BEMERFE R BRERECEEXEIRIIERE - HRFE
PHEEE A Z S EtEs - T EMRFIRE - BRF it
K fi 2 St gk N L AH S P e R DL - 1S B R S P AR A L
FHEZHREIEHEER » T PREER(K - e DN S P
REAFRZACRNEN TR > HF Rl R BB E A RA R
oL B > TR R SR I B 2 T A RN
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oy o MECR ERETE S E RS By - Wi e AR R - R B
SNz TFWATCH | B T swatch | 35 B—49 N0 E "WATCH | 2
B NS LERE T AN R TWATCH | 55 2 HIS » BT A
HE—ZFPEE 2 B - FEEELCT U i AFpifaEfEH
TEREENE  EEEME | RS T A e T &
PSR~ SRR S HAAME ) FE R 0 BTEEE 2 IS EITE R R bR
FRmZMBIRE  R—EE IR TS SEY - EEEBIEI
Z EinliRis - B BB R EESERATFES FEZ (A A TRE %
HEFEFTEERAINZSEEAEE RN - B THEERZHSR
JEEEMHE S Z3AME - M ATEEINEIAERAIREZ TEE » 250
EEEEMY T RS  EEEAS ) IR EATUHBDHEERE
AR s X BB R AR Ry S A 2 T~ ISR UAEE
BREEEEE S SN - DR s oA ig Ry T RhEEE
PR A\ B DABEEZ Hh SO 2 T BS8% ) (E B AR PRt g » 188
1B P EEAHERI DL C T B4E S T WATCH | {E R B 4 0 1
AR DA HEm P AE N (E A 2 T P R 8 T P A e AR e 2 R 5
RZGFEFIET » PR N LA R i T BRI 4 MR 25 1
L A8 8H ~ (HEUE O RS - 48psHos - B0l - MY - G m
TEME - KEZEAE  FEHZEME ) W BEERARAL
K& " swatch | FEREIERAGEHE ATUL R N E—HAEEE
iz % > A FEBEREE S E MRS bz E - KA
"R BE ST BRI EE AN L BR A HEE » IR R R S R E R ST
ZHTFRAE o HEMERZKTTHACE 5 ERET » DHEEHR
JE R FREts E 2 Fra i » S9A NSl - A AR
Z e TR 2 B o

The main issue for the instant case is that the cited TM “swatch”

combining “s” with the non-distinctive “watch” may prevent the
trademarks combining other alphabets with “watch” from being
registered by others on goods/services relative to timepieces, even
dissimilar goods/services.

The IPO in the opposition unfounded decision considered that the
cited trademarks are famous and the designated “retail and
wholesale of watches and clocks” of the disputed trademark are
similar to “various kinds of clocks and watches, and parts thereof”
etc. of the cited trademarks; however, the two parties’ trademark
entireties are impressively different in design formation so that the
level of similarity is low; consumers are able to identify the sources
or manufacturers; the disputed trademark would not cause
confusion and misidentification to relevant consumers nor dilute the
cited trademark distinctiveness or reputation. However, the MOEA
in administrative appeal decision reasoned, comparing the two
parties’ trademarks, both are designs of an English alphabet plus
“WATCH?”; conceptually the same “WATCH?” could bring the public to
associate them with a series of trademarks; they should be
considered similar trademarks; comparing the designated “retail and
wholesale of watches and clocks” of the disputed trademark with
“various kinds of clocks and watches, watches equipped with a
quartz and parts thereof etc.” where the cited trademarks are used,
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services of the former are for wholesale and retail of the goods of the
latter; according to general idea of society and marketing situation,
they should be deemed similar goods/services; in view that the cited
trademarks through the Opposer’s long-term and extensive use
have become acquainted to local consuming public and such
impressive trademarks should be quite distinctive; any free-ride will
bring confusion; the registration of “retail and wholesale of watches
and clocks” of the disputed trademark should be likely to cause
confusion and misidentification to relevant public or consumers;
considering the cited “SWATCH” trademarks are very famous, the
two parties’ trademarks are closely similar, the cited trademarks are
highly distinctive and the disputed trademark comprising the similar
“Bif%$%” and “FWATCH” inferably could be associated with the
Chinese version “EfiZ-$%” and “SWATCH” of the cited trademarks,
the disputed trademark registered on “dealerships of various
products for local/foreign manufacturers/traders; import and export
agencies; network auctioneering, mail orders, on-line shopping;
retail and whole sale of stationary; retail and wholesale of leather
bags and leather articles” will keep the public from associating
“swatch” trademark with a certain single source or unique
characteristic, so as to dilute or weaken the cited trademark
distinctiveness.  Following the MOEA’s ruling “the Opposition
Unfounded Decision is revoked and the original deciding agency
should render an appropriate decision instead, the IPO made a
decision based on the same reasoning that the registration for all the
designated services of the disputed trademark has unregistrable
event and should be cancelled.

Example work 10

Name and brief
description of
case/portfolio:

Trademark Revocation

PR QF

S okds - 1105472

YER] - 3
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K ~ BEE R~ fEFE/K ~ 252K - JE8aHE ~ IR HL ~ AL ~ MK -
FE ~ f7EEH - FEERE - IRFE - sETFRE - BN HEEAL - ﬁ”ﬁ%)&l
FE - B - EEEEH - BREREH - fﬁ%iﬁaﬂﬂ FRHENE
W~ TEEFEH - RS - CIDFREH - SEREEH - BEEAN -
PEREREN © BILREIER AR AE

FREEREIE A @ POIEoFrs se s FLA B e B S e (0 B PR A 5]

Disputed TM: (\flS

Reg. No.: 1105472

Class: 3

Designated Goods: Perfume (spice), cologne, cosmetic, face
cream, cream, lip balm, lotion, deodorant, eau de toilette, hair lotion,
shampoo, shower gel, facial cleanser, mouthwash, toothpaste,
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massage oil, massage cream, eye cream, hand cream, foot care
cream, conditioner, essential oil, soaps, fixatives, lemon essential
oil, lavender essential oil, rose essential oil, jasmine essential oil,
sandalwood essential oil, tea tree essential oil, eucalyptus oll,
peppermint essential oil, sage oil

Registrant: Apiserum International Corporation

Petitioner: Stradivarius Espana, S.A

IP advisers from

your firm involved:

FAIEHE AR 2003 4 11 A 3 H DL FraiRE e E L s 3 43
ZHBK (BRD) ~ dReK ALt an R aE ek i - SO R E E i
H Fss kS 1105472 SERGHE « FIEERE I AN 2014 4 11 H 13 HD A
FEEA S MME RS R ER LT 3 F218
T EREERE (- H LM - PR A SR (N (E FESE - FoRH AR
HPEEsBE BV ERENE - HigH SRR A L
TR AP A AR A S 2 f i IR RGeS
o PRI R 58 1 2 P et a2 7y -
The predecessor of the Registrant on November 3, 2003 filed an
application for registration of the disputed trademark designating for
use on perfume (spice), cologne, cosmetic etc. in class 3 and was
approved registration as No. 1105472 by the IPO. The Petitioner on
November 13, 2014 filed a revocation petition against the disputed
trademark based on that the disputed trademark has not been put
into use or has been suspended from use for three years, without
any justifiable reasons. The trademark owner did submit evidence
alleging extensive use of the disputed trademark. However, the
Intellectual Property Office (IPO) made a decision to revoke the
disputed trademark registration reasoning that the disputed
trademark labeled is to identify the goods sold by another person,
not the disputed trademark owner.

IP advisers from

your firm involved:

A MR S5

15 7 FH R B/ ST

= [EREITE M RITRGEDN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S. T. YANG, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Attorney

Other IP firms

N/A

involved:
Date(s) 2014.11 — 5 |-
2016.07 — HEME /) s 2 F i < SEME T RE L2 B 7y
November 2014 — Revocation petition filed
July 2016 — Revocation Decision to revoke the disputed trademark
registration made by the IPO
Why was sEfHtt N EAERIYME I Z Bt - H AL pa R R S 8 &I - (£

it important?
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BEVERD L BIEEARE 28 #ﬂﬁﬁﬁ JiE 5+ /A H]
(Bombastus-Werke AG)FfiBf 1L @ %= FAEIR 2 4 F i I B 1
"Bombastus | 7 155 > FE(R A DAFRETERS - JBE Efﬂ%’%ZPﬁum
L ERMER 48 T BRI E ) (N B s R L B e AT
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FEERFEmEDR - HpimEdEs - EamiElh H9E 2 P mitE s &
"Bombastus | 7 FEE - FEECHIE LA RN K T RASEL o iR
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The main issue for the instant case is whether a registered
trademark will be deemed as use if it is a trademark owned by
another person in other country and the trademark owner claimed
he is the local distributor and the registered trademark as well as the
wording “imported with original packages” are shown on advertising
materials and website.

The IPO opined that the invoice lodged by the disputed trademark
owner was issued by a German company, Bombastus-Werke AG,
and the disputed trademark design and “Bombastus” on the invoice
are to identify the products sold by the German company
Bombastus-Werke AG; product introduction is for the history of
Bombastus-Werke AG and the products pflanzenextrakt artischocke
and herbal drinks series; the way the disputed trademark design and
“Bombastus” were shown, to consumers, are to identify the products
sold by the German company Bombastus-Werke AG; eye creams,
oral preparation, toothpaste and refining creams are sold on the
disputed trademark owner’s website; the disputed trademark design
and Bombastus are shown on packages and the products with the
wording “Imported with original packages”; according to general
marketing, consumers objectively will think the disputed trademark
is used by Bombastus-Werke AG to identify its goods; the disputed
trademark owner in the defense brief stated “Apiserum exactly is
Bombastus-Werke AG’s local distributor”; evidently, the disputed
trademark owner is just the local distributor for Bombastus-Werke
AG'’s products bearing the disputed trademark; webpages lodged by
the Petitioner prove that the disputed trademark is used by
Bombastus-Werke AG on products and the trademarked goods
have been exported into Taiwan by other traders; objectively,
consumers are able to recognize that the manufacturer of the goods
and the user of the trademark is Bombastus-Werke AG; the disputed
trademark evidently has not been used or has been suspended from
use within three years before the instant revocation petition was
filed; the disputed trademark registration should be revoked.
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Example work 11

Name and brief Trademark Application
description of
case/portfolio: 2 FpHIE ¢ Knot device (tridimensional)
A
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'“—x'_’?r:i_,-'
SEfaREy © 1776241
JA - 3,18
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BOTTEGA VENETA SA

HFHEEBEBEERR "TEFK EF®LS (F 3 B)
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Disputed TM: Knot device (tridimensional)

ré ':--;

Reg. No.: 1776241
Classes: 3, 18
Registrant: BOTTEGA VENETA SA

The disputed trademark actually used on “perfume” (class 3)

The disputed trademark actually used on “clutch bags, evening
handbags” (class 18)

ff.'.///////‘/;//\\
QAN S
é» Sy
V \/\/\/\/\/ \/\/:./ N S .
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The Intellectual property Office (IPO) considered that the disputed
trademark is composed of a 3-D knot; consumers could associate
such a design designating for use on “perfumes, perfume extracts

. in class 3 and “trunks and traveling bags; ....” in class 18 with 1)
a simple 3-D model for promoting goods or services or a simple
decorative art; 2) a decorative pattern, even though it is not directly
descriptive; 3) simply a decorative art, thus not distinctive and raised
objections three times in Official Letter Nos. 10390716910,
10490166190 and 10590137100. In order to overcome the
Examiner’'s objections, the trademark owner submitted
evidence/materials showing creativeness of the instant trademark,
newspapers/magazine advertising materials world-wide (including
Taiwan), popularity of the trademarked products and sales figures
throughout the world (including Taiwan) and world-wide
registrations) and argued that the disputed trademark possesses
distinctiveness.  Finally, the disputed trademark design was
granted registration on the goods actually-used.

IP advisers from

your firm involved:

R | R E5R il
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J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S. T. YANG, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Attorney
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Other IP firms
involved:

N/A

Date(s)

2014.01 — HzE=m

2014.08 - FEMFE FBRAE KB B e TmAE
2014.12 — {EHERE

2015.03 - LM GRS I e frmenE
2015.09 - fEHERE

2016.02 - BE EESEE =R R e TimE
2016.05 - HEMEREBREEETES

2016.05 — @q4pyieE:

2016.06 — NS

January 2014 — Application filed

August 2014 — First objection raised by the IPO
December 2014 — First response

March 2015 — Second objection raised by the IPO
September 2015 — Second response

February 2016 — Third objection raised by the IPO
May 2016 — Approval decision issued by the IPO
May 2016 — Registration fee paid

June 2016 — Publication for registration

Why was
it important?

AREFE © 2F RS EHRE ?
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The main issue for the instant case is whether the disputed
trademark is distinctive or not.

Taking into account the extensive promotion, distribution world-wide
(including Taiwan) and registrations of the disputed trademark, the
IPO decided the disputed trademark actually used on “perfumes,
eau de perfume” in class 3 and “handbags, shoulder bags, tote
bags, clutch bags, evening handbags, purses” in class 18 is
distinctive and granted its registration as No. 1776241.
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