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TIPLO Outstanding work on Litigation Case (2015.9)

Example work 1

Name and brief
description of
case/portfolio:
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A German maker of large-size industrial machines sought for the
invalidation of a Taiwanese patent owned by a Japanese
corporation, a large-size industrial machine maker as well and a
client of TIPLO’s.  Taiwan IPO decided the invalidation sought for
groundless upholding the validity of our client’'s patent in issue.
The German challenger took an appeal and the Appeal Board let
stand Taiwan IPO’s decision. The matter is now pending decision
by the IP Court on the administrative action initiated by challenger.

IP advisers from

your firm involved:

A MR S5

e LI BRI

@RI ¥ Rl Hi

G} TAZET

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
W. F. WU, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2011.07 : ghigtesgas

2011.09 : #hEAaE ARy

2013.02 : ¥FH A

2013.03 : ZhastE 7o B
2013.07 : #hERas A py

2013.11 : phEaEEy

2014.03 : HEEHRIEH

2014.06 : BEFIERERE R KILZIEST
2015.02 : FFFEEEL [EI5TEE

2015.05 : (R E AT
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Timeline (vy.mm)

2011.07: Challenger filed invalidation request.

2011.09: Patentee filed answer.

2013.02: Patentee interviewed by Taiwan IPO examiner.

2013.03: Challenger filed first statement of supplemental
reasons for seeking invalidation.

2013.07: Patentee filed response statement.

2013.11: Patentee filed a second response statement.

2014.03: Challenger filed a second statement of supplemental
reasons for seeking invalidation.

2014.06: Taiwan IPO issued decision holding the invalidation
sought for groundless.

2015.02: Appeal Board dismissed challenger’s appeal.

2015.05: Challenger initiated administrative action in the IP
Court.

Why was
it important?

1~ ZRFBERUGREAN— /KR 775 S BB 2 S BHER] - 28% A ST
EECFEKIATE N RS - N B EE AT R - BEME
[ RSER AR LR A AR BLai i SO » S AT
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L2 pRy (AFTE P ) - 288 N ife B IR 5 R < Ba 7 1 [ 45608
B0 AR e 2 5 S HEREaTRE - SRR A R B S Z B o T ]
W EE N 25T CRFT& P ) ©
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HERCEUE - IREREE 58 2 28 N B s B/ N LT S ot &
S RERE - 6 TN BRAEERIIHEERTEHGEEN AR
WrRalE S 1 7 BRI RS & A RGA Ll shanny S

i - BEERG NTHERBA RS SIE e RSk - A
B Z P LASE AT £ AR i A8 - BV AT R Iss th N BB A - R EE
B 1) FEZEIMEFEEIR R - AP ERERR A -
HIE T EEZEE VSR R RAME IS -

1. The patent in issue is an invention patent on certain seawater
treatment method and device. The German maker challenged
every claim of the patent. In the proceeding, both parties
requested to communicate to the examiner face-to-face. Before
our interview with the examiner on behalf of our client, Taiwan IPO
openly expressed the patent in issue might be considered lack of
novelty and inventive step. We successfully pointed out and
explained in detail to the belief of the examiner during the interview
the difference between the patent in issue and the evidence cited by
the challenger and reiterated our defence in the written statements
that followed. The German maker’s invalidation attempt thus failed
and on its appeal, the Appeal Board let stand Taiwan IPO’s decision
holding the invalidation sought for groundless.

2. The focus of our argument is the patented device’s pH value at
the end of the discharge (i.e. at the exit to the ocean). Much as the
invention cited specifies the cited patent has a pH value of 6.5, said
value is in fact given in consideration of the pH value of seawater
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discharge standard required by the Chinese government. In other
words, it is not the optimal value attained in the course of the
research and analysis performed by the inventor with a view to
downsizing the device. The question is then: Does the
concurrence of the pH value specified in the patent in issue with that
of the cited invention indisputably justify the allegation that the
patent in issue lacks novelty and inventive step? Taiwan IPO has
been questioned for its logic and reasoning for invalidating a patent
by reason of the numeric value disclosed in the cited prior art without
looking into the technical concept leading to the definition of the
numeric value cited. In this invalidation case, the Taiwan IPO
examiner in charge had initially given the challenger’s argument a
good thought by reason of the cited pH value but we successfully
argued to overturn the above questionable logic and reasoning and
reverse his opinion and our client’s patent in issue stands.

Example work 2

Name and brief
description of
case/portfolio:

B8 2 BfTHERE - uig RSOV R E ) R R
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A Taiwanese maker of bicycles twice challenged (hereinafter
“challenge #1 and challenge #2” respectively) and twice in vain the
same patent owned by a Japanese corporation in the same trade.
In challenge #1, the patent at issue was invalidated. The patentee
appealed and the Appeal Board vacated Taiwan IPO’s invalidation
decision. The challenger brought the matter to the IP Court and the
IP Court upheld the Appeal Board’s decision. The challenger
thereafter filed a second request for invalidation of the same patent,
which request was considered groundless and dismissed.

IP advisers from

your firm involved:

PR R/ A

5 LI SR T

BB X ITE Rl Ei

L TAZRT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
ZHAN Hao-An, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2008.8 : #hiHEtEEREE(NOL %)

2008.10 : $EERFHEE (—) (NO1 %)
2010.11 : 2RI 7 H(NOL %)

2011.02 : $2%5kEEH (=) (NO1 %)
2011.11 : FEEEE B EIL(NOL )
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2012.08 : FrFEE REHFEE 73 (NOL 2R)
2013.04 : FEEEREEFEFF(NOL %)
2013.11 : YHHEfEER3E(N02 %)
2013.12 : f2ERHEEH (—) (N02 %)
2014.12 : 255N (=) (N02 %)
2015.04 : EEE 5 E B E A RIL(NO2 %)
Timeline (vy.mm)
2008.08: Challenger filed challenge #1.
2008.10: Patentee filed answer to challenge #1.
2010.11: Challenger filed statement of supplemental reasons for
challenge #1.
2011.02: Patentee filed second response statement to challenge
#1.
2011.11: Taiwan IPO issued decision on challenge #1 upholding
the invalidation sought for.
2012.08: On patentee’s appeal, Appeal Board vacated Taiwan
IPQO’s decision on challenge #1.
2013.04 IP Court dismissed challenger’s action.
2013.11 Challenger filed challenge #2.
2013.12 Patentee filed answer to challenge #2.
2014.12 Patentee filed second response statement to challenge
#2.
2015.04 Taiwan IPO issued decision upholding the good
standing of the patent in issue.

Why was
it important?

1~ ZFHARRIN— B 175 sy < 2554 - 8285 Nt EPO [F]iF
IS A FER 2 EPO HEZRETES MR AGEN 2 EH - &
SR AR RS TR 7Y - (BRI FRSTRERR B Ry P U
A o HERNAYERSERIOT VAR - IERE I 2 S5 SR H AT BT
D Z BT 1 YIS T - FHEZER, - RMEERS A& S 2
EBTHEST - BEVEBE AR B EGEEST - BRaE A\ FETR IS EH M B 4555
B HHHAFEAERLSE AEEE  ARTEEEREECREN
T

2~ REZ FRAE MEARTH IR S0 IR I 2 B8 B 17 5 i 4%
oS BB AEIE] - ZAI - FEEE SRS IR S B B E T ATRE R T3l
ZHFEANAME » E2HHETE - ZESEA BT AE T
FEARRE Z MNLASH & PASE R Fr BRI BN o AT R hiaR R ST e & 1
2 EAEEL > R P RS HEs -

1. The patent in issue is an invention of certain bicycle chain
wheel. The challenger also sought for the invalidation of the
corresponding EPO patent, which fact manifests the patent in issue
being a core invention. Taiwan IPO decided to invalidate our
client’s patent but we successfully appealed the decision. The
relevant statistics shows the patentee has the odds of less than 10%
in reversing Taiwan IPO’s invalidation decisions by appeal. The
challenger brought the case to the IP Court and its action was
dismissed on the merits. Citing another prior art, the challenger
sought for invalidation of our client’s patent in issue a second time
but in vain.

2. The key to our success in convincing the Appeal Board is the
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difference between the attainable effectiveness of the cited prior arts
each and that of our client’s patent in issue. Much as all of the prior
arts cited are, technically speaking, patents on the invention of
certain bicycle chain wheel as well, due to the above difference or
even incompatibility, it is not easy for any an average person skilful
in the art to have the motive to initiate the combination to come up
with the invention in issue.

Example work 3

Name and brief
description of
case/portfolio:

— HAR B\ F] LS [m SR B 7 R SR B TR A 55
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EREHE%  (FREESARIIZE 7y (A& FIET) -
A Japanese pharmaceutical company sought for invalidation of a
Taiwanese patent held by a Japanese manufacturer of chemical
materials who is a client of TiPLO’s. Taiwan IPO decided holding
the invalidation sought for groundless and our client’s patent in issue
stands.

IP advisers from

your firm involved:

A R S5

e LI BRI

S ZE R R A

s R M A2 Bl

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Alice L.C. ZHANG, Patent Engineer

Other IP firms
involved:

N/A

Date(s)

2014.07 : Yo as
2014.09 : R EHEREER (—)
2015.07 : ISP &R KIL 2B 7
Timeline (vy.mm)
2014.07: Challenger filed invalidation request.
2014.09: Patentee filed answer.
2010.11: Taiwan IPO decided holding the invalidation sought for
groundless.

Why was
it important?

ZFERFREN L EVIRIRI LU BUE Z S8R - 83 A H
A[EIRF IR gt 2 A 2 HAH ER R 888 > B ARSI Z &=
Lo BRER N LR 10 REREEEE  (HAPTROINR B BN E SR
SR BRI IRE IR AE ) (B E SV E RN A F EAHEER
7 —FNEWER RSN RIL iRy - Bl HARVRE) B3 = o2 B 4
R HER A RUE
The patent in issue is an invention of the crystal form and the
method of preparing certain compound. The Japanese challenger
also sought for invalidation of the corresponding Japanese patent by
JIPO, which fact manifests the importance of the patent in issue.
The challenger cited a total of ten prior arts for the invalidation
sought for. We successfully overturned the evidentiary power of
the majority of them which are typically experimental. Taking our
argument on the merits, Taiwan IPO quickly issued its decision

5




TP
Atromeys dt law

.......

TR EBE AT ER

within just one year holding the invalidation sought for groundless
and upholding our client’s patent valid in good standing.

Example work 4

Name and brief
description of
case/portfolio:

—HARETERIERN (AFEFR) RS ERFHREE

FORGA S — B B T3S 2 A » RO B E e
TR ERRER SRR 73 (ARFTE P ) - B3 A= RO TR

FikZ BGRMETE  NESTRERIEIETRE (CARRTR PET) - 223
AA B E R ARG RESST - TR B AR B BIRESF (Zﬁﬁﬁ%ﬁ%ﬁﬁ) °
By NEI e TBUERREE BT - T ST BUABEEE] E5F -
FEHAE FIESRAET - #eER S TR T e -

A Japanese maker of bicycles (client of TiPLO’s) sought for
invalidation of a Taiwanese patent held by a German member in the
same trade. Taiwan IPO decided to invalidate the patent.
Having appealed in vain, the German patentee brought the matter to
the IP Court and the IP Court dismissed the action. = The German
patentee then took an appeal to the Supreme Administrative Court
which appeal was dismissed.  Our client won every instance of the
proceedings and the invalidation of the patent challenged became
final with binding effects.

IP advisers from

your firm involved:

e LI BRI

BB X e ITE ¥ Rl i

SXFR (EEHIAT

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Er-Xiou TSAI, Patent Engineer

Other IP firms
involved:

N/A

Date(s)

2008.06 -
2011.10 -
2012.01 :
2012.04 :
2012.06 -
2012.08 -
2013.08 :

TEC Rt

HEEREE N5 — 5 I HH 5 A

fef e sl (—)

ST

fef el ()

%E%?W\W*‘”EE 7 B R SR
B R AR RO

2014.02 : LR HGTREGE L A 50T

2014.04 : WER3E N[R7E S EA S ESTT

2014.07.01 - %‘%ﬂﬂ‘ AR TR

2014.07.24 : HEM AR T SR

2014.08.07 : ’%““**Eﬂ“ e AR [ 5 EETT

2015.05.21 : fEE{TBUARE B R & L5
Timeline (W.mm)
2008.06: Client filed request for invalidation.
2011.10: Patentee filed first request for amending claims of
the patent in issue.
Client filed statement (I) of reasons for seeking the

2012.01:
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invalidation.

2012.04: Client answered Taiwan IPQO’s interview.

2012.06: Client filed statement (lI) of reasons for seeking the
invalidation.

2012.08: Patentee filed second request for amending claims

of the patent in issue.

2013.08: Taiwan IPO issued decision invalidating the patent
in issue.

2014.02: Appeal Board dismissed patentee’s appeal taken
from Taiwan IPQO’s invalidation decision.

2014.04: Patentee initiated action with the IP Court.

2014.07.01: Preparatory session in the IP Court.

2014.07.24: Oral session in the IP Court.

2014.08.07: IP Court dismissed patentee’s action.

2015.05.21: Supreme Administrative Court dismissed patentee’s
appeal taken from the IP Court’s dismissal of its
action.

Why was
it important?

HFERGER—BT E%Z@%ﬁZﬁ%%ﬂ KR Ry Pt

A% o RS AR 2011 RIS — IO IR SR AR E < FR A
PR#E R 55 SEAERE o MER AT A % PR i o B E I R SR T 3 )
BEmZFEZ B SRRV < Ko fiEE - FFEEZR 28
NEORR - B AR EE A\ KRR 4 B 55 B A E - AR IR
FH A SR A E 2 B ES  ERIELL - BEEERSTTRERFEN AR
AT VR 8 1€ BB SR RCTL © RS AME MO BT R Z B g iR T
e JNEGTRE R E B EITTRE © fEE s N B 1% m B EARGGREST - BEA
Wt/ Ry SRR o B TR E AR B ER S AT B8 e f A 2 i > TR
EXEIRESTT - #e88as N\ B i TBUAb R B3 - M= 1T
BUEREEL R BT - #EER S AT R I ROE %S - 2EBARE
PSR -
The patent in issue is an invention of certain bicycle chain. We
filed on behalf of our client a request seeking invalidation of the
patent. In response, patentee filed in 2011 a request for
narrowing down the scope of claims of the patent in issue. We
followed by supplementing the reasons for seeking the invalidation
and requesting for an interview to explain to the examiner
face-to-face the technical issues concerned. After the interview, on
the examiner’s unyielding advice, patentee sought to narrow down
the patent claims again. Nevertheless, the patent in issue was
invalidated on account of lack of inventive step. Patentee appealed
and the Appeal Board dismissed the appeal. Patentee then
brought the matter to the IP Court. The IP Court dismissed
patentee’s action letting stand Taiwan IPO’s invalidation decision as
well the Appeal Board’s decision upholding Taiwan IPO’s decision.
Patentee took an appeal to the Supreme Administrative Court but in
vain and Taiwan IPQO’s invalidation of the patent in issue thus
became final with binding effects.
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Name and brief
description of
case/portfolio:

— G B AR B i ) A R R T e R S R S ORI —
H AR R s B pe 2 A - FER/FEEEH AL (K& R
BT ) -
A Taiwanese maker of electrical connectors challenged but in vain
certain invention patent owned by a Japanese corporation, a fellow
member of the trade and a client of TiPLO'’s.

IP advisers from

your firm involved:

MR AT/ S A

5 LU S5 il

P RE AT/ A

5 FH A2l

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Charles S.F. KAO, Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Shun-Tian LAI, Patent Engineer

Other IP firms N/A
involved:
Date(s) 2013.08 : gLt aE
2013.10 : $E&EHEH (—)
2014.01 : fEf Al
2014.04 : &g ()
2014.08 : HEfGE E AL
Timeline (yy.mm)
2013.08: Challenger filed invalidation request.
2013.10 Patentee filed answer.
2014.01 Challenger supplemented a statement of reasons for
seeking invalidation.
2014.04 Patentee filed a response statement.
2014.08 Taiwan IPO issued decision holding the invalidation
sought for groundless.
Why was R — RS AAN B e 2 SR > AP o B F RS

it important?

ETT - (R ERRE \STEREN—FN - BRSO
By WEB EERZER - AR B AR K% P S B A
HIA R M

The patent in issue is an invention patent on certain electrical
connector for use by PCBs. We successfully defended our client’s
patent which stands intact with Taiwan IPO issuing the decision
holding the challenge groundless in just one year and such
speediness is rare in practice.
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Name and brief
description of
case/portfolio:

(K EZPNE FEERENZARZETRR - Hand B E A —2 A
FZRENET - BrenfRE NJBIZ IHR2 » ROH BB ) Eﬁﬂzﬁﬁé?nz
JFRE R Ran s - Aan R ARSE R & 1300 Eor 2R E
(Further to the case as profiled above) With respect to the main
action initiated by the client against the accused, the IP Court
decided against the accused, demanding that the accused cease
the infringement, destroy the materials and semi-finished products
seized subject to the provisional injunction executed, and pay
damages in an amount of TWD13,000,000.

(ZRE NN AETREA T FE SRR i £ 7R A A EREE < S eh - I
DiRHERINE 2BZM - WoRIRE R - BURRRET R -

During the proceeding of this action, the accused had once

presented prior arts to challenge the validity of the patent in issue
and denied the infringement alleged against it by arguing that it
simply sold metal parts, not finished products.
BEEERNENE - SRR R oAl - oAk FAFEH
A BED M - £ 1}4*’%#‘“22&51‘ RFRISAE R85 PR 2T P 2 il iR
R EREZ i » 28Rk B R EEHARE o WU Z B O
B EARHE M i > MEREAEEE R MINE EHEE &
21T h R HEEARRERE B 2R a8k - &i8Ak
DUZREAN O ERTaiE EmEE - REF Ry EmEETE
EEEE -
The IP Court examined this case and held that the prior arts
presented by the accused did not negate the non-obviousness of the
patent in issue. Also, the IP Court determined the existence of the
alleged infringement based on the pictures of the finished products
taken during the proceeding of evidence preservation and the seized
semi-finished products. In accordance with the descriptions with
respect to product designation in the accused’s export declaration
document, the IP Court determined that the accused was engaged
in the act of manufacturing and selling the accused product in
Taiwan and that the accused’s argument about its sale of only the
metal parts should not be admissible. The IP Court also calculated
the amount of awarded damages based on the quantity indicated in
the export declaration document and the unit price asserted by the
client.

FEBERY A I T 2 R 5 S R AR 2 SRR - B - R S B A
Z IR Ry PR E AR B Frad I st i - AEIE e 2WIERIHE K
B2 e - SR FrEEE I Y ~ AT Z R - D
HfEZ AR 2 EER o NS K E A A DS R 1B IS I 2 A
= R %*U%ﬁlﬁj HifE ?**'\%E&lﬁufiﬁiEE %*UZ?’%
WA - MHEEAE REFAE - B EENEE S TR A5
# o AT A H A TS B 2 AR s R A 2 JRF AR 2R Wﬁﬁ”“?ﬁ )
—J}“?gﬂg RIGH PR T BRI R Ry (] > ARSI BORRE A SO

 BEHA S E R B A M AR 5 - SR A Z A
lEVx?JEU%W%”‘?FZBE%J M AR IS ~ B BT
B AR AR 2 fE] - a2 RVRTTE N EREEIR LI Z 5618
(BIAMEREEDE ) Kol - 05 2 o RPN BREEHE A e S5 A
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By operation of the rules of construing the patent claims, according
to the court, if the person skilled in the ordinary art do not know or
understand the language used in the patent claims, the definition(s)
provided in the specification and drawing(s) should be first taken as
reference. Alternatively, the purpose, the intended solution and
use of the subject invention as set forth in the specification and
drawing(s) may help in understanding the meaning of the language
used in the patent claims because the specification and drawing(s)
are to disclose and describe the content of the subject invention.
Thus, patent claims should be construed in accordance with the
specification and the drawing(s) for understanding the content of the
subject invention. However, if the meaning of the language used in
the patent claims remains questionable, the file history from patent
prosecution to patent right maintenance (intrinsic evidence) may be
taken into account to determine and know the patent claims
approved by the patent agency, in which case, the patentee would
be barred from change or reverse his/her previously expressed
standing since such change or reversion would accordingly cause
the scope of patent right to be indefinite and thus impede public
interests. Therefore, it is reasonable that the scope of patent right
for the subject invention should be subject to the intrinsic evidence.
Further, if the scope of patent claims still cannot be determined by
reference to the above-mentioned intrinsic evidence, including
specification and drawing(s), the patent claims should be construed
by reference to the evidence or rules other than the aforesaid
intrinsic evidence (nhamely, extrinsic evidence). In other words, it
would be unnecessary to take into consideration the extrinsic
evidence or other rules if the intrinsic evidence is sufficient enough
to definitely construe the patent claims.

IP advisers from

your firm involved:

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law

Other IP firms N/A
involved:
Date(s) Timeline: --
22 Aug. 2013: Civil action initiated.
23 Oct. 2013: The first court hearing held.
05 Dec. 2014: The 10" court hearing held (Oral argument session
concluded).
31 Dec. 2014: Judgment rendered.
Why was KAERRE R ENE RIS R E R Z RIS iR fr 2 TP S

it important?

ZHEY)En - I - SR ERDUE B TS EAREUS 2 585 B AR B R
T2 R o TSR SRR IR - DUHECR RS 2 AR ITNERS
AR ZTFAES -

Based on the accused product obtained in the proceeding of
evidence preservation, the IP Court determined that the accused
indeed manufactured and sold the accused product. Therefore, it
is suggested that a motion seeking preservation of evidence which
is hardly accessible on market or whose origin cannot be explained
should be filed before initiation of a civil action, so as to ensure the

10
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client’s superior position in the main action.

Example work 7

Name and brief
description of
case/portfolio:

(K _EZPN) = FEUZREN 2 AR - B AndE B E A S — A
FAZRE NS - BrepfRiE NBIZ IHR2 » ROHE R 7 Eﬁmﬁﬁé?nz
JFRE R RS - A an e AT E ¥ﬁ”’ﬁ 1300 &yr 2 EE e
(Further to the case as profiled above) With respect to the main
action initiated by the client against the accused, the IP Court
decided against the accused, demanding that the accused cease
the infringement, destroy the materials and semi-finished products
seized subject to the provisional injunction executed, and pay
damages in an amount of TWD13,000,000.

(ZRE NN AESREA T FE T SRR i £ R A F A EREE < S eh -
DiRHERIRE 2BEM - WoRIRE R BURRRET R -

During the proceeding of this action, the accused had once
presented prior arts to challenge the validity of the patent in issue
and denied the infringement alleged against it by arguing that it
simply sold metal parts, not finished products.

BEV RGN FERE - SREEANERZ ARl - fEELRFH
MABED M - £ Tx%#ﬂgﬁﬂf RIFRISAERE 5 T 25 P =~ o iR
A B ke SR AZK A EEEFAE - WM Z K
%J:ﬁ%%]%un%fﬁézuaﬁk ERTE NEEEH RS KINE R EED
ZAT Ry R NARERE B 2 DR AR - mfiibe
DMRFE A O FATsl#Ei EmiE » ME P FRZELEEE
EEEE -

The IP Court examined this case and held that the prior arts
presented by the accused did not negate the non-obviousness of the
patent in issue. Also, the IP Court determined the existence of the
alleged infringement based on the pictures of the finished products
taken during the proceeding of evidence preservation and the seized
semi-finished products. In accordance with the descriptions with
respect to product designation in the accused’s export declaration
document, the IP Court determined that the accused was engaged
in the act of manufacturing and selling the accused product in
Taiwan and that the accused’s argument about its sale of only the
metal parts should not be admissible. The IP Court also calculated
the amount of awarded damages based on the quantity indicated in
the export declaration document and the unit price asserted by the
client.

SEBETA AT TRt R 3 S [ ke R ) B - i R B A
2 MsBIR BB AR B AT S e » RIFEE R 2HIEREAE K
B2 EF  BURE T ArEEE I A ~ TR R~ T
Hfg HsE 2 B REE R E A LG B I i 2 A
A MRS EIN o BB R A E S E R DA R R S A 2 5
HANZ - s A E A ERANE %ﬁEE 7 SLH i B PR~ B A 5E
Fo o AT A HREhPE E B A A i R AR (RS ) >
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RIHOR B SRR P AR T BRI REHGIE Ryl I0ER (I BFIRE NS
i) B RE R E BB NI A BE A 2 &8 BB 2 REA 4G
& B e 2 Fpie AN ElEedE < FRE - tEE ATk S - B=EAN G
BRI AR SR i - (AR 2RI N EESIR LIS 56
(BSNEEETE ) Rk - 5 2 - MR B S5 ks FR 55 A &
L o0 FA 3 B A (B A R AN » RIS 8 5 Ml e s B At kg R HI
By operation of the rules of construing the patent claims, according
to the court, if the person skilled in the ordinary art do not know or
understand the language used in the patent claims, the definition(s)
provided in the specification and drawing(s) should be first taken as
reference. Alternatively, the purpose, the intended solution and
use of the subject invention as set forth in the specification and
drawing(s) may help in understanding the meaning of the language
used in the patent claims because the specification and drawing(s)
are to disclose and describe the content of the subject invention.
Thus, patent claims should be construed in accordance with the
specification and the drawing(s) for understanding the content of the
subject invention. However, if the meaning of the language used in
the patent claims remains questionable, the file history from patent
prosecution to patent right maintenance (intrinsic evidence) may be
taken into account to determine and know the patent claims
approved by the patent agency, in which case, the patentee would
be barred from change or reverse his/her previously expressed
standing since such change or reversion would accordingly cause
the scope of patent right to be indefinite and thus impede public
interests. Therefore, it is reasonable that the scope of patent right
for the subject invention should be subject to the intrinsic evidence.
Further, if the scope of patent claims still cannot be determined by
reference to the above-mentioned intrinsic evidence, including
specification and drawing(s), the patent claims should be construed
by reference to the evidence or rules other than the aforesaid
intrinsic evidence (nhamely, extrinsic evidence). In other words, it
would be unnecessary to take into consideration the extrinsic
evidence or other rules if the intrinsic evidence is sufficient enough
to definitely construe the patent claims.

IP advisers from

your firm involved:

H. G. Chen, Attorney-at-Law and Certified Patent Attorney
Y. S. Yang, Attorney-at-Law

Other IP firms

involved: N/A
Date(s) Timeline: --
22 Aug. 2013: Civil action initiated.
23 Oct. 2013: The first court hearing held.
05 Dec. 2014: The 10™ court hearing held (Oral argument session
concluded).
31 Dec. 2014: Judgment rendered.
Why was KAERERE R ENA 8IS R E R Z RIBAE R S8 iR fr 2 TP S

it important?

RHEY)En - IRIL > SR EELUA R T 5 B ABHHUG < s iR B AR K
R R EETTIEERERE  DIERRE A ETRAES
BRI ZFFAESS -
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Based on the accused product obtained in the proceeding of
evidence preservation, the IP Court determined that the accused
indeed manufactured and sold the accused product. Therefore, it
is suggested that a motion seeking preservation of evidence which
is hardly accessible on market or whose origin cannot be explained
should be filed before initiation of a civil action, so as to ensure the
client’s superior position in the main action.

Example work 8

Name and brief
description of
case/portfolio:

Trademark Opposition

P

sFfHoR L © 1585597

JER - 14

fEEmm  HeBMHEaE  dE IR AENEEE0 - FHEH
AREHT > HESBIEM > HESBEML > HESBEE - IR

MNEE G 2 BRE 88 ~ Blstefiin - AdE ~ H3R - 9K - gt - 4l

0~ S AlEE A BA S §k - #  EPiTEs ROfR T RS -

PIRMEN © 2B TBAH

AR AR N ¢ o B s oK i i £ 3 IR 22 =] (Omega SA)(Omega

AG)(Omega Ltd.) (AHTEF)

Q)
0 Eagpfm : OMEGA
Trademark Opposition

Synopsis

Disputed TM:

Reg. No.: 1585597

Class: 14

Designated Goods: Precious metals and their alloys; ornaments,
precious metal decorations for hats, precious metal decoration for
shoes, precious metal badges, artificial gems for clothing all made of
gold, silver platinum or precious stones, semi precious stones;
jewelry; bracelets, pins, rings, earring, necklaces, brooches,
cufflinks, tie pins and tie clip; precious stones; horological,
timekeeper and chronometric instruments

Applicant: Guru Denim Inc.

Opposer: OMEGA SA ((()g/IEGA AG) (OMEGALTD.)

Cited Trademark: OMEGA

IP advisers from

your firm involved:

SR N\ IERE AP A 2SS 1585597 SEpaiEie th ek - B 2

= oy — 4 P AR A BT 2€ - T A B T\JﬂZﬁZZF% g NG
TRERTREESTREIR - OB R TR e - HaR N S E
AR TEGTER - S AR D,LE‘LP@I‘ Ut @S
7 R IR B o3 KT TE TG ~ 2P P TRUEHZHIAR - it A
AREZHFA R S TTBUERRE BT > MRS TTECAR E e -
RIEAN e ik Aol ph e -
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Summary

The Opposer filed an opposition against TM “AJ Reg. No. 1585597
owned by the Applicant. The Intellectual Property Office (IPO)
considering no conflict between the two parties’ trademarks made an
Opposition Unfounded Decision. The Opposer then instituted an
administrative appeal with the Ministry of Economic Affairs (MOEA).
After the MOEA dismissed the administrative appeal, the Opposer
brought up an administrative suit with the Intellectual Property Court
(IPC). The IPC after examination rendered a judgement
determining similarity between the two parties’ trademarks, revoking
of the original decision and administrative appeal decision, and
canceling of the disputed trademark. In disagreement with the
judgement, the Applicant initiated an appeal with the Supreme
Administrative Court (SAC). The SAC dismissed the appeal. This
case has become finalized.

IP advisers from

your firm involved:

A MR S5

1o 2 AR/ AR

= ILE=XEGTITE SRIIRCEDN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S.T. YANG, Attorney-at-Law / Certified Patent Agent
Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved:

N/A

Date(s)

2012.07—f2H #EiE

2014.02— & B Jo Ry A AL L B 7y

2014.04—FZ#ESFFE

2014.07—&R 0 Ry Rt [E] 2 PR E

2014.09— 5T TR

2015.04— E e VAR Ko [5UiE 77 SRR EHEE ~ R FrrafaiE Tl
PH IR

2015.05—2#E [5F

2015.08—s = THUARE By BB F0E

Calendar

July 2012 — Opposition filed

February 2014 — Opposition Unfounded Decision made by the IPO

April 2014 — Administrative appeal filed

July 2014 — Administrative appeal dismissed by the MOEA

September 2014 — Administrative suit filed

April 2015 — Judgement made by the IPC to revoke the original

decision and the administrative appeal decision and to cancel the

disputed trademark

May 2015 — Appeal filed

August 2015 — Judgement made by the SAC to dismiss the appeal

Why was
it important?

REFE R Z PR e S RS ISR R Bl - HABAERINE
HEA RS ?

BHEVMERRER ZK*?FLX/E: © P A ] 2 4 8 R T A B

B ME AR FEAR G 30T U, FRBRE AR  SMET
NENGTREMF B3 T O 5 & 5 i #8 DLS ok v A FU el s A

ot " Q) RHFLHEE "OMEGA |, ETHAT4R > iR
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L DRE R > S EMEES M > HARFEERET 2002
RS B FH S A 1 AR B P o R A Lt R o A BT
fit - ZREEHLL N EEERITH - BS > SEEEEA
WHEAHNZEN B EAREREZEEEE  AFHEZH
A M ETFH N EE > A FEAEERELE D REEEE S
R ZE o MR BERAKILZ R o7 o &% BN 57 B A
EIFFMHEIHEE - HIFEEEZAE - EEEMEERR
By ZPEEZINET B L EREIE S T Q) FRE oy Z 65
DAPS i SR B T RV B E FRRE - R 2R A 2 PAEERE - AlE 25
RIEIEEN T » BN EE R U RENIEE T T2 TQ
ZENGARIL » B S TP iR Bl AR p T (B - AR DA
sREER L TSR - R PRI SRR MBI - 3 s
TEERNE—BE0 2§ - 8 - SHG eSS - SR an L (T8
SRTINVE AR - BERGEEAE A TR R ~ HE5 R P rEiE
M58 ERSTHREER - A F e R SR N E & E AR AR Z
& ANEAFFHEEM - AR o SETRRR R - AP EIE T
PH 2 HIH o PRERE N BEA AR EZ HIR A e e A TBOE R RRAE L5TF » M
TTECERRH LI R BRSRAR FAA ME A S 2R - TR
TEBL[EH F5F -

Main Issue

The main issue for the instant case is whether or not the disputed
trademark is similar to the cited trademark and it is likely to cause
confusion to relevant consumers.

The IPO in the Opposition Unfounded Decision reasoned that the
cited trademark is known for timepieces and related products,
however, the disputed TM “U (device)’ Reg. No. 01585597 is
composed of “U”, alike the Japanese character “g\” while the cited
trademark is a composition of the Greek symbol “Q” and “OMEGA”
arranged in two lines; the level of similarity is low; they are
respectively distinctive; the disputed trademark has been used on
jeans since 2002 and registered consecutively in other countries; the
trademarked clothing is marketed and promoted in Taiwan so that
there is no free-ride on the cited trademark; the disputed trademark
was not filed out of bad faith; the disputed trademark and the cited
trademark would not cause confusion and misidentification.
Holding the same ground, the MOEA dismissed the administrative
appeal filed by the Opposer. However, the IPC opined that the
disputed trademark is like Q device of the cited trademark placed in
opposite direction; the disputed trademark could be presented or
viewed in opposite direction depending on how the products are
displayed in marketplace; under such situation, the disputed
trademark will bring consumers similar impression to Q device of the
cited trademark so as to constitute close similarity between the
disputed trademark and the cited trademark; since the disputed
trademark is less famous than the cited trademark and both
trademarks are designated for use on the same or similar watches,
clocks, chronometric instruments overlapped in sales places, in view
of above factors, the disputed trademark is likely to cause confusion
and misidentification to relevant consumers and should not be
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granted registration, even though it was not filed out of bad faith by
the Applicant; therefore, the original decision and the administrative
appeal decision should be revoked and the disputed trademark
should be cancelled. In disagreement with the judgement, the
Applicant initiated an appeal with the SAC but the appeal was
dismissed on basis of not substantially explaining how the IPC’s
judgement is unlawfully constituted.

Example work 9

Name and brief
description of
case/portfolio:

ESI B oy

SFfsRE: 1587753

$H51: 9, 16, 35, 36, 38, 39, 41, 42

st AL BHSREER - [ BEECEEER AR AT
ALIBABA GROUP HOLDING LIMITED
Trademark Application

Synopsis

Disputed TM: ‘&

Reg. No.: 1587753

Classes: 9, 16, 35, 36, 38, 39, 41, 42

Registrant: ALIBABA GROUP HOLDING LIMITED

IP advisers from
your firm involved:

BEMERRRZFZEE =, W TE,) 2By > MAESE
I s e Rt S EE MR BEE RN TE ) — &8
A [E S0 AR R R 0 B I A BRI - DUZESE 0339911 5%
FIES B ZBE Ty - AN - $EfEsiE - O EL R PiR L ]
ZERgy o HEE XA B B M E L BT RS - K B M E A
Preasr B 1% 20 s 2 P P Al R B A AE & SoA I - 1 Res PR e S 7
B FIR - ARSI B E /R EE % QAR -
Summary

The Intellectual Property Office (IPO) in the Rejection Decision No.
339911 opined that =" is the simplified form of “3&” and such a
character is commonly used on goods or services connective with
cloud computing, thus should not be distinctive. In disagreement
with the decision, the Applicant filed an administrative appeal with
the Ministry of Economic Affairs (MOEA) but a dismissal decision
was rendered. Then the Applicant brought up an administrative
suit with the Intellectual Property Court (IPC). The IPC after
examination considered the disputed trademark distinctive and
made a judgement to revoke the MOEA’'s administrative appeal
decision and the IPO’s original decision. This case was remanded
to the IPO for re-examination and the disputed trademark has been
granted registration.

IP advisers from
your firm involved:

PRI B/ S AR

R H AN A

o ) (R R/ S A R

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S.T. YANG, Attorney-at-Law / Certified Patent Agent
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Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Agent

Other IP firms
involved:

N/A

Date(s)

2011.07 — EHEE

2012.04 - FEWERBHGZEEE R TR EF

2012.05 - EHERE

2012.06 — EEME R HIZEZEE

2012.07 — #EtEEFEE

2012.10 — L0 KPR 0] 2 R e

2012.12 — HEHEITEGRA

2013.06 — R A A Ryl PR E SRR 7 F s < FIR
2013.05 — HEWER/R/MZEZFE

2013.06 — Gt

2013.07 — Q}%DEH}

Calendar

July 2011 — Application filed

April 2012 — Official letter issued by the IPO

May 2012 — Response to the official letter filed

June 2012 - Rejection Decision made by the IPO

July 2012 — Administrative appeal filed with the MOEA
October 2012 — Decision to dismiss the administrative appeal made
by the MOEA

December 2012 - Administrative suit filed

June 2013 — Judgement made by the IPC to revoke the rejection
decision and the administrative appeal decision

May 2013 — Approval Decision made by the IPO

June 2013 — Registration fee paid

July 2013 — Registration published

Why was
it important?

ARPFFEL - PR A B 2
B2 W E R AR R A FERE AT A B - HEES

2 ]

L J
41 ¢ LA A S —JE sk T s | (Alibaba cloud logo) 7{HHE
i T FHERR - ELASSE PR L R R RS - (R
SRR > SO R R B B A BN - OB B S
1480915 SE7EE « FERATE S SRITHIEE] » 2 R MR E
P -
2. T, BOBIIEA 5 IERRRE | (DB B QFT TR KT

| QEFTAEET@)E (B, FEE - LSS TR

hﬁ@%Z%@ﬁm&%%IﬂEH%%ﬁ S5 T2 P8 S
A E ST ~ SRS M 3R+ A BT S P R b
AETSEA BN, - R BRI > (F R s -
3. % BT — (RS H s e R 3
St BT 2 E1 S S R - S A
e o
4, HHIPE TE - N - TSR LI - (R
ST A R AR s S NS - BT T AT A
B EEIREIREE TR, 2 -

Main Issue
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The main issue for the instant case is whether or not the disputed
trademark is distinctive.

The reasons the IPC considered the disputed trademark is quite
distinctive are:

[ o)
1.T™M & (Alibaba cloud logo) owned by the Applicant comprising
the slightly different Chinese character “Z.” alone and designating
for use on the same goods and services was considered distinctive
by the IPO and granted registration as No. 1480915. Based on
administrative self-restraint rule, it is hard to say that the disputed
trademark is not distinctive.
2. “%” has several definitions in dictionary: 1) say; 2) so or etc.; 3)
used in ancient poems; 4) same as “£”; 5) a surname. These
definitions have no connection with the deS|gnated goods or
services of the disputed trademark. The disputed trademark does
not describe quality, utility or other characteristics of the designated
goods or services hor convey any idea relative to the designated
goods or services, thus should be considered arbitrary.
3. The disputed trademark is a special design of a Chinese
character. Such a picturized design is impressive enough to make
consumers associate with a trademark and should be quite
distinctive.
4. General consumers would think the single Chinese character
“2E” refers to cloud. Such a character used alone could not be
associated with cloud computing at all.

Example work 10

Name and brief
description of
case/portfolio:

,'T;ﬁl .
ENSTET

sF ot « 1514875

Jml - 4

fRE R mn © TIEAG - DRl el Hhag C e 0 i MR RO
FHSE, -

PN ¢ RIERE AR A

PETRERR N © Fm s - ﬁ%i@%@ﬁﬂm&?ﬁ?ﬁﬂ IAIRAE] (AR
F)

BLLEZEEGIE © MOEBIUS

Trademark Opposition
Synopsis

",lcpl .
Disputed TM:

Reg. No.: 1514875

Class: 4

Designated Goods: Industrial wax; carnauba wax; paraffin;
ozokerite; beeswax; white wax, wax; belt wax

Applicant: | Fei Co., Ltd.

Opposer: The Swatch Group Recherche et Developpement SA (The
Swatch Group Forschungs- und Entwicklungs AG) (The Swaitch

18
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Group Research and Development Ltd.)
Cited Trademark: MOEBIUS

IP advisers from

your firm involved:

iR A%ﬁ%ﬂf’%}\ﬁﬁﬁznﬁ% 1514875 S RHHE Tmﬁ%:% B E
oy P AT A T 2E ffﬁ?’fb;%'\: ENRIL 2R ST AR 0 12
.ﬁf?ﬁ LR TR - FUE SR EZE o A TR R

B IR R S A Z e oy ) ZATRRARAE B SR KT

RERSERIRT > o0 E S - R ARFEEZEMET

B2y > PTERE AR ETRZ IR 7 PREESTRE > A R F iR B R

PHEEMHEE -

Summary

R -

The Opposer filed an opposition against TM Mobius Reg. No.
1514875 owned by the Applicant. The Intellectual Property Office
(IPO) considering no conflict between the two parties’ trademarks
made an Opposition Unfounded Decision. The Opposer in
disagreement with the decision instituted an administrative appeal
with the Ministry of Economic Affairs (MOEA). After examination,
the MOEA in the administrative appeal decision on basis of the
similarity between the two trademarks determined “the original
decision is hereby cancelled; the original deciding agency (IPO)
should make a proper decision instead”. The IPO following the
administrative appeal decision made a fresh decision. As the
Applicant did not institute an administrative appeal against the
decision, cancellation of the disputed trademark is ascertained.

IP advisers from

your firm involved:

A R 5 A

15 2 (R R B/ S AT

= I[E=REGITE SRIIRGEDN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Rick S.T. YANG, Attorney-at-Law / Certified Patent Agent
Cheng-Yi HUANG, Attorney-at-Law / Certified Patent Agent

Other IP firms

N/A

involved:

Date(s) 2012.07—RH &=
2013.07— & EWE 5 B RS A AL 2 iR 7y
2013.08—fZ#LEfFFA
2014.02—# 780 Ry T IR Y - HIR R AR RE 5 Ry A 2 R o)

ZEVRERE

2014.05— 3 EE 7y By 2 F i LI E T HH < e 7y
Calendar
July 2012 — Opposition filed
July 2013 — Opposition Unfounded Decision made by the IPO
August 2013 — Administrative appeal filed
February 2014 — Administrative appeal decision concluding “the
original decision is hereby cancelled; the original deciding agency
(IPO) should make a proper decision instead” made by the MOEA
May 2014 — Decision to cancel the disputed trademark registration
made by the IPO

Why was R ZE TR By 2 P B DA SR IR AT DR SN ] ? e E s e

it important?

EERIHALL ? ZF T ﬁﬁ EOAERR M B AR R RS L 7
B ERIRR TRy ZF RSN T Mobius | 2 S RISNEIS A
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EEM - MEEmEERRAE > BB G ISR 230
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> “HEFMMER  HAFEEINCER "oy BTG Z 9%
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- THE B MG ERE L EA I EERIR 2R o FEERER A
Bl B8 BLAERSEBE 2N "MOEBIUS | » BIHIEE Y
T2 O RO RS S 5 o i EL PR - TE AR E A i ARSE RN -
BIRTREZE AR AR » KNI > A PRI EA (AR R B sR e Wi i
RERE S E IR 5ok E [F— 2R EEEA 1 [EHE A Bl SO » A RE
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SRAE o HEMERZRAGTFAE RS E R - DAHEEHEZE
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Main Issues

The main issues for the instant case are how similar the disputed
trademark and the cited trademark are, whether or not the two
parties’ designated goods are similar, and whether or not it is likely
to cause confusion to relevant consumers.

The IPO in the Opposition Unfounded Decision reasoned that the
disputed trademark slightly designed contains “ ©” above the letter
O while the cited trademark is just in plain block letters; they bring
different impression in typeface; their entireties can be
distinguished; comparing the designated “industrial wax; carnauba
wax; paraffin; ozokerite; beeswax; white wax, wax; belt wax” of the
disputed trademark with “industrial oils and greases, lubricants for
clocks and watches, sewing machines and bicycles, synthetic oil,
natural oil, natural grease, lubricants for micromechanic industry” of
the cited trademark, the former are for candles, lubricants, floor
cleaning, food packaging, wire/cable insulation and cosmetics while
the latter are mainly used on machinery for lubricating, cooling,
anti-rusting, cleaning, sealing etc., which differ in nature and utility;
as the level of similarity between the two parties’ trademarks is low,
the disputed trademark could not cause confusion and
misidentification to relevant consumers. However, the MOEA
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opined that both parties’ trademarks start with “mo” and end with
“bius”; they are slightly different in the middle “e” and typeface; the O
with the tiny “ " on the top looks like the German O meaning “oe” in
the distance; the sound of the disputed trademark is exactly the
same as the cited “MOEBIUS”; it is hard to say that the level of
similarity is not high; Comparing the designated goods of the two
parties’ trademarks, for instance, paraffin and lubricant are from
petroleum and have the same function, they have something in
common or in connection in nature, utility, usage, material, sales
channels and places; they should be considered the same or similar
goods; the cited TM “MOEBIUS” not directly connective with
“industrial oils and greases” should be quite distinctive; the disputed
trademark would cause relevant consumers to misidentify the two
parties’ goods as those from the same or related source so as to
cause confusion and misidentification; therefore, the original
decision made by the IPO should be revoked and the original
deciding agency (IPO) should render an appropriate decision
instead. Following the administrative appeal decision, the IPO made
a fresh decision deciding that the two parties’ trademarks are
conflicting and the disputed trademark registration should be
cancelled.
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