1iPI9

At‘mrrwy% E:t Law

—%- :r-%:?}S‘:frI? ?‘ﬁ'ﬁf

ER5F B AR FT
£75104095 LT RS LR IR —E% 1255 WA A X fE2-13-11
BRI TA F ATy 3 v HEEGET 5065

Tel: 886-2-2507-2811 - Fax: 886-2-2508-3711
E-mail: tiplo@tiplo.com.tw
Website:www.tiplo.com.tw

TIPLO Attorneys-at-Law &/ [E S HFEEERKAT
© 20251211 TIPLO, All Rights Reserved.

TIPLO Outstanding Cases (2023~2025)

TIPLO Outstanding case-1 2025 Patent-Invalidation

Name and brief
description of
case/portfolio:

—EHE (BEAN)  ole "R a8 E R 2 2 fey a5 2R 3 20K
HeE A AR A E0E R (AR P ) Z85A] - SOREVE SV ERF
HiT% » Suih NOL ZEARRER S AL 2 IRy (AR P ) » 284 Al
JRCEESTRE - “PAE1R » [Fl—(r 2888 A XH2HT NO2 84855 - HATEHmEE
M E 2 B o
An anonymous challenged twice a patent owned by a large-size
Japanese steel maker (and a client of TiPLO). The first invalidation
request was dismissed as untenable. (Case 01) That is, the patent
owned by Client challenged stands still. The challenger did not
appeal but filed in six months a second invalidation request against
the same patent owned by Client. (Case 02). Case 02 is now
pending examination in Taiwan IPO for decision.

IP advisers from
TiPLO involved:

PR IR S5 A

JE S AR Al

AT &lBE o BN AR R

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Chun-Ying HO, Senior Patent Engineer

Other IP firms N/A.
involved:
Date(s) FFHERRRG T

2022.11 : (NO1 Z)#WhEtn e s

2023.02 : (NO1 F)#ER s Z RH D) &FHEEH IE
2023.06 : (NO1 Z) ¥ dtestas i e H FH (1)
2023.09 : (NO1 Z)#ER4ERH2)

2023.11 : (NO1 *);%qu;ﬁiéﬁﬁ?ﬁfiEE(Z)
2023.12 : (NO1 Z) i spEs S (3)&HSE

2024.08 : (NO1 2 )’%‘“*fﬁ%f’ﬁwiéﬁxmmz#%
2025.03 : (NO2 )yt sas

2025.08 : (N02 F)EREER (D)
Timeline: -
Nov. 2022: Challenger filed invalidation request. (Case 01)
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Feb. 2023: Patentee presented response (1) and filed request for
amending the subject patent. (Case 01)

Jun. 2023: Challenger presented supplemental statement (I). (Case
01)

Sep. 2023: Patentee presented response (). (Case 01)

Nov. 2023: Challenger presented supplemental statement (lI).
(Case 01)

Dec. 2023: Patentee presented response (lll) and a second request
for amending the subject patent. (Case 01)

Aug. 2024: Challenger’s invalidation request dismissed. (Case 01)
Mar. 2025: Challenger filed a second invalidation request. (Case
02)

Aug. 2025: Patentee presented response (I). (Case 02)

Why was it
important?

1. BFERGRBER 2 AN T R B ES i g S I B - 82k A
R—ERLE  BRBEERAINEHSS - HERTREETENEEDN
ShsR B ARG o BREE A it NOL a8 22 » KORFTE kL - HERE
& 2 Y > NOL FRAERIERSEARRILHER ST > FRINEY Ry PR a%
RISk E R 48 5 HIRER] - B8 A\ ILHCEERTE > 2 FMEE - Z1RIE—
fir g g A (PR NO2 232 » HpIEHE S EREEE T -

2. HR3E \JR NO1 RAFREH 9 FREREESEIE - AR ZFEAEN 2P HA
sERIE 1 HATUE 2 TR REI T A IS IS, R HBLE A
R Ve & E0GEES RER ZE 18I~ RS - ZE RIS
BEAETRERKIE 1 T EH ke R TR < BUE PR E R 2 ~ S HERLs4S
EaﬁLZJFi’JﬁI R BERERE ERCAEREEIRTEEE - AFTRL
2B \RARET 7Ry B S - sEdl s 2Rt iR B A AL
HE R Bz @R KR R 2 U b2 =5 - (AL B E
it o RESAPTECTHAER IS B > R FEUSET - 228 AL BEETT
i -

3. MHER&YEFER - [ 8 AU NO2 B8es - Hi AR5
SRS (R NOL B8 2 e B » H i [E FH Y B E fey 2 B o < ACHT S NO2
BRSSPV E M E IR -

1. The patent in issue is an invention on cold forming steel for
processing use, mechanical structure use. The challenger’s identity
is unknown but according to the evidence produced for the
invalidation request, the challenger is very possibly a Chinese or a
Taiwanese steel maker.

It took two years for the Taiwan IPO to wrap up the examination of
Case NO1 in consideration of the answer and comment we presented
for Client. Case 01 ended being dismissed, which dismissal is
conclusive and irrevocable with no appeal filed by the challenger.
We successfully defended the patent challenged and accordingly
Client's dominant standing in the technical field concerned.

The challenger subsequently filed a second invalidation request (i.e.
Case 02) and the case is pending examination in the Taiwan IPO for
decision.
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2. In Case 01, the challenger produced a total of nine (9) cited prior
arts for evidence. The main issue in this case was whether or not
the technical features of the steel for machine structure for cold
forming and it manufacturing method s described in claim 1 of the
patent challenged had been disclosed by a combination of the cited
prior arts and so the patent lacks inventive step.

The technical focus of the case was whether the numerical features
defined in claim 1—namely, the area ratio of pearlite and the average
grain size of ferrite—had been disclosed by the challenger’s
evidence. We pointed out serious errors in the challenger’s
calculation methods and conducted a detailed analysis of the
differences in technical features between the cited evidence and the
patent in question, as well as the differences in the effects that could
be achieved. This allowed the examiners to fully understand the
distinctions.

As a result, we successfully persuaded the IPO, securing a decision
favorable for our client. The challenger decided to take no appeal.

3. About six months thereafter, the same challenger filed a second
invalidation request (Case 02) in which several evidences presented
overlap with those presented in Case 01. Case 02 is currently
under examination by the Taiwan IPO for decision. We are
confident the Taiwan IPO will find to dismiss it as well to let stand still
the patent owned by Client.

TIPLO Outstanding case-2 2025 Patent-Invalidation

Name and brief
description of
case/portfolio:

— B8 P RS g [ KR B Y E R R B BRI — H A
N FEZBHER] - KEERIEAEEREFEET -
A Taiwanese motorcycle maker sought for invalidation of an invention
patent owned by a Japanese company (and a client of TiPLO). The
case is currently under examination by the Taiwan IPO for decision.

IP advisers from
TiPLO involved:

PRI BT/ S

JE S AR A

57 7 B B

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Adam PENG, Certified Patent Attorney

Other IP firms N/A.
involved:
Date(s) EH R

2023.03 HRPERL RS

2023.07 : #7EREE N\ E R A (—)&FEIE(—)

2023.11 : 28 \IRER SR H ()

2023.11 : g fEat kB KB EE N e EEIBRE s &k
2024.01 : HA&% \ RS RHA(T)

2024.03 : #ERHE \FEERHE A (Z)&FEIE(D)

2024.07 : FHiHHES
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2024.08 : 2%k AfRERSHH T H(Z)

2024.10 : 23 NIRERE () &FIE(=)

2024.11 © a5 \FRERSe i e (M) &HHER IS

2025.02 : i N (1)

2025.09 : B TERAETEGETE

Timeline: --

Mar. 2023: Challenger filed invalidation request.

Jul. 2023: Patentee presented response (1) and filed request (1) for
amending the subject patent.

Nov. 2023: Challenger presented supplemental statement (1).

Nov. 2023: Taiwan IPO issued written notice to challenger
requesting for proof of evidentiary power.

Jan. 2024: Challenger presented supplemental statement (11).

Mar. 2024: Patentee presented response (II) and filed request (lI)
for amending the subject patent.

Jul. 2024: On-site inspection conducted.

Aug. 2024: Challenger presented supplemental statement (Ill).
Oct. 2024: Patentee presented response (IV) and filed request (111)
for amending the subject patent.

Nov. 2024: Challenger presented supplemental statement (V) and
requested for a hearing to be held.

Feb. 2025: Patentee presented response (V).

Sep. 2025: Taiwan IPO held a hearing.

Why was it
important?

AR —IRE Z SEIEA] - B3k N R ieiss A\ Ryt bR e 4
T MRAEEEEEEA ST -

HIF B SE AAEA KPR MY EHEGIR Ry 2 SR EY) AP E o Ig
% 2 EE YRS IRAYIEIERE TR 1 Y TRRATRI « B3 AR L m)
SRR R E YRR o GRE L eSS IR R T BRI -

BERAEAFTIIRE SR Z 1% o B8k A\ R S m Haa TR 51
P - BREIEEE A RN AR - EEAREER TR AR R
Fr o BRI TEL S RAVEEERET - INIEARERIRE P e a 4%
EIFPHEERR, > FTREREHEFSHAERBMMRE JHREEA > 4688
EPEITRAENIE - MR A IRERE MR -

AZEH LR FR AR N EYIE R B S 5E IR AR RE D IR - WL - 7P
fEHEMFEERAERISOHE 1 5[ a5 2R e (EZ 5%
Pt iRk o B I T R A e s R (E TR B Z 389, E R
AR B 54 WA R iR B R A AR
SRRV ~ TTIF RS R T RS R R B B S R e 2 - Al
AEREABHENE > PO Z R B o RN B Z P0in - FR R A
SNEL > BIEEE AR AT E NS R RL RO &S - | - BURATE
TaATRES B R RSB IR A S AR MR H iR Z far - %3
WA RS R i s T B R B I AR 560 SN BT i B

EREL RSB TTEZIRE ~ TEH ~ R B AR R T R Ry ] -

This case involves a motorcycle invention patent, where the
challenger and the patentee are highly competitive market rivals.
The two companies are opposing party to each other in various
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lawsuits in Taiwan.

In this case, the main evidence presented by the challenger were two
motorcycles. We strategically focused our defence on questioning
the evidentiary value of the two motorcycles . In response, the
challenger requested for the Taiwan IPO to conduct an on-site
inspection of the physical evidence in an attempt to remedy the
deficiencies in the evidentiary value.

In response to our active defense, the challenger requested for a held
to be held. Unlike an interview, a hearing is a public oral argument
session within the procedure for patent invalidation, and the Taiwan
IPO conducts only about five (5) such hearings a year. Therefore,
the proceeding of defense and attack in this case is procedurally rare
in invalidation proceedings and calls for the representation by an
attorney with strong legal and technical expertise to provide optimal
defense for the patentee whose patent held is being challenged to
ensure its patent rights sustain intact.

The main issue in this case concerned the evidentiary value of
physical specimens produced as evidence in the invalidation
proceeding. In this regard, we pointed out that according to the
Patent Examination Guidelines,

a) The disclosure in a cited document must be sufficient for a
person having ordinary skill in the relevant technical field (PHOSITA)
to make and use the claimed invention; and

b) Where, given no explanation or experimentation, a PHOSITA
cannot ascertain such technical features as the structure,
components, or composition of an article invention, or the conditions
or steps of a process invention, the disclosure does not constitute
public practice. For example, if an object bears its technical feature
inside, as it can only be observed externally, even if it is openly
practiced, the technical feature will remain unknown to a PHOSITA.

Accordingly, our litigation strategy focused on challenging the
evidence itself, as it has disclosed nothing regarding the technical
issues and no PHOSITA could directly and unambiguously determine
the function, operation, or the technical problem to be solved by each
component based solely on the appearance or configuration of the
specimen.

TIPLO Outstanding case-3 2025 Patent-Invalidation

Name and brief
description of
case/portfolio:

—ESE MAOEEE B E R R B BRI S — H AR I e
eGSR (AR P ) Z8AH] (NOL Z) o Z{HhaS R Bl & E I 2 5 3
BETR (R RCER S A L HYBR 77 (Zﬁﬁﬁg}ﬁﬂ%nﬁ) SRS NHCEESTRA - 5]
—(irZE3E A\ OSCEHIE 2 SRR 8RS (NO2 %) » HATIEAEE SV ER
FHIH

An anonymous challenger filed an invalidation request with the
Taiwan IPO seeking the invalidation of a patent held by another
Japanese food processing equipment manufacturer (and a client of
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TiPLO), which invalidation request Taiwan IPO examined, determined
untenable and dismissed. The challenger took no appeal and the
dismissal became final and conclusive. (Case 01)

The same challenger filed another invalidation request against the
same patent four years later, which is currently under examination by
the Taiwan IPO for decision. (Case 02)

IP advisers from
TiPLO involved:

A MR EE A

JE S R R B

SRR A R RS AR

J.K. LIN, Attorney-at-Law / Certified Patent Attorney

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney
Jordan CHANG, Senior Patent Engineer and Group Leader

Other IP firms
involved:

N/A.

Date(s)

R

2020.06 : #AEEEERSE (NOL)

2020.07 : {2 #EREERE (NOL)

2020.12 : FLESIEREREA AL Z E 5y (NO1)

2025.03 : #FEHLEEEE (NO2)

Timeline: --

Jun. 2020: Challenger filed invalidation request. (Case 01)
Jul. 2020: Patentee presented answer. (Case 01)

Dec. 2020: Invalidation request dismissed by Taiwan IPO.
(Case 01)

Mar. 2025: Same challenger filed invalidation request. (Case 02)

Why was it
important?

AT EFARET — " RSl R 2 AT0E | 2SR - a8k A S
t 8 (HERSEEEHE - AP ERRHY I 2 3 A B B S S R R (B b
KAk b2 72 5 (A e B I EAE S [ R L A 5 A
ZZ2h MR 3 1 Ry T GERE IR R & Bibeh B sdad i i DA &
LISER S HA 2 8% - H B ERe eWCE = ERZ > #inht 5 [@H
WERIERER S ARy WEH ERAFER (1% 1 BHEF 1.5-2
)

PR FR R SR T Z iR 1% (NOL) 4 4 - [F]—fir 88 A\ SR
tHEREE (NO2) » HHRAMEFMEEEZE - il NO2 IEfEEE/SHFHE -
The patent challenged relates to an invention entitled “Method for
Forming Food Dough Sheets.” The challenger submitted a total of
eight evidences to support the invalidation request.

We conducted a detailed analysis of the differences between the
patent challenged and those of the cited prior art in terms of technical
features and the problems they each intend to solve. Our analysis
helped the examiners to get hold of the distinctions between the cited
references and the challenged patent. We also carefully
demonstrated why a person having ordinary skilled in the art
(PHOSITA) would have no motivation to combine the cited references
to arrive at the claimed invention.

The Taiwan IPO took our statement on the above standing in full and
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issued the decision dismissing the invalidation action, which decision
came in less than five months of the invalidation request, a short time
span rare in practice (as opposed to a typical timeframe of 1.5 to 2
years).

The same challenger sought for invalidation of the same patent again
four years after the Case 01 invalidation request turned out
unsuccessful. (Case 02) Obviously, the patent challenged is fairly
important. The invalidation is currently under examination by the
Taiwan IPO for decision.

TIPLO Outstanding case-4 2025 Patent-Invalidation

Name and brief
description of
case/portfolio:

—{E GBI L TAPRHELERT - (&R SRR 5 S R S R
S o — B HI B ARG CAFTE R ) ZFEH(NOL %) - ZE
KBNSV ERHFEEE - (FREBRE A RILZ a7y CRFTE FBT) - 2
YN AR Y IR e b ST NG R IR R 2 S
Z Ry EL B EREs N\ Z e (AT ST ) - 2888 A\ Rif& 18 m B 7
EBEEEST - BEMEEABHIARIEREST (A& FEET) o 8B4 AME R
ST TBUERIRAE E3F » i TBUAREEL Rl B3y CRRTE P ) - 4
FEHEE ©

[F]—fir 2R 4 A 4E I SRR A ER 28 5608 » M SO el e B 2 Jey
55 IEREE (NO2 22 )~ S5 =284 (NO3 %5 ) - 1] NO2 ZESE L =35 il -
AP PIERS AT - NO3 25 H A M 2 e 45 e 2245 ARl -
A Taiwanese manufacturer of chemical materials sought for the
invalidation of the patent owned by an Austrian fellow member in the
trade. (Case 01) We represented the patentee in the proceeding in
the Taiwan IPO and successfully helped the client defend the valid
good standing of the patent challenged. The challenger appealed but
in vain. The challenger then filed administrative action only to see its
action dismissed by the IP Court. The challenger took an appeal to
the Supreme Administrative Court (SAC) which appeal was dismissed
by the SAC. Taiwan IPO’s decision dismissing the invalidation
request accordingly became conclusive and final and our client’s
patent challenged remains valid in good standing.

Thereafter the same challenger presenting additional evidences filed a
second followed by a third invalidation request against our client’s
patent (Case 02 and Case 03): Taiwan IPO dismissed the second
invalidation request (Case 02) and that decision, with the challenger’s
appeals and administrative action dismissed, is now conclusive and
final. Taiwan IPO has recently dismissed Case 03 whereby our
client’s patent at issue is upheld valid in good standing.

IP advisers from
TIPLO involved:

EvE eI Ml

Potn AR

PRIERE £

Grace W.T. LIAO, Attorney-at-Law / Certified Patent Attorney

Y. S. YANG, Attorney-at-Law / Certified Patent Agent

Welly CHAN, Senior Patent Engineer and Chief of TiPLO’s Patent
Dept. Sec. |
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Other IP firms N/A.
involved:
Date(s) F R

2018.10 : YLIEHEEEEE(NOD)

2019.04 : 22 HEREEER(—) (NO1)

2019.06 : Z3F AfEfH e B H(NOYL)

2019.09 : 22 #EREE AR (NOD)

2019.10 : FBEHIFAR I (NOL)

2020.05 : FfFE#HEEL[E(NO1)

2020.08 : EEEEAREEFEFF(NOL)

2021.03 : YLEEHEEREE(NO2)

2021.06 : 22 HEER B (—) (NO2)&EE 1E

2022.01 : 223 Afef e (—) (N02)

2022.03 : H3 Afes e H (=) (N02)

2022.03 : FETEUARTE Al LH(NOL)

2022.06 : 22 HERHERH () (NO2)

2023.01 : BT LR K17 (NO2)

2023.06 : FPERHELEI(NO2)

2024.04 : EEERERAFEFF(NO2)

2024.05 : YL EEEE(NO3)

2024.08 : $2 = #ER3 5 (—) (NO3)

2025.02 : FELEEEAREIL(NO3)

2025.05 : fym{TBUARELE]_EEF(NO2)

Timeline: --

Oct. 2018: Challenger filed invalidation request. (Case 01)

Apr. 2019: Patentee presented response statement (I). (Case 01)
Jun. 2019: Challenger presented supplemental statement. (Case 01)
Sep. 2019: Patentee presented response statement (Il). (Case 01)
Oct. 2019: Challenger’s invalidation request held untenable and
dismissed and challenger appealed. (Case 01)

May 2020: Challenger’s appeal dismissed and challenger brought
the matter to the IP Court. (Case 1)

Aug. 2020: The IP Court dismissed challenger’s action and
challenger took an appeal to the SAC. (Case 1)

Mar. 2021: Challenger filed a second invalidation request. (Case 02)
Jun. 2021: Patentee presented response (I) (Case 02) and filed
request for amending the subject patent.

Jan. 2022: Challenger presented supplemental statement (). (Case
02)

Mar. 2022: Challenger presented supplemental statement (Il). (Case
02)

Mar. 2022: Challenger’s appeal to SAC dismissed. (Case 01)

Jun. 2022: Patentee presented response (Il). (Case 02)

Jan. 2023: Challenger’s second invalidation request dismissed and
challenger appealed to the Appeal Board. (Case 02)

Jun. 2023: Appeal Board dismissed challenger’s appeal (Case 02)
and challenger initiated action.

Apr. 2024: IP&C Court dismissed challenger’s action and challenger
took an appeal to SAC. (Case 02)
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May 2024: Challenger filed a third invalidation request. (Case 03)
Aug. 2024: Patentee presented response (I). (Case 03)

Feb. 2025: Challenger’s third invalidation request dismissed. (Case
03)

May 2025: Challenger’s appeal taken to SAC dismissed. (Case 02)

Why was it
important?

1 2R BRI BLE A A ) E > S HA » 3% BRI
A TS - B A (B BRI R S = JOB R 35 (NOL
2~ NO2 2¢ ~ NOB %) » AR ZE Tl e R Pt o P A i o

2. HFHEFEANRREFAE T RFELF KA > BEETAETE
1E - RS NGB Fa% L R B S 5 AR BN i A A T
1E - BEE RS HEE(NOL %) -

3. HIMHEAZA T E IR A A B LA - RAE A B
A NS S IRV AV E B - IR Rditt > #33% A Akt NOL
ISR PSS T FIEER AT ) ZBGHIEES RS o TR EIR
ZFEAZES R AR > RS EE R -

4. KREFPVEEENZFHAREZFFRAGRGCES "A K5 B
BAENTER...... .  BEIER "TABASTER....... . BEANERZ
IR RIIR A S R SR - ARTiAERIia tHEass @ FrUsE
it WEFIERHE Z BRRacH: - DEEHAFHAMIER " K =B, Ak
RS IHEG 2 HEY > B TIEE AR FEAFUARTREE R TR - &
SRR E R AL © NOL ZEREFRFS B R AR ~ Sesf T
il S B B AR P RSB > £FRIEE

5. HFYERSE A NOL ZERGET - BERss N4 ISR Et3 % (NO2
) PNERREHERET —RAVEEE o 823 A7 NO2 ZEE5RAY
B B 2 A FEATEN AR BB - st =g
HESVEE: - I - NO2 ZE[IHVEEREHE 21 - B B R R
MR~ PN DAL SRR B s E R - FE AR
ATy e BRI RIAT. - NO2 ZEFNFTRRPE B M B AT ~ ST BUAR
HEEL B AT PRSI > 2FHEE -

6. FR&E \ GBI AR ITER 4 2E (NO3 22) » 22 A > NO3 Z& EFRAVFERL
BLRIRAEHHED MR - AP Ay BRI BRI SR R - L
5[ NO2 ZEP AN s TBUABE S FAFIN R (E B2/
9 {8 H A BB BB S A BT YA E > PR Ry AP FHECREAEA

1. The patent challenged is an invention patent on the method of
fabricating cellulose fiber and is the patent-at-issue in a patent
infringement litigation pending decision by the IP&C Court. The
challenger (and the respondent in that litigation) twice sought for
invalidation of the patent (Case 01 and Case 2). This case is also
selected by the Taiwan IPO as an example work of the year.

2. During the litigation, the patentee sought to amend the patent and
the amendment was granted as proposed. The challenger alleging
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that the amendment proposed by the patentee should’'ve been denied
for it constitutes a substantive change of the scope of the patent. (Case
01)

3. Without the amendment sought for by patentee and granted by the
Taiwan IPO, the patent in dispute will inevitably run into the scope of
relevant prior arts to be determined lack of inventive step.

Accordingly, the acceptability of the amendment sought for by the
patentee is a core issue. As such, the challenger aimed at Taiwan
IPO’s grant of the amendment as the target of attack in the invalidation
action instead of questioning the inventive step of the patent. This
strategy put to practice by the challenger is, frankly speaking, quite
uncommon.

4. The key issue in dispute is the reading of the claim in question:
the original text reads “...A and/or B has a molecular mass of....” and
the post-amendment text reads “...A has a molecular mass of ...."

The challenger alleged asserting that the amendment obviously
broadened the original scope of the claim. In response, we nailed the
logical fallacies in the challenger’s allegations and detailed a list of the
relevant text of the specification of the patent to prove that the
proposed removal of “...and/or B...."” from the specification does not in
any way undermine the purpose of the invention as a whole and nor
does it compromise the original intended performance and effects of
the patent. The defence we presented won Taiwan IPO’s dismissal of
the challenger’s invalidation request for our client. The challenger
brought an appeal to the SAC without success. Our client’s patent
having weathered through the proceeding of the challenger’s
invalidation attempt in the Taiwan IPO, administration action in the IP
Court and appeal to the SAC in Case 1 stands still with

5. With its initial invalidation attempt failed (Case 01), the challenger
filed a second invalidation request (Case 02), which request is
peOnding Taiwan IPO’s decision with one interview conducted as of
today. Inthe Case 2 invalidation action, the challenger has attacked
clarity, workability of embodiment, non-obviousness and inventive step
of our client’s patent. That is, the means of attack and defence to
present in Case 2 involves the novelty issue, inventive step issue, and
the construction of the scope of patent claimed on a chemical
invention. Ultimately, the Taiwan IPO rendered a decision dismissing
the Case 02 invalidation action. In Case 02, our client prevailed at
every stage — before the Appeal Board, the IP Court, and the SAC —
and the decision has become final and binding.

6. Thereafter, the challenger filed a new invalidation action (Case 03)
where lack of inventive step is the only grounds asserted against the
patent challenged. We focused our defense strategy on the issue of
“selection invention,” citing the reasoning by the IP Court and the
Supreme Administrative Court in Case 02 favorable to our client. Asa
result, the Case 03 invalidation request was dismissed within just nine
months and our client’s patent is once again successfully defended.

10
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TIPLO Outstanding case-5 2025 Patent Infringement Litigation

Name and brief
description of
case/portfolio:

—EETEAE (BN HARE P (GEAE)  EEEMEK
BEAHRE AR E REITR - ERE RS - (ER T T/
JEIRUEK APP TR APP (TR FEm A) B T Rfit Rk
BATE A 2 Efikes (T &RFES C) ﬁﬁ%ﬁtﬁZﬁﬁbiﬁﬁii mobile
payment method &4 - W5 K& FE IR E K& 600 Etz
BEEE - EFAT > FEFHRFEL ATC Ifﬁﬁ ZFEA > Wi
HH SRRl 2 5 S T A R GRS VR T FE RN < SR -

BRI KA A R PR 2 FIR - WEEI AN Z 55
K o HAHEHAT:

1. ZPHENZ EEEAMREBIER: & SR e R 5 BT T R
EZz TS ) Z(FR)SAEHEE TR, Bz T X5 EMEE
Eﬁiﬁ /*“%EHH Eﬁiﬁ HERE TTES R ) BNV

2. (&P A+C BT ZATEIMN I /& T iR E RS H
B T &5 T RSBKEE ) Z(TEE Eﬁ "HL B TITEY
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A Taiwanese mobile payment service provider and holder of the patent
in issue sued a Taiwanese company (respondent and Client of TiPLO)
alleging patent infringement.

According to the complaint, patentee has alleged the store POS app
and the mobile payment app which respondent has fabricated, used
and promoted (collectively called “product A” in the complaint) and the
mobile payment method executed on the server (called “product C” in
the complaint) respondent has used to provide the above payment and
receipt services infringe upon its patent.

Patentee demanded that respondent be enjoined from the alleged
infringing acts and activities and pay TWD6 million in damages.

During the proceeding, respondent maintained the product A + product
C combination is non-infringing and sought for invalidation of the patent
challenging its inventive step.

The IP&C Court of the first instance decided in favor of respondent and
dismissed patentee’s demands in full. The IP&C Court’s reasoning of
its decision:

1. Main technical feature of the patent in issue: Once the payment
institution server determines the payment information received from
the mobile payment electronic device and that received from the
transaction electronic device are coherent, the mobile payment
equipment will generate a payment request based on, among others,
that payment information.

2. In contrast, the mobile payment method executed on the product
A + product C combination is characterized by the payment institution
server being operated to determine whether or not the payment
information it transmits to the transaction electronic device coheres
with the payment information it receives from the mobile payment
electronic device. The technical means of the mobile payment
method in dispute is obviously different from that of the main technical
feature of the patent asserted.

3. Doctrine of equivalent accordingly does not apply because the
object of the determination to make, the function designed to perform
and the result of the function performed of the mobile payment method
in dispute are substantially, totally different from those of the patent in
issue:

1) The mobile payment on the product A + product C combination is
processed by the payment institution server determining, based on the
secure code and MAC, whether or not the payment information it
transmits to the transaction electronic device coheres with that it
receives from the mobile payment electronic device. The patent
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asserted, however, processes by the payment institution server
determining whether or not the payment information it receives from
the transaction electronic device coheres with that it receives from the
payment electronic device.

2) By operation of the patent asserted, no payment request will be
generated if the payment institution server determines the two pieces
of payment information received (i.e. dollar amount) do not cohere with
each other.

By operation of the product A + product C combination, however, as
long as there is zero error in transmitting the payment information from
the transaction electronic device to the mobile payment device, the
payment institution server will generate the payment request according
to the payment information received once the security code and MAC
both are verified regardless of the discrepancy (if any) in the payment
information (dollar amount) received.

Patentee took an appeal to the IP&C Court of the second instance but
in vain. The IP&C Court’s reasoning of its decision:

1. The patent in issue should be invalidated. Respondent Exhibit 2
(CN103778531A) and Respondent Exhibit 10 (WO2014082164) each
serves as proof of the patent lacking inventive step.

2. Analytical comparison for infringement:  The bank server (i.e. the
product in dispute) in operation will decode the QR Code received to
obtain the secure code and verify it with the store’s secure code
registered on the bank server.

The abovesaid process does not literally reads on the technical feature
of claim 1 of the subject patent which is as follows: Once the payment
institution server determines the payment information received from
the mobile payment electronic device and that received from the
transaction electronic device are coherent, the mobile payment
equipment will generate a payment request based on, among others,
that payment information. The payment request will activate the
payment institution server to process the payment according to
payment information included in the payment request.

Patentee took an appeal to the Supreme Court (SC). The SC vacated
the decision rendered by the lower court and remanded the case to the
lower court for re-decision. The SC's reasoning of its decision:

1. The Court shall accord the party the opportunity to be heard where
the special professional knowledge concerned is known to the Court
or the Court cannot take the allegation presented by the other party to
decide on the case.

2. With respect to the patent shown in Respondent Exhibit 2, the
lower court holds that changing method d to method a in Step 6 is a
process that can be easily accomplished by a PHOSITA.

With respect to the technology described in Respondent Exhibit 10, the
lower court finds that 1) the POS terminal to generate the barcode is
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replaced by the payment institution server; 2) selecting by the payment
institution server of, at the same time when or after it determines if the
two pieces of payment information received are coherent, the time
point to receive the payment request transmitted from the mobile
device is a process that can be easily carried out or changed by a
PHOSITA.

The lower court, however, failed to accord appellant the opportunity to
present its argument regarding the above but recklessly made findings
adverse to appellant. By doing so, the lower court has failed to carry
out the proceeding according to the procedure.

The IP&C Court after taking a look at the case remanded decided still
that patentee’s appeal should be dismissed. The IP&C Court’s
reasoning of said re-decision:

1. The object to transmit and verify in method d as described in
Respondent Exhibit 2 is the purchase order number while the object
described in the patent in issue is the payment information.
Obviously, their steps of transaction verification or commercial method
are not the same.

In consideration of the server’s workload and meeting the transaction
efficiency needs, by reference to the scanning performed by the
adjacent devices and the purchase order and the transaction purchase
order number designated as the objects to transmit and verify as
disclosed in method a and method d as disclosed in Respondent
Exhibit 2, a PHOSITA may easily come up with the idea of making use
of the transaction activity or business method described in prior arts to
modify the technical feature of a the bank server generating a barcode
according to the transaction purchase order number it generated (as
disclosed in method d of the respondent's Exhibit 2) to the bank
server generating a barcode based on the consumer's purchase order.
In short, a PHOSITA may easily accomplish the technical feature of
claim 1 of the patent in issue simply by replacing the transaction
purchase order number with the purchase order for the object to
transmit and verify.

2. Respondent Exhibit 10 has disclosed nothing about the technical
feature that “...the payment information will activate the payment
institution server to generate a barcode based on the payment
information upon receipt of the same payment information and transmit
the barcode generate to the transaction electronic device...”

However, the conversion or generation of the barcode had been
commonly adopted and used at POS terminals before the patent
application for the patent in issue was filed. Clearly, a PHOSITA may
easily come up with the idea of simply replacing the POS terminal with
the payment institution server to operate as the principal device to
generate barcodes to meet the needs of the transaction process
designed.
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3. Moreover, Respondent Exhibit 10 has disclosed nothing about the
technical feature that “Once the payment institution server determines
the payment information received from the mobile payment electronic
device and that received from the transaction electronic device are
coherent, the mobile payment device will generate a payment request
based on, among others, that payment information. The payment
request will activate the payment institution server to process the
payment according to payment information included in the payment
request.”

However, the processing of payments described in Respondent Exhibit
10 after the payment processing server determines the transaction
identifier is consistent, which consistency means the transaction details
are verified as coherent. Further, in operation, the processing as
described in Respondent Exhibit 10 has the payment request
generated first before verifying coherence of the payment information
received. In contrast, the patent in issue has the payment information
verified coherent before generating the payment request. What
differentiates the processing described in Respondent Exhibit 10 and
the patent in issue is the time point when the two pieces of payment
information received are verified for coherence and when the payment
request is received. In consideration of the server’s workload and
meeting the intended transaction efficiency needs, a PHOSITA
contemplating optimal processing of the verification task, may come up
with the idea to opting for either

a) receiving/verifying the evidencing documents first and then
receive/examine/approve the request for remittance; or

b) the common course of business or transaction, i.e.
receiving/verifying the evidencing document and the request for
remittance at the same time

thereby easily changing the processing by verifying the transaction
information and receiving the payment request at the same time as
described in Respondent Exhibit 10 to a processing where the
transaction information will be verified coherent before the payment
request is generated.

IP advisers from
TIPLO involved:

H. G. Chen, Attorney-at-Law / Certified Patent Attorney
Y. S. Yang, Attorney-at-Law / Certified Patent Agent

Other IP firms N/A.
involved:
Date(s) Timeline: --

2019.6 - HARESEL A
2019 11 A+ —%5 1 KAk
2019 £ 12 H : —FhEms4E
20202 H - —F&EEH

2020.3 FHAMEASEtE Lo
2020.9 %5 1 KBk

2021.2 " HREREHIGE

2021.3 “5EEH -

16




1iPI9

At‘mrrwy% E:t Law

%? Eq ax'g‘ﬂﬂ oy ﬁ??$;i%-ﬁﬁ

2021.4 HFIFE ANFEE_LFT
2022.8 e AbRREER E AR
2023.1 TSEE SEEE 1 WEHE
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2024.11 —HFE—EEHH
2024.12 EFIFENFRAE L5

2025.6 frEnEReEE B e

Timeline: --

Jun. 2019: Patentee initiated civil action.

Nov. 2019: First court hearing held.

Dec. 2019: Oral argument session held and proceedings in the court
of first instance closed.

Feb. 2020: IP&C Court rendered decision.

Mar. 2020: Patentee appealed.

Sep. 2020: First hearing held in the court of second instance.

Feb. 2021: Oral argument session held and proceedings in the court
of second instance closed.

Mar. 2021: IP&C Court of the second instance handed down
decision.

Apr. 2021: Patentee took an appeal to the Supreme Court (SC).

Aug. 2022: SC vacated the 2nd-instance court decision and case
remanded for re-decision.

Jan. 2023: First hearing held on the remanded case.

Oct. 2024: Oral argument session held and proceedings on the
remanded case closed.

Nov. 2024: IP&C Court rendered re-decision on the case.

Dec. 2024: Patentee took an appeal.

Jun. 2025: SC dismissed patentee’s appeal.

Why was it
important?

KB ZIE H 2 Fin-tech i BAREREF RN Al el G
BRI A fintech MHBAEFIAR R FHEE 2 45575 [ - ] Sk sk Rl
HMIRERFTRASGRI R AR B HAERA 2 T2 -
KFE P Ry ARESRT - A FH HETT QR Code TTEISZ A « FEARTE T
FEeRZER Y - i R brE i B E S o R T
P Z TSR -

This patent dispute in the field of fintech has drawn wide attention from
the trade. It may be considered the outcome as a matter of course of
the considerable amount of patent applications filed on fintech related
technologies over the past few years. This litigation seems to
foreshadow fintech-related patents will play a significant role in patent
infringement litigations in Taiwan.

Respondent in the dispute (and client of TiPLO) is a state-owned bank
in Taiwan leading the planning, development and promotion of QR
code mobile payment. We successfully defended the mobile payment
method developed by respondent during the proceedings with only two
hearings held before the IP Court delivered its decision. Patentee’s
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demand for damages (the claimed amount of which is fairly high) is
denied and respondent’s market standing in the trade upheld.

TIPLO Outstanding case-6 2024 Patent Infringement Litigation

Name and brief
description of
case/portfolio:

K P EE RS E R o R ENIR U Ras 2 T %0
B5HM L, KEBUMEs s DRTRER] o mEERE R AT - B 0
EHBTTHEE AR EI R - RRREAITEF Z AL EEE - A
HITHETEE -

R PR RS TP SR < B0 ~ B 56 - ERHEFZ
B ~ BN - BEARERE - REARE P Z A M E S
EIWA - AT FEE— - ZFWTNME - AT RARE P LT =% - &
A R EE A > 6

Our client was sued by the adverse party for infringing its invention
patent relating to the signal switch for console and peripheral devices,
as well as its utility model patent for the automatic switch, and was
consequently subject to a provisional attachment and preliminary
injunction granted by the court. After that, the adverse party filed a
patent infringement lawsuit against our client, and the lawsuit ultimately
affirmed our client's non-infringement and the adverse party’s defeat
became final.

Our client filed a lawsuit to claim damages against the adverse party on
the ground that the adverse party had acted with intent or by
negligence in seeking provisional attachment and preliminary
injunction against our client, thereby infringing our client’s rights.  After
our client’'s defeat in the first- and second-instance proceedings, our
firm represented our client to appeal this case to the Supreme Court,
which resulted in the Supreme Court vacating the second-instance
judgment and remanding this case back to the second-instance
proceedings.

IP advisers from
your firm involved:

PSRN 55 fERE T/ E5F 1T Bl

s e ]

BROTHE AT

H. G. Chen, Attorney-at-Law / Patent Attorney
Y. S. Yang, Attorney-at-Law

Bonnie Su, Attorney-at-Law

Other IP firms
involved:

N/A

Date(s)

2022.8.11: AR F R (AT

2022.10 : Ktz Zeft

2022.12 : 2B =5 LA IR

2023.03 : HRiE 2 EaFHE AR

2024.11 : fyEnEBEREEIE AR - 0 B K se A

Timeline:

2022.8.11: Second-instance judgment rendered against our client
(Handled by another law firm).

2022.10: Our firm was retained by the client.

2022.12: A written statement for reasons of appeal (I) was submitted
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to the Supreme Court.

2023.03: A written statement for reasons of appeal (lI) was further
submitted.

2024.11: The Supreme Court vacated the second-instance judgment
and remanded the case back to the IPC Court.

Why was it
important?

1. AEEFERETEL - CHRENEAMGMEE > R EAEANE
HIFr R 2 BRREREREE T - Bafdiif - B 238 0 2EEK
RHETT Ry - FELLRIESE 184 fR5E 1 IHRREEMRIE - BINTUSEIE. - =
EMAMENZE0 > FTaEiCE > EHNEREET AZEE  WHEEE
(EHEA ¢ BT RESE AR S A A BN AT - ATk - A5
?EE%@“L@%EH/\H% REHAZERESFNS - BENEFEITR

K MAFAE - HEE SR R R SOE AR - BEFEAZE
EDF %Txff?“!é‘ TRIEERERE -

2. AREFREEGENVIEREFENEZES - P RIREZRSCEIRAE
% W RRERREEARE - H3gm 2 DL - EAE N EVEEEh R
B sy - ERETAVER - SR ZEER - REGEEEELHE
PORIES - BIEE 8 - SO S BE - Ry - B2EARE - #
KEWERIRER D &R F)ZIEE - ERTEHE -

1. In this patent infringement lawsuit, the court decided against the
patentee (the adverse party) with a final and binding judgment. Asto
the issue whether the patentee’s provisional remedies sought for the
alleged patent infringement, including the requests for provisional
attachment and preliminary injunction, constituted a tortious act, Article
184, Paragraph 1 of the Civil Code should apply as a basis for
determination. In addition, as to the infringement upon another’s
rights either with intent or by negligence, infringement with intent refers
to the situation where the infringer knows about the fact that constitutes
a tortious act, and he/she either intends for its occurrence or foresees
its occurrence and the occurrence is not against his/her intention.
Infringement by negligence, on the other hand, refers to “ordinary
negligence” (culpa levis in abstracto), namely, the lack of care of a
good administrator. Accordingly, if a creditor’s claim preserved by the
request for provisional attachment does not exist, and the creditor’s
such request was made with intent or by negligence and causes
damage to a debtor, the creditor shall bear torts liability for damages.

2. The Supreme Court, upon examination by visual inspection and
tests, found that the accused product did not constitute patent
infringement, and thus, remanded this case on the ground that when
the patentee requested for provisional attachment and preliminary
injunction and asserted the alleged infringement upon its utility model
patent and invention patent, the patentee failed to disassemble the
accused product for conducting any actual tests and instead directly
requested for the provisional measures. Therefore, the issue whether
the patentee acted with intent or by negligence in requesting for the
said provisional attachment and preliminary injunction and thus caused
damage to the party subject to such provisional measures (namely, our
client) should be further examined and decided.
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TIPLO Outstanding case-7 2025 Trademark Infringement Litigation

Name and brief
description of
case/portfolio:

IR (P& P ) 883 05 T4 B AR I o5 P A B R 5L e R B v -
AR S FE RS - HEEREEZOEAFEN - OEHMEAS
K BB - (R iz%%ﬁﬁ‘ilﬁ MR SRR B S TR
e Al bl 72 R HE R & Z e AR e & R e 0 RS ER
2022.8.17 [ B AG R RFBF A RPGIEA R A AR ?EFK’%E%
RERE(E 200 HHoC -

The plaintiff of this case (TIPLO’s client) discovered that the
defendants (an outlet mall and the operator of a sales counter at the
outlet mall) sold the apparel bearing the plaintiff's well-known
trademark (hereinafter the “Mark”) at the sales counter of the outlet
mall but used the Mark, without authorization, on the official website of
the outlet mall, inside and outside the sales counter as well as its
display window at the outlet mall. For such unauthorized use of the
Mark on the official website and the sales counter, the plaintiff issued a
cease and desist letter to the defendants and the defendants made a
reply letter to the plaintiff arguing that their use of the Mark constituted
fair use. Therefore, on August 17, 2022, the plaintiff initiated a civil
action with the IPC Court, seeking infringement removal and claiming
damages in an amount of TWD2 million against the defendants
pursuant to the Trademark Act and Fair Trade Act.

IP advisers from
your firm
involved:

PRADE {HAT

SLAs AT

2ty A

H. G. Chen, Attorney-at-Law

T. T. Wu, Attorney-at-Law
Kuan-Chun Liu, Attorney-at-Law

Other IP firms N/A

involved:

Date(s) F—BHERAEREHAE (5% 111 RpgaFF5 57 gl FHIHI -
2025.4.30)
2025.4.30: First-instance civil judgment rendered by the IPC Court
(under docket no. (111) Min-Shang-Su-Zi No. 57)

Why was it e & T AR o (HARRELR S 2 [F R - HEMEER >

important? BRAT&CE Z HEE 48 BRI ESNESEIEET 7Y - (6 R S i

1T Ry o RS BRI R S RN ARG A B RAL ?

ERTHIAE RS

o HiE (HEHEME) NHEME - ek EWE LEMRSEEEE 21T
Fo o WIRTE Rpsh AR Z 500 - R (5] -

® HUETHEFITE ARG o BN T iR ) RAL REA S
S ERRIERNE - S OIS R AR a0 21T - A TSR
TR - SRR R R RS 2 & - (VAER IE%EZ
THTRy - BURLAIRRIS T T Ry (BRI e LA 88 B Z s
VR GERE 25 RAUE -

o EBeAIAHE (HEHEM) AMEERAMESET IR SRR E R
SR T AG S SR P  (ERSESGE ~ B - By~
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The defendants sold parallel-imported goods but, without the plaintiff's
consent or authorization, used the Mark for promotional purpose on the
outlet mall's official website, inside and outside the sale counter at the
outlet mall, as well as on the display window. Whether the plaintiff's
allegation that such acts constituted trademark infringement and Fair
Trade Act violation should be sustained.

Gist of the IPC Court judgment

® Use of the Mark by one of the defendants (operator of the sales
counter at the outlet mall) inside and around the sales counter, on the
display window, and the outlet mall's official website constituted
trademark use, rather than product description.

® Pursuant to the trademark exhaustion doctrine, the plaintiff had no
basis to assert trademark right against the defendant with respect to its
sale of parallel-imported goods. In addition, the defendant’s use of
the Mark for selling products did not dilute the distinctiveness of the
Mark, and thus did not constitute the conduct that should be deemed
as infringing on the plaintiff’'s well-known trademark. However, the
judge determined that the defendant’s conduct apparently constituted
an active act causing the public to mistakenly believe that the products
it sold were sold by the plaintiff or the plaintiff's authorized distributor,
thereby violating Article 25 of the Fair Trade Act.

® The IPC Court ordered that the defendant (operator of the sales
counter) shall not use any mark identical or similar to the Mark on
physical sales channels, such as, sales counters at department stores)
or online stores, in any commercial documents, advertisements, digital
or audio-visual materials, on electronic media, on the Internet or any
other media, and also that the defendant (the sales counter and
responsible person thereof) shall jointly and severally pay to the
plaintiff TWD480,000 and the interest calculated according to the law.

The IPC Court sustained the defendants’ violation of the Fair Trade Act
by the conduct of using the Mark without the plaintiff's consent or
authorization, and also granted the plaintiff's requests for prohibition
against the defendants’ use of the Mark on the outlet mall’s official
website or the sales counter’s display window and for part of the
damages claimed. However, the IPC Court erred in the reasoning
that the “trademark exhaustion doctrine” should apply in this case, and
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therefore did not sustain the trademark infringement alleged against
the defendant. The application of the “trademark exhaustion doctrine”
should be limited to the “products per se” that are parallel imported,
while the use of the plaintiff's trademark for promotional purpose
unrelated to the products themselves should still be subject to the
plaintiff’'s consent or authorization, which has been adopted in the
majority of court judgments. The plaintiff was dissatisfied with the IPC
Court judgment and has appealed this case to the higher court. This
case is currently pending at the appellate court upon both sides’
appeals.

TIPLO Outstanding case-8 2025 Trademark Infringement Litigation

Name and brief
description of
case/portfolio:

Wit 112 5 4 F 29 e HigEmaH MRS (KREF) Z
PR (Rl ) WEM " i 160 FrEESF ) BIERE
#) > REFR G - BERLUOEN AP 57k - RV E K¢
AR CRRTE Pl ) - 2F Eaf & -

Using without due authorization the registered mark owned by
Company A, a world-renowned wristwatch maker (and client of TIPLO),
an individual (herein named “S”) announced via his Facebook page on
29 April 2023 the launch of a group-buy campaign for purchasing
Company A’s wristwatch products falsely representing it to be one put
together with the cooperation of Company A, a Swiss luxury wristwatch
maker with a history of over 160 years.

By doing so, S infringed upon Company A's trademark right, resulted
harm to Company A's goodwill and engaged in unfair trade practice
against fair trading order. Company A filed action against S under the
Trademark Act and Fair Trade Act. Company A prevailed in
conclusion of the proceedings in the IP&C Court of the first instance.
Company A and S both took an appeal and the case is pending
decision by the court of second instance.

IP advisers from
your firm
involved:

PRONIES 1R/ EE A

LAY SETITEE S Rl ST

Py HED

H. G. CHEN, Attorney-at-Law / Certified Patent Attorney
Ting Ting WU, Attorney-at-Law / Certified Patent Attorney
Kuan-Chun LIU, Attorney-at-Law

Other IP firms N/A.
involved:
Date(s) 2023.05.16 [ & 27 S5 1RAN el aA #5152 115 FH S P A K bR & 1 2 51

H o

2023.05.23 5 arad Al kiR A e e E RS-
2023.06.28 [ & MR ART (B ) TRiEREITA -
2024.03.25 (55— ) F—REHET

2024.06.17 (£—3&) F _ICEHEFE

2024.07.22 (55— ) FE=EHET

2024.09.16 (55—%F ) BUICEFHET

2024.11.05 (E—%) Siknfer

2025.02.07 (55—%) JARHIAEH
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Timeline: --

2023.05.16: Company A issued a cease and desist letter to S
requesting for him to stop the unauthorized use of the subject mark
and remove the above false advertising claim from his Facebook page.
2023.05.23: S replied through his attorney alleging he and Company
A had made a cooperation deal and he had resulted no harm to
Company A's rights and interests.

2023.06.28: Company A filed civil complaint against S with the IP&C
Court (first instance).

2024.03.25: First hearing held for preparatory proceeding.
2024.06.17: A second hearing held for preparatory proceeding.
2024.07.22: Athird hearing held for preparatory proceeding.
2024.09.16: A fourth hearing held for preparatory proceeding.
2024.11.05: Afifth and the last hearing held in the court of first
instance for oral argument.

2025.02.07: Decision rendered by the court of first instance
announced.

2025.03.07: Company A took an appeal.

2025.03.12: S took an appeal.

Why was it
important?

[ S KR AR 112 FE R F56 49 5t RBHACE—FHR)
HE5]:
1. EREAR SN S (EEER & T kit
JFE A\ B B GRS o S e RS b m] (8 2 PR AR e [R) e  pkEk
MRS T8k HISAEMEFEZBEANE Bl fE T GERERT
PR ~ P AR BT ~ #edy 2 SRR -

2. WERELRFEE

e ERMERER RS Z AR WS EEEERES - FirESER
M APIR R IILAE R - B ATHUS 85 HTBE S - B g MBI EE
AR - s B aARER S AR AR EES EERARFEE - i
TERCPIIDASE 68 IFREE 1 FNE Z (R E e TRy B EAtHI SR &1 T R
{8 2 PR R B B A R B N BT AR R BN SR > T 3%
b~ B9 AP RIS AIME 2 B > B MBS 70 55 1 NUE Z R
RE PR T R -

3. WEITRENA VR EE

AR SR S TR B R - AMEMRS LTS Bl > (EAXIE
B R R SR A B S (R R (4 - BRI S
LA 85 JTEREER > B AP AES 21 RS L IERUE » X (E
RAA AR ECRA - BHHE GRS SRS A > B
B e sB e L B s s S S B R S A BRI - SR &
FR > BNV GIESR 25 RMUE -

4. JRERFKIRHE R E R F T
IR E R ASE 69 RS 1 ~ 2 IR E 55 K5 A 55 A A A BT DU S
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5. WEhEREER G ZIEE
R H SR E R F TR EH LR ST i A LR A 10%051H -
LS R E S P IR E R SR E# R 308,715 7T
(3,087,150x10%=308,715) - N #i5 2 fnE HA 16 SEHAR > H
FES EEA—ERET]  HRGF & FE S R & A TR -
BERRE  HREGEZ2AVEFNRIER  EaEESIEEREE -
MRAPA GRS 3L IR 1 IAMUE » By = SR E N ER] 926,145
7T (308,715x3=926,145) > JFEAE b EAEE K E45(T 50 it > K
HEEH

6. WEAREZEFREHEE

PE MRS FEES T 2w EE - Ho RIS E R S EE S
TRl - IRRERISINERER B IARE - BUESOHE B REETRINE
HEHRE ZHE - A AR ERUR F RS Z R E -

Digest of the decision handed down by the IP&C Court of the first
instance:

1. There exists no arrangement of any kind agreed-upon by and
between Company A and S as S has alleged about the group-buy
campaign in question.

Company A has consented to nothing to allow S to use the subject
mark online. Nor has Company A approved of the group-buy
campaign in question for purchasing its wristwatch product. S has
presented no evidence to establish the cooperation alleged, such as
the terms of Company A's grant for him to use the subject mark, how
defect (if any) in the wristwatch purchased should be dealt with and
sharing of profit, etc.

2. Sinfringed upon Company A's trademark right.

S used the subject mark exactly as it is registered. He used it to
openly announce and advertise the group-buy campaign in question
with a hyperlink given to the pictures of some celebrity he reproduced
and an offer of a 15% discount on purchase. Relevant consumers
certainly will be confused by said advertising. The fact is Company A
has never authorized S to use the subject mark to run advertisement
online. As such S has indeed acted in violation of subparagraph 1,
Article 68 of the Trademark Act.

Further, due to the advertising by S, the consumer’s impression about
the subject mark being unique, distinctive is diluted, diminished. That
is, S has also engaged in the act deemed as an action of infringing
upon another’s registered mark under subparagraph 1, Article 70 of the
Trademark Act.

3. S has engaged in trade practices in violation of the Fair Trade Act.
There is no agreement of any kind by and between Company Aand S
as S has alleged with respect to the group-buy campaign in question.
The above online advertising led unwitting consumers to mistakenly
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believe there must exist relationship between Company A and S arising
from cooperation and/or licensing with respect to the group-buy
campaign so they could pay with a 15% discount to buy the wristwatch
from him. By engaging in said practice, S has acted in violation of
paragraph one, Article 21 of the Fair Trade Act.

4. Company A is entitled to demand for removal of the trademark
infringement by S.

Company A sued S under paragraphs one and two, Article 69 of the
Trademark Act demanding for S to ) refrain from using any mark
identical with or similar to the subject mark, and b) remove an destroy
all logos, advertising and promotional materials bearing the subject
mark.

5. Sis liable for the harm resulted to Company A.

The amount of damages awarded is calculated as 10% equal to the
fees payable to obtain the license to use the subject mark as presented
by Company A. That is, the amount of damages S shall pay to
Company A for infringing upon the subject mark is TWD308,715 (10%
of the sum of TWD3,087,150 payable to be licensed to use the subject
mark).

Further, S's Facebook page at issue has a followers group of some
160,000 viewers which means S is not without influence on the market.
His unauthorized use of the subject mark owned by Company A is
determined malicious infringement which impairs Company A's
interests in fair competition and for which S shall pay punitive
damages. Pursuant to paragraph one, Article 31 of the Fair Trade
Act, a treble damages may be calculated against S; that is, the total
damages payable to Company A by S shall be TWD926,145, i.e. three
times the above amount of the damages (308,715*3). Hence,
Company A's demand for an award of TWD500,000 is warranted.

6. S did not result harm to Company A's goodwiill.

Defendant S made no representation online to in any way downplay or
degrade the value of Company A's wristwatch products. Indeed, S did
not obtain Company A's consent to working together with him on the
group-buy campaign in question and, for keeping this from those who
joined the campaign, S could be held reprehensible for failing to
truthfully disclose information in violation of the Consumer Protection
Act. Nevertheless, S cannot be determined and held to have resulted
harm to Company A's goodwill.

TIPLO Outstanding case-9 2025 Trademark Opposition

Name and brief
description of
case/portfolio:

Fﬁ*ﬂ'\‘/\ﬂ&ﬁ

P AT ¢ B R

R - 02268824

JEA + 25

T‘:Hﬁﬁﬁ’:'?ﬁﬁ'}i S NAK 5 pAK ;B [EIMD S BEM 5 SR S SEAS
Bl el EEMAHE S #i1 wE RETHFE @EMAFE S E
il IEI%E HIHEH?HE'% » IR -

PAREREN  BRaatE
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Trademark Opposition

Disputed TM: Logo (Qiu, Yi-Ji)

Reg. No.: 02268824

Class: 25

Designated Goods: clothes ; swimming suits ; underwear ; ready-made
clothing ; shoes ; scarves headscarves ; neckties ; Bow ties ; bibs ;
Caps ; ear muffs ; Sock ; Panty hose ; gloves ; winter gloves ; belt ;
aprons ; sleep masks ; headbands

Applicant: Qiu, Yi-Ji

HEE ALV A AP P B2 I A F] T POLO | P T BRZa SRR
HHEE L > ARTS IR RHEE R - SCIREREHEMREE K7 O
AR ) PR A RERR D B 1R - BA R 2024 5 2 HEHHE
B T IR AR PR RE o HEE A ARGEACHTI - AEAC D4
S Ak LBl

The applicant filed an application for the registration of the trademark
“Logo (Qiu, Yi-Ji),” which was similar to the "POLO" trademark owned
by our client, The Polo/Lauren Company, L.P. An opposition was
immediately instituted with the IPO. After our submission of extensive
evidence of use to demonstrate how TM “Logo (Qiu, Yi-Ji)” could
potentially mislead consumers, the IPO decided in February 2024 to
cancel its registration. In disagreement with the decision, the applicant
filed an administrative appeal with the Ministry of Economic Affairs
(MOEA), but the MOEA upheld the original decision and dismissed the
appeal.

IP advisers from
your firm involved

oA e PR B A

E{Fl=XE TR S I[Re=UN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Patent Agent

Other IP firms N/A
involved
Date(s) 2022/12/16 : " iz SRR | HUSEENT -
2023/03/16 : $ZH HEiE -
2024/02/29 : B G EREEE
2024/03/26 : EH 5 \FEHESTEE -
2024/06/20 = &7 EREL[AlFEH
December 16, 2022 : The “Logo (Qiu, Yi-Ji)” trademark was registered
March 16, 2023: An opposition was filed
February 29, 2024: The Intellectual Property Office issued a decision
on the opposition
March 26, 2024: The applicant filed an administrative appeal
June 20, 2024: The Ministry of Economic Affairs dismissed the appeal
Why was it RIS 2 RBa L TR R B R EEE T RSB AEHIR (% -
important? HEUARFTZ PR DR EEK - (BT e E Y ARk E & AR

PR USRS b SERRY) 25 5 S B pl i 2 EE sy
B AR R DA B A & YR AR Ry — OB B P AR~ e
HUSERHRTE - BRAFT R E A ra R Taon M wtmte - AZERBAR]
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The disputed trademark in this case features a knight holding a sword,
riding a horse, and wearing a hat. Due to the design’s angle, it bears a
relatively low degree of similarity to our client's trademark. However,
we persuaded the Examiner from a compositional perspective that
both trademarks are structures of a knight on horseback, holding an
object, which is the prominent and identifiable element, and also
presented extensive use evidence to demonstrate that the general
consumer is familiar with our client's trademark. Ultimately, we
obtained a favorable decision, preventing the dilution of our client's
trademark distinctiveness.

The present case illustrates that even when the degree of similarity
between the two trademarks is relatively low, a likelihood of confusion
may still be found if the cited trademark is recognized as a well-known
mark.

TIPLO Outstanding case-10 2025 Trademark Opposition

Name and brief PR E
description of PEIE A fE © LAZARA #5511E
case/portfolio: SRImEEE @ 02312299

RN 12~ 35

fREmm - BI7TH s BRI EFHETE  BHETHZHAN -
fEEMR © BfTHEZEAS  BTHESFIEHEZ &M EPETHET
Eittss  EHETHESACEZ e -

PAEEN - SRR IR A E]

Trademark Opposition

Disputed TM: LAZARA and design

Reg. No.: 02312299

Classes: 12 ~ 35

12: Bicycles; parts and components of bicycles; electric bicycles; parts
and components of electric bicycle

35: Wholesale and retail of bicycles; wholesale and retail of parts and
accessories of bicycles; wholesale and retail of electric bicycles;
wholesale and retail of parts and accessories of electric bicycle
Applicant: NUUO Inc.

HEE AN LU A A A P e (4 88 TSR (B IR A E] T ZARA | P

"LAZARA EtlE  HEEET Zﬁﬁﬁéﬁfﬁ{ﬁﬁﬂkt/\u& iR REM
FIEEHE R % T LAZARA ScatiEl ) refRafa e s BN B 1% - A
Bt 2024 5 7 AEHHEEE T LAZARA SEtlE Péﬁ?FmEfH}Z/}’%ﬂz °

The applicant applied for registration of the trademark “LAZARA and
design”, which is similar to the "ZARA" trademark owned by our client,
Industria de Diseno Textil, S.A. (Inditex, S.A.). An opposition was
immediately instituted with the IPO. After submitting extensive
evidence of use to demonstrate how TM “LAZARA and design” could
potentially mislead consumers, the IPO decided in July 2024 to cancel
the registration of "LAZARA and design”.
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IP advisers from
your firm involved

A R/ S5

= ECEEITE V(RPN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Patent Agent

Other IP firms N/A
involved
Date(s) 2023/08/01 : " LAZARA z%:t1E | HUYS =M -
2023/11/01 : {2 Hag -
2024/07/30 : Ff R EHEEE
August 1, 2023: The “LAZARA and design” trademark was registered
November 1, 2023: An opposition was filed
July 30, 2024: The Intellectual Property Office issued a decision on the
opposition
Why was it AREEREE RN ERE T ZARA o (HREREGEETHIR % - BLARE
important? ARSI MR _EAT DR SR - BAAT R pl5aae g S iy & aT e - R

“EREN SRR RS - DERIREE R _EH AR 0 &k
HUSAFIRRE - BERAFTE P& AR e -

RZEBIFI - MEPREE EEAERRTE SN P AR B R R T p AT DL B
SHEEZEEM - BREEZ(EFMEE EE SEEUNEE T > F
Pt E AT ATRE -

Although the trademark in this case includes the term “ZARA,” due to

its overall design, the degree of visual similarity with our client’s mark is
relatively low. Therefore, we specifically emphasized the high similarity
in pronunciation between the two marks and the fact that they are
designated for highly similar goods/services, in order to persuade the
examiner that there was a likelihood of confusion. This ultimately led to
a favorable decision, preventing dilution of our client’s well-known
trademark.
This case illustrates that, although the examination guidelines state
that the initial letters of a foreign-language trademark play an important
role in determining similarity, when several subsequent letters are
identical and the pronunciations are highly similar, the marks may still
be found similar.

TIPLO Outstanding case-11 2025 Trademark Opposition

Name and brief
description of
case/portfolio:

PR SRR

PEETE © COTECI

SEfsEEy © 02304004

30 - 9

fEEmpan - EAGIR © BRDFE  TREMEMS  FIRAEREE £
SCAUEERS S ALY © OIS 6 FECRIENE © PHCEGEE PR
BISE LY FRCAEISR B (TR E AR TREE
THEE TR A BT ERIAR  TEES A EER T
PR - TTEIE RS M* -

PAIEREN © REEps MR AR A E
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Trademark Opposition

Disputed TM: COTECI

Reg. No.: 02304004

Class: 9

Designated Goods: Computer keyboards; computer mice; laptop bags;
earmuff covers for headphones; laptop bags; laptop bags; laptop
sleeves; tablet cases; tablet bags; laptop stands; batteries; mobile
phone sheath; smartphone sheath; mobile phone case; mobile phone
holder; mobile phone holder; special rack for electronic equipment;
mobile phone car mount; mobile phone protective case; mobile phone
shell

Registrant: Shenzhen Pingwang Technology Co., Ltd.

HEE ALV LA AT & P L EPRTMATR A5 T Cote&Ciel 5 iR
COTECi , Hzg &L %«éﬁfﬁ{ﬁki_iiiaﬁ Kﬁﬁkzjﬁiﬁﬂﬂw‘#@ﬁ“‘ﬁﬂ
i " COTECi | paffa{r il gEsR M B & 1% - F & 81202541 H Ml
% " COTECi , % mZEHﬁZJ%ﬁ

The Registrant filed an application for registration of TM “COTEC/",
which is similar to TM “Cote&Ciel” owned by our client, PRTM AG.
Then an opposition was instituted. After we submitted a strong brief,
together with extensive use proof, indicating why TM “COTECI” could
possibly mislead consumers, the IPO made a decision cancelling the
registration of TM “COTECI” in January 2025.

IP advisers from
your firm involved

A R PR/ B

= HECEEITE VRPN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Patent Agent

Other IP firms N/A
involved
Date(s) 2023/07/01 : " COTECI | pHfEEEEE -
2023/09/28 : fEH s -
2025/01/22 : Bt EE3 T EE -
July 1, 2023: TM “COTECI” was registered
September 28, 2023: An opposition was filed
January 22, 2025: The Intellectual Property Office issued a decision on
the opposition
Why was it A2 " COTECI | pefi il 28BS — e A2 RERY S T LA A & = P A E A
important? EREER AR [FEAESEER R WA E MR

StHHE ARSI E FHREIE » S AUSAMIVRE - A2
(ERT S P E R R R - 5HE5 [EAERE - e EAEYVIAR
SR B R E R IR A BORE B R -
The disputed TM “COTECI” is not highly similar to TM “Cote&Ciel” in
arrangement and structure. However, we submitted a strong brief citing
the Examination Guidelines and explaining why consumers are more
familiar with the client’s trademark. Through our convincing arguments
and extensive evidence of use, the case ultimately resulted in a
favorable decision. This case indicates that the Examiner may be
persuaded to determine the likelihood of confusion and
misidentification from different angles under the Examination
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Guidelines, even where two trademarks initially appear to share only a
low degree of similarity.

TIPLO Outstanding case-12 2025 Trademark Revocation

Name and brief
description of
case/portfolio:

s

PEIEFE - SAQUELLA

{58 - 01980345

¥EFI 30~ 35~ 43

FE B B

30 : ZEE ~ 25 - ARk} ~ ook ~ oinwER ~ BTET -~ mrETELE, - TR e ~ Bl
TEIMYEEL ~ 1 RunE( A LAV AR B ~ onReioRl - mnsEsE LR AR - R
EHEE ~ REEG - JHE - BR800 - B - EFIEENR -

feE TS

35 RZEHIEENEERS FERE - i T - A AR - A3
58] P47 N e 5 TR e S ~ BRI P4 N o 5 A E e 2 858 ~ e HoAM A5
PRI o R AR ~ SR AAHAR A ~ (TSI A ERERY - R TAE - K
THEMEERERRS - BYhL - BELZERSE - GURZERSE - H
mETERSE - e TEHE  HEEHE -

43 1 SEERRLE ~ BREE ~ /INIZJE ~ ZYESEE ~ nREE - ninskaE ~ A - 8RE -
S~ ORBIMIYERE  JRENEREEE - EEE - IRV REARTS - FIFERR - BE
PR ~ R A - S5 - PEE - BRLAIESE ~ HEE - Nz
]%E o

PEREREN © AR ATRAE]

Trademark Revocation

Disputed TM: SAQUELLA

Reg. No.: 01980345

Class: 30, 35, 43

Designated Goods:

Class 30: Tea, tea beverages, coffee, coffee beans, cocoa, cocoa
products, chocolate beverages, instant coffee packets, plant-based
preparations as coffee substitutes, coffee beverages, coffee flavorings,
sugar, desserts, pastries, bread, muffin mix, edible starch, pasta.

Designated Services:

Class 35: Displaying products on communication media for retail
purposes; marketing; import/export agency services; quoting prices for
various products from domestic and foreign manufacturers; distributing
various products from domestic and foreign manufacturers; procuring
goods and services for other enterprises; business management and
organizational consulting; marketing research and consulting; online
auctions; trade show preparation services for industrial and commercial
enterprises; shopping centers; retail and wholesale of agricultural
products; retail and wholesale of beverages; retail and wholesale of
machinery and equipment; retail and wholesale of food; retail and
wholesale of alcohol.

Class 43: Hot and cold beverage shops, restaurants, snack shops, tea
houses, coffee shops, cafes, bars, restaurants, catering, mobile coffee
trucks, mobile food stalls, restaurants, catering services, catering services,
glassware rental, cooking equipment rental, meeting venue rental, food
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trucks, bubble tea shops, fast food restaurants, snack stalls.
Registrant: La Vita International Co., Ltd.

AP E S NUIART % =2 " SAQUELLA | PEIEHEEEEN - HHEE ABEA
v FTE B S A R A AR KR IEI R - AP E T-aH & i
(E SRS AR FERE 1 > B B 2025 4F 6 iz 1k " SAQUELLA | PHAE
M ZIRE

The Registrant's TM “SAQUELLA” is exactly the same as our client's
trademark. However, it was found that the parties had a business
relationship but no license agreement or any other relevant arrangement.
Then, a revocation petition was initiated based on an investigation into the
status of trademark use. In June 2025, the IPO rendered a decision
revoking the registration of TM “SAQUELLA".

IP advisers from
your firm involved

PG R/ 5 A i

i lisEESETE VRl ReEUN

J.K. LIN, Attorney-at-Law / Certified Patent Attorney
Cheng-Yi HUANG, Attorney-at-Law / Patent Agent

Other IP firms N/A
involved
Date(s) 2019/04/01 : " SAQUELLA | BUS=EAM -
2025/02/19 : #EHEE L -
2025/06/27 : & fREs g L EEE -
April 1, 2019: TM*SAQUELLA” was registered
February 19, 2025: A revocation petition was filed
June 27, 2025: The Intellectual Property Office issued a decision on the
revocation
Why was it A GE NG R E T SAQUELLA | AHREARG M » AAH(E AL AT &
important? PR R TE E (5 FH s an B (R » ANFTHES R B AR L S A

Ft% UGS AFIRRE - AZERIIREEERTA N EE It i (2
R E RS A Z AR -

The Registrant had ever sold “SAQUELLA” products as a local distributor;
however, such use does not constitute legal use under the Trademark
Law. A favorable decision was subsequently rendered based on the
investigation report and our strong arguments citing the Examination
Guidelines. This case indicates that trademark owners should periodically
review their trademark use to ensure compliance with the relevant
regulations of the Trademark Law.

Copyright©20251211 TIPLO Attorneys-at-Law

TREMR LA ERHA

10409 HILTHRIRIRES B 1255 (RRCORME 7 [

7" Floor, We Sheng Building,

No0.125, Nanking East Road, Sec. 2,

Taipei 10409, TAIWAN

Tel : 886-2-2507-2811 Fax : 886-2-2508-3711 - 2506-6971
E-mail: tiplo@tiplo.com.tw http://www.tiplo.com.tw

31



mailto:tiplo@tiplo.com.tw
http://www.tiplo.com.tw/

	TIPLO Outstanding Cases (2023~2025)

