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01 Amendment to the Examination Guidelines on Certification Marks,
Collective Membership Marks, and Collective Trademarks takes
effect as of October 1, 2022

The amendment to the “Examination Guidelines on Certification Marks, Collective
Membership Marks, and Collective Trademarks” was promulgated on September 15,
2022 and has taken effect since October 1, 2022. Taiwan IPO has amended the
Examination Guidelines on the grounds that the procedures and examination
requirements for registering a certification mark, collective membership mark, or a
collective trademark are different from those for regular trademarks registration, and
hence, it is necessary to add and establish more contents and example cases as
clarification of questions arising from practice and of examination principles. Key
points of the amendment are summarized as follows.

1. The Guidelines is renamed as “Examination Guidelines on Certification Marks,
Collective Membership Marks, and Collective Trademarks” to reflect the sequence of
the provisions.

2. Provisions governing geographical marks are added in a separate chapter to
establish and promote the mechanism of application and registration for “geographical
certification marks” and “geographical collective trademarks” in Taiwan.

3. Declaration made by the applicant of a certification mark with respect to his/her
being not engaged in the business involving the goods or services of the kind being
certified.

(1) There are provisions clearly providing that applicants of certification marks shall
not register any trademarks in the same scope of the products or services being
certified; otherwise, the applicants may be formally considered being engaged in the
business of the goods or services being certified and thus in violation of impartiality
and inconsistent with their declarations.

(2) Applicants of certification marks are allowed to apply for registering trademarks
outside the scope of the goods or services being certified, unless their applications fall
into any unregistrable circumstances.

4. The regulations governing the use of certified marks shall clearly specify the
names of the goods or services being certified:

(1) For the application for a certification mark, the goods or services being certified
to be listed in the contents of the certification may be described by generic names,
such as, food, electronic appliances, etc.,. However, in order to ensure that the
names clearly correspond to the conditions of use set forth in the regulations
governing the use of certification marks and also to facilitate any third parties’
applications for use of certification marks, Taiwan IPO, by reference of foreign
counterparts’ practices, requires that the names of the goods or services being
certified should be designated in accordance with the Nice Classification and should
be included as annex of the regulations governing the use of certification marks for
the convenience of publication.

(2) The names of “the goods or services being certified” should be consistent with
those indicated under the content of certification in the regulations governing the use
and in the application form and should not exceed the scope of the goods or services
being certified listed under the “content of certification.
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5. Examples are provided to set forth the principles for determining the existence of
“obviously improper circumstances” listed in the proviso under Article 30, Paragraph 1,
Subparagraph 10 of the Trademark Act, with respect to the applications for registering
certification marks, collective membership marks, and collective trademarks.

6. More case studies are provided to supplement clarification of the Guidelines and
facilitate readers’ full understanding. (Released 2022.09.15)
ICCS

E220818Y2
02 Taiwan Supreme Administrative Court finds “Boy London” mark
unregistrable

Grace Optical Co., Ltd. (hereinafter “Grace Optical”) filed an application with the
Taiwan IPO for registering “Boy London” as a trademark (hereinafter “proposed mark”)
on February 26, 2018, but the application was rejected with the proposed mark being
found unregistrable by the Taiwan IPO on the ground that the proposed mark was
likely to mislead people with respect to the place of origin of the products or services
under the proposed mark. Dissatisfied with Taiwan IPO’s rejection, Grace Optical
filed an administrative appeal with the Ministry of Economic Affairs, but the appeal
was unsuccessful and dismissed, which caused Grace Optical to initiate an
administrative action seeking revocation of the Ministry of Economic Affairs’ appeal
decision and the Taiwan IPQO’s disposition of rejection and also Taiwan IPO’s approval
of Grace Optical’s registration application for the proposed mark. Subsequently, the
Taiwan Intellectual Property Court (now, the Taiwan Intellectual Property and
Commercial Court) rendered a judgment for Grace Optical under docket (108)
Xin-Shang-Su-Zi No. 31. Taiwan IPO disagreed with the Taiwan IP Court’s decision
and appealed this case to the Supreme Administrative Court, which entered a
judgment on August 18, 2022 to vacate the IP Court’s judgment and dismissed Grace
Optical’s lawsuit filed in the first instance.

According to the Supreme Administrative Court’s judgment, the proposed mark
consists of two English words, “Boy” and “London” and each carries a literal meaning
of “boy” and “London”, respectively. As London is the world-famous metropolis, the
capital of the United Kingdom, the center of politics, culture, art, and fashion, and as it
is well-known to the people of Taiwan as a city, “London” of the proposed mark may
suggest a strong connection between the proposed mark and London as a city, and
therefore, it would attract more attention from consumers. Moreover, in view of the
designated categories of products and services for which the proposed mark was to
be registered, people of all ages and sexes are likely to be the consumers of the
proposed mark’s designated products and services, and thus, “Boy” of the proposed
mark is a generic term carrying no special meaning and easily to be ignored. That is
to say, the designated products or services of the proposed mark would mislead
consumers into believing that these products or services under the proposed mark
come from London or are relating to London. To put it in another way, the proposed
mark is likely to objectively cause consumers’ misrecognition or misbelief with respect
to the quality, nature, or place of origin of its designated products or services.
However, the IP Court judgment ruled that Taiwanese nationals should have basic
ability to recognize and identify English words. In view of the fact that English is a
foreign language of phonics with emphasis always on initial words, for the proposed
mark “Boy London”, “Boy” is the word that stands out, instead of “London”. Judging
from the appearance of the proposed mark as a whole, the concept it carries, and its
pronunciation, the IP Court found that the proposed mark would not cause consumers
to mistakenly recognize and believe that the products or services provided under the
proposed mark are relating to the United Kingdom or London in the aspects of their
places of origin. In addition, the designation of the proposed mark, “Boy London” is
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irrelevant to the function, usage, and quality of the products under the proposed mark,
and it is not the generic term generally conceived by and known to the public; hence,
the proposed mark would not form misrecognition that it is equivalent or implies its
equivalence to the capital, London, and that the products or services provided under
the proposed mark are relating to the United Kingdom or London as the capital, simply
because of the word “London”. However, it wad indeed inappropriate for the lower
court to fail to observe and examine, from consumers’ perspective, the issue whether
the entire appearance the proposed mark, its concept or pronunciation would make
an impression that would mistakenly form misrecognition with respect to the nature,
quality, or place of origin of the products or services provided under the proposed
mark.

The Supreme Administrative Court’s judgment reasoned and ruled as follows. The
Taiwan IPQO’s disposition is not illegal that the proposed mark is unregistrable for
falling into the circumstance as defined in subparagraph 8, paragraph 1 of Article 30 of
the Trademark Act, and the Ministry of Economic Affairs’ decision to affirm the Taiwan
IPO’s disposition is not illegal, either. However, it is erroneous for the IP Court to find
the Taiwan IPQO’s disposition and the MOEA’s appeal decision illegal and revoke them,
and further to demand Taiwan IPO to reverse its disposition. Therefore, the
Supreme Administrative Court found the I[P Court’s appeal well-grounded.
(Released 2022.08.18)
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